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IN THE 

SUPREME COURT DISTRICT OF COLUMBIA, 
Holding Special Term as Circuit Court. 




UNITED STATES Ex Rel, 

Trussed Concrete Steel Company, 
Relator, 
vs. 

THOMAS EWING, 

Commissioner of Patents. 


At Law 
No.- 


To the Honorable ^ rr.ininhia- 

Justices of the Supreme Court of the District of Columbia. 

Your petitioner, Trussed Concrete Steel Company, a cor- 

ooration organized, existing and doing business under and by 

^frturof the laws of the State of Michigan, and ha^ung Us 

principal offices and place of business m the city of Detro , 

^'*^*i.^^That°7om' petitioner is a corporation organized, exist¬ 
ing and doing business under and by virtue ^ the *aws o 
State of Michigan, and having its principal offices and place o 
business in the city of Detroit, State of Michigan 

And that William D. Forsyth is a citizen of Cmted State , 
a resident of the City of Youngstown, state of Ohio, and for 
merlv a rUJent of tlL city of Pittsburg, state of Pennsylvania^ 
TI That your petitioner is engaged in business in the^ 
citv of Detroit, in the manufacture and sale of reinforced con¬ 
crete bar* and members and expanded metal for lath and 
sheathing for use in the manufacture and sale of concrete struc¬ 
tures and devices, material and machinery for such purpose, 

and has been so engaged since prior to .1“ y- 

III. Your petitioner shows that William D. Forsyth, a 
resident of the city of Youngstown, state of Ohio, and for- 
merlv a resident of the city of Pittsburg, in the state of Penn- 
svlvania on or about or just prior to July 16, 1906, represen e 
to your 'petitioner that he was skilled in the manufacture and 
use^of expanded metal and the various devices and means that 
were being manufactured and sold by your petitioner at tha 
time and made a proposition to enter the employ of your peti¬ 
tioner at a salary of $2.S00 per year and traveling expenses, the 
Lid William D. Forsyth proposing to become ‘fie 
the expanded metal department; and that in ^ 

salary specified he was to receive a commission of fifty cents 
oer ton on all sales of material in the expanded metal depart¬ 
ment of said business, and was to receive this fifty cents per 
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ton on all trussed bars sold entirely through his efforts. 
vision was made for your petitioner or the said Forsyth to with¬ 
draw from this contract. The said proposition was accepte 
by the Trussed Concrete Steel Company, and signed by Julius 

I\.ahn as president. i • i 

IV. That by virtue of said agreement, the said \\ illiam 

D. Forsvth entered the employ of the petitioner 

in the emplov of said petitioner until December 1, 1908, m such 

capacity: and thereafter for considerable time served petitioner 

as agent for the Pittsburg district. i r +• 

V That immediately after entering the employ of pet^i- 
tioner said William D. Forsyth devoted himself actively to the 
interests of petitioner, and succeeded in producing valuable im¬ 
provements that were patentable, which your petitioner desired 
to procure and control: and that thereafter such rights to such 

improvements were secured by petitioner. ^ ^ , 

VI That the results of such negotiations and understancl- 
ing between your petitioner and said William D. Forsyth %^re 
reduced to writing in an instrument dated January 12. 1907. 
which provided for the assignment of all patents and inventions 
invented bv said William D. Forsyth, who agreed that he would 
assign to the Trussed Concrete Steel Company any patents on 
structures that he might be able to devise while in their employ, 
and certain other prLisions. for which the said Forsyth was 
to receive as compensation in addition to his regu ar salary the 
sum of five per cent of the gross profits derived from the sale 

of such patented articles. tt •. j o. . 

VII. That immediately thereafter United States Patent 

applications were prepared on such inventions, and assipments 
thereof made to vour petitioner, the same being completed on 

or about the 30th day of January. W7. 

VIII. That on or about the 1st clay of February, 1907, 

said Forsvth. being as aforesaid the true, original ancl sole in¬ 
ventor and discoverer of certain improvements in reinforcing 
member for conrcete structure and expanded metal made appli¬ 
cation in writing to the Commisisoner of Patents of U^^[ed 
States for the grant of letters patent in accordance with the 
then existing acts of Congress, and prior to the granting of let¬ 
ters patent as hereinafter mentioned complied in all rppects 
with the requirements of the Commissioner of Patents in such 
case made and provided. 

IX. That prior to the issuing of the said two patents on 
the above mentioned applications, the said William D. Forsyth 
did -bv an instrument in writing, duly signed, sealed, witnessecl 
anci delivered, sell and transfer to your petitioner, the Trussed 
Concrete Steel Companv, his entire right, title and interest m 
and to and under said invention and improvements, and m and 
to the said two letters patent to be obtained thereon, with the 
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request that the said two letters patent issue to your peti¬ 
tioner. This assignment was duly recorded in the Patent 
Office of United States. 

X. That on the 26th day of May, 1907, after due exam¬ 
ination had as to the novelty and utility of said inventions and 
improvements, in full compliance with the statutes of United 
States in such case made and provided, letters patent of United 
States bearing date on that day were issued to your petitioner, 
the Trussed Concrete Steel (Company as assignee of the said 
William D. Forsyth, in due form of law, under the seal of the 
Patent Office of United States, signed by the Commissioner of 

Patents, and numbered 855,240. 

XI. That on the 13th day of August, 1907, after due ex¬ 
amination as to novelty and utility of said inventions and im¬ 
provements, in full compliance with the statutes of United 
States in such case made and provided, also letters patent of 
United States bearing date on that day were issued to your peti¬ 
tioner, the Trussed Concrete Steel Company as assignee of the 
said William D. Forsyth, in due form of law, under the seal of 
the Patent Office of United States, signed by the Commissioner 

of Patents, and numbered 862,897. 

XII. That by virtue of the premises your petitioner be¬ 

came and now is the sole and exclusive owner of said two let¬ 
ters patent No. 855,240 and No. 862,897, and all of the rights 
and privileges granted and secured thereby, and is entitled to 
sue for and collect and receive to its own use all profits and 
damages arising out of the said letters patent. ^ 

XIII. That the inventions and improvements set forth in 

said letters patent No. 855,240 and No. 862,897, are of great 
utility and value, and that the trade and public generally have 
acquiesced in the validity of said letters patent and recognized 
the rights of your petitioner in and under the same: and that 
the invention has, through the efforts of your petitioner, it 
having invested and expended large sums of money and been 
to great trouble and expense in and about said inventions for 
the purpose of making them of value to itself and of benefit to 
the public, gone into extensive use. to the extent at the present 
time of substantially one hundred million square feet: and that 
your petitioner is prepared to supply the demand for such pat¬ 
ented material. , 

XIV. That following the aforesaid contracts between 

vour petitioner and said William D. Fopyth, other negotia¬ 
tions were entered into by your petitioner with the said 
Forsyth, and the said Forsyth gave an option to your peti¬ 
tioner on all of his right, title and interest in inventions relating 
to the structure of said patents, as aforesaid. Said option 
granted the right “to purchase within the next six months from 
the date thereof all of my right, title and interest in the patent. 
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machinery and dies for manufacturing expanded metal lath, (of 
the type known as Rib Lath and Hy-Rib Sheathing) toge er 
with all improvements thereon both present and an 

all the royalties thereon, both accrued and those which would 

XV That within the six months prescribed, viz., on No¬ 
vember 14, 1908, by an instrument in writing, your petitioner 
accepted the said option, with slight modifications, w^'ch mod^ 
SoL were consented to and accepted by the said William 

^ Your petitioner further shows, on information and 

belief and by statements made to Mr. Julius Kahn, President 
S the petitioner, that said William D. Forsyth had thereafter 
devised further structures which are improvements on t e 
structures set forth in his said patents, and your petitioner 
shows that as to such structures Forsyth has filed numerous 

patem^ppl' petitioner further shows that said William 

D Forsyth became actively engaged in assisting the Corru^ 
eated fiJr Company, a Missouri corporation, in deyisin^ 
processes for the manufacture of the same. Your pe 
being thus informed, prepared a lull of complaint and 
suit aeainst the said William D. Forsyth in the United States 
Wstrkt Court for the Northern District of Ohio, Eas ern 
Division, and the bill of complaint was sworn to on the 10th 
day of November, 1911, and a restraining order was entered by 
Judge Day on the 20th day of November, 1911, as appears by a 
Mrtffied copy of such restraining order hereto attached and 
Se a part of this petition, which restraining order especially 
l^Srains*^ said WilliL D. Forsyth, his agents, servants and 

attorneys, 

“from transferring any interest or inventions or patents 
to others on any invention or device pertaining to trussed 
concrete structures, or metallic lath or concrete struc¬ 
tures generally, and that you are particularly enjoined 
from transferring or engaging to transfer any 
you may have in United States Letters Patent No. 

1 007 02/, of October 24, 1911: and that you are further 
enjoined from assisting others in the manufacture of 
such metal lath or supporting members for concrete 
concrete structures generally, or in assisting to ( e\ise 
new methods or processes, or new machines for use in 
that behalf, until the further order of this court m the 

premises.” 

And it is particularly recited therein for the information of 
said Forsyth: 
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“The present order is to restrain you, 'Y'*' 

liatn D Forsvth, from in any way assisting others 
production of any new and useful >n’P-venients re atmg 
to metal lath or concrete supports or methods or pro 
OsOes or machinery relating thereto; or transferrmg any 
patent or rights to any invention relating thereto. 

XVIII. Your petitioner shows ‘hat previous to date 
caifl restrainine order on November 20, 1911, tlie sam v\ 
iam D Forsvth had filed the following applications for letter 
Jarenb soS which have terminated in patents as indicated. 

Ser. No. 596,761, filed Dec. 12, 1910, for expanded m^al 
and process for making same, 
issued Tan. 16, 1911, No. 1,015,264; ^ 

Ser. No. 596,762, filed Dec. 12, 1910, for metal window 

Ser. *Na 5^763, filed Dec. 12, 1910, for expanding metal 
and process for making same, 

Ser. Nr60?623^file\rjan^'30,^i^^^^^ fo; apparatus for the- 

Ser. Na 605!624,'Wed* Ja^^^ 1911, for improvement in 

expanded metal, 

issued Mar. 6, 1912, No. 1,019,034; 

Ser. No. 605,625, filed Jan. 30, 1911, for improvement 

Se, NS’wwSX'fiW Jan. 30. 1911, for improvement in 

Sr/ranS'fOia, No. 1,017,253. 

XIX Your petitioner further shows that after the bring: 

ing of s^id suit, vil on November 22, a" "t^fe^ 

cecdin<^ was declared between tbe application of W ill am U. 
Forsvth Ser. No. 605,625, and an application for patent of 
Kilht G Clark. Ser. No. 433.958, the same being interfer¬ 
ence^^ Your petitioner shows that it also brou^t suit in 
the United States District Court for the Western D'stf'Ct of 
New York, against the Corrugated Bar Company, a Missouri 
cornoration which was manufacturing in that jiwisdictio 
undlr and with the advice and assistance of the said W illiam 

^ Your petitioner shows that during the progress of 

takinV testimony in the said suit against the Corrugated Bar 
) Conmanv, it diswvered'further the facts as to the number and 
detnds of Forsyth patent applications on file in the United 
States Patent Office, and noticing the defendant s counsel in 
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the Cleveland case that it would make application for an order 
for leave to inspect the pending patent applications, succeeded 
in forcing from defendant’s counsel, who was Alexander M. 
Neeper, an order to the Commisisoner of Patents permitting 
petitioner to inspect the files in such cases, the order being 
given to Fred L. Chappell, counsel for petitioner. Pursuant 
to said order access was had by the said Chappell to the files on 
November 18. 1912. 

XXII. That immediately thereafter, as soon as appoint¬ 
ment could be had, the said Chappell and W. Merle Smith, also 
an attorney for the Trussed Concrete Steel Company, called 
upon the examiner in charge of the matters, brought the exani- 
iner’s attention to the Forsyth patents No. 855,240, No. 862,897, 
and to the decision of Judge Day that the Forsyth patents are 
trespassed upon by the structures of the Forsyth patent appli¬ 
cations, whereupon said principal examiner said he did not 
agree with Judge Day in that particular, and declined to give 
the matter consideration. 

XXIII. That thereupon, a petition was immediately pre¬ 
pared and submitted to the Commissioner of Patents requesting 
the right of your petitioner to intervene, and that the interfer¬ 
ence proceeding be suspended until the rights of your petitioner 
could be determined by the United States District Court at 
Cleveland, as will fully appear from the petition in that behalf, 
copy of which is hereto attached and constituting a part of the 
proceedings in the Patent Office and made a part hereof. 

XXIV. That thereupon the then acting Assistant Com¬ 
missioner considered the petition, which was opposed by the 
said William D. Forsyth, and ruled, first, that there had been no 
adjudication of the equitable title in your petitioner, and, sec¬ 
ond, that your petitioner had been guilty of delay in not asking 
to intervene in this matter at the time of filing the suit at Cleve¬ 
land, whereas your petitioner had not sufficient information 
upon which to base a petition until after an examination of the 
file wrapper of the application in interference, made possible 
only after November 18, 1912. 

XXV. That thereupon your petitioner made a showing 
that it had been diligent in that behalf, counsel filing affidavit 
to that eflPect, which petition was denied by the then acting 
Commissioner, who refused to consider the force of the word 
“thereafter” in the paragraph relating to the same. It now 
clearly appears that petitioner could not by any diligence have 
found out the existence of this interference on November 20th. 
1911, at the date of the restraining order in this case, because 
the interference was not declared until November 22, 1911, and 
the restraining order covered all actions by the said Forsyth 
relative to any patent applications which he might have pend¬ 
ing, this particular application not yet being known to peti- 
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TViP full action of the Honorable Assistant Commis- 
.pp«r“o*'.he ..hibU. .. P.t.n, Offic. pr.««<i.np 

fn^t^^NoTther^ District Of O^o. Eastern Dw.-n, came 
^ion"'’ha? rim’f^ll title to the fafd 

ally, that the structures Corrugated Bar 

earlier patents, and that h ^ . oroduced these struc- 

Company is an j’ patent application, all of which 

»3 rr s;i.ro, «bi<b...achPd 

''"'5 "vlr" Ttot MlSne the rendering «i >1" dP™”” ];>' 

un,ber. '’U. « ■PP“" ^V^Sn™” “N- R This 

JjlIlZ.meni i.’.nade to rnit the convenience ol the Comntis. 

Dwight G. Clark to Aiexa Alexander M. Neeper, and the 

E"-f 

peiorc iitc .;ervice appears in this behalt, to pre 

mnMh^I'rnktte?to^he Commisisoner for his final consideration. 
*That in the meantime there had been a change of admmis- 
.• • fViA Patent Office and the former Commissioner 

Moore and his Tssistants had been superseded in office by the 

’’’■"^Tt^Zre^ion ?hrsaid Com Ewing substan- 

fallv Refused t? consider the said petition, and did not pass 
sSfiraSy upon the right of petitioner to intervene, as appears 

„y a copy of W-rd-petitioner urged that it 

^ I ^e riffht to proceed, and that as a condition precedent to 
?p$i}?ng to a cotmt for relief, it would be necessary to apply to 
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the said Commissioner, whereupon it was ordered by the Com¬ 
missioner that on motion of petitioner the petition and 
affidavits herein are allowed to stand, and are received 
as an application and showing- to the Commisisoner of Patents 
preliminary to an application to any court having jurisdiction 
for the relief sought by way of intervention or otherwise. It 
was ordered that the final fee paid on the Clark application 
should not be applied until October 4, 1913, “to afford the peti¬ 
tioner opportunity to take such legal steps as it may be advised 
are proper,^ as appears by copy of such order hereto attached 
in coniunction with the proceedings of the Patent Office. 

XXIX. Your petitioner shows that the documents pre¬ 
sented to the said Commissioner of Patents, Thomas Ewing, 
show that all requirements heretofore made by the Assistant 
Commisisoner have been complied with by a decree of court of 
competent jurisdiction of the parties. It has been decreed that 
the petitioner has the equitable title to the Forsyth patent appli¬ 
cation in interference: that the petitioner has the authority and 
rio-ht to control the said interference at the present time and 
had such right at the time it was declared; that the invention 
of the Forsyth patent No. 862,897, as pointed out in its claims, 
is the same as the invention in interference, and this has been 
determined bv a court of competent jurisdiction in that behalf. 
It consequently appears that an interference should be declared 
between the said patent No. 862,897 and the application of 
Dwight G. Clark, in accordance with the United States Stat- 

tuesin such case made and provided. , 

XXX Your petitioner shows that the invention of the 
Forsyth patent No. 862.897 and of the said Clark application 
for patent, and of the said Forsyth patent application in 'fter- 
ference with said Clark, are substantially the same; and the 
recitations made in the claims show merely verbal differences 
and not differences in substance, as is evidenced by the connect- 
int' means between the longitudinal strands in the comparative 
sketches A. B and C hereto attached, where the units of each 
structure are indicated. The units are the same, and have 
been so decreed by Judge Day. who held the /‘'"“‘I*™* 
to infringe the claims of the earlier Forsyth patent No. 86.,8J7. 

There is hereto attached a full copy of the interference jmo- 
ceeding of William D. Forsyth vs. Dwight G. Clark. No. 34.(X)1, 
with copy of the drawings of said Clark an^ sai^d Forsyth, and 
printed copies of patents No. 862.897 and 8.S5,240 to Forsyth 
and a copy of the decisions of the Commissioner of Patents and 
of all documents filed in the Patent Office in the matter of the 
petition to intervene, which copies are hereby made a part of 

Your petitioner avers that it is, in fact, without remedy 
either in law or equity except by writ of mandamus, and peti- 
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tioner prays that a writ of mandamus be issued to the said 
Thomas Ewing. Commissioner of .Patents, commanding the 
said Thomas Ewing. Commissioner of Patents, 

First, to allow your petitioner to intervene, 
fact that it has now been decreed to have the L 

the Forsyth patent application in interference, and has the 

right, and had the right at the time of the °J,4“'i? 

interference, to control the same, so far as the said F y 

^^”^Second, that the interference proceeding's and the decision 
awardincT priority of invention to Clark be set aside, 

Third, that the interference proceedings be reopened to- 

to .h. o„ 

ground that there is no invention recited or pointed out in t 
fssues thereof, and in view of the said Forsyth earlier patents, 
and in view of the state of the art generally, that 
vention involved, particularly in the application of said Dwight 
G. Clark, and for such other reasons as your petitioner may be 

advised are good and valid; and 

(b) to contest the interference in a proper manner on a 

full showing of the facts, showing the error of the date o* 
ception of the said invention by said Forsyth, said Forsyth not 

being interested to show the full facts. ... t „..;a 

Fourth, that as the claims, one or more of ^em, of said 
Forsyth patent are readable upon the structure of Clark as now 
decreed by the United States District Court for the Northern 
District of Ohio, Eastern Division, an interference be declared 
between the claims of the said Forsyth patent No 862,897, and 
the application of said Dwight G. Clark, so that the title to th^e 
said invention as between this petitioner and the said Dwig 
G Clark can be tried out in an orderly way m an interference 
proceeding according to the statute in such case made and pro¬ 
vided. and not upon a concession of priority by said Forsyth, 
whose interests had become adverse to those of your petitioner. 

TRUSSED CONCRETE STEEL CO. 


By Julius Kahn, • 
President. 


September 24, 1913. 


WM. S. HODGES, 

Attorney for Relator. 

FRED L. CHAPPELL, 

Of Counsel. 
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STATE OF MICHIGAN, 
COUNTY OF WAYNE, 



Tillius Kahn, president of the Trussed Concrete Cteel Com¬ 
pany, the foregoing petitioner, being duly sworn, deposes and 
says that he has read the foregoing petition; that he is familiar 
with the various facts and circumstances of the said interference 
and the petition to intervene and the proceedings therein; and 
that the foregoing petition is true except as to matters therein 
stated on information and belief, and as to those matters he 
believes it to be true. 

JULIUS KAHN. 

Subscribed and sworn to before me 
this 26th day of September, 1913. 

EDGAR R. AILES, 

Notary Public in and for said county and state. 

My commission expires June 12, 1914. 


Exhibit, Restraining Order of Nov. 20, 1911. 

THE UNITED STATES OF AMERICA, 

Northern District of Ohio, 

Eastern Division, SS. 

At a stated term of the District Court of the United States, 
within and for the Eastern Division of the Northern District of 
Ohio, begun and held at the City of Cleveland, in said District, 
on the first Tuesday in October being the 3rd day of said 
month, in the year of our Lord one thousand nine hundred and 
eleven, and of the Independence of the United States of Amer¬ 
ica, the one hundred and thirty-sixth, to-wit: On Monday, the 
20th day of November, A. D. 1911. 

Present: Honorable William L. Day, 

United States District Judge. 

Among the proceedings then and there had were the fol¬ 
lowing, to-wit: 

October Term. A. D. 1911, to-wit: November 20th, 1911. 

Present: Honorable William L. Day, U. S. District Judge. 


Trussed Concrete Steel Company, 
vs. 

William D. Forsyth. 


No. 123, Equity. 


Whereas, in the above entitled case, a motion for the issu¬ 
ance of a preliminary writ of injunction has been duly filed and 
the hearing thereon fixed for the 23rd day of November, 1911, 
at 4 o’clock in the afternoon, in the court room in the Postoffice 
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Building in the city of Cle\'eland, state of Ohio, and. it haying 
b^een made to appear that there is danger of irreparable injury 
l»eing caused the complainant before the hearing o 
cation for the writ of injunction, unless the said dekndant is, 

pending such hearing, restrained as herein set ^ 

Now, therefore, take notice that you, the said William D. 
Forsvth, your agents, servants, attorneys, and each of you, are 
hereby especially restrained and enjoined from transferring any 
interest or inventions or patents to others on any invention or 
device pertaining to trussed concrete structures, or metallic 
lath or concrete structures generally, and that you are 
lady enjoined from transferring or engaging to t^^sfer ^y 
interest you may have in United States Letters Patent No. 

1 007,027, of October 24, 1911; and that you are further en¬ 
joined from assisting others in the manufacture of such metal 
lath or supporting members for concrete or concrete structures 
generally, or in assisting to devise new methods or processes, 
or new machines for use in that behalf, until the further order 
of this court in the premises. The present order is to restrain 
vou, the said William D. Forsyth, from in any way assisting 
others in the production of any new and useful iniprovements 
relating to metal lath or concrete supports or methods or pro¬ 
cesses or machinery relating thereto; or transferring any pat¬ 
ent rights to any invention relating thereto. Complainant to 
give bond in the sum of $1000.00. 

THE UNITED STATES OF AMERICA, 

Northern District of Ohio, 

Eastern Division, SS. 


I B C Miller, Clerk of the District Court of the United 
States within and for said District, do hereby certify that I have 
compared the within and foregoing transcript with the original 
Restraining Order entered upon the Journal of proceedings ot 
<;aid Court in the therein entitled cause, at the term, and on the 
day therein named; and do further certify that the same is a 
true, full and complete transcript and copy thereof. 

Witness, mv official signature and the seal of said 
court, at Cleveland, in said District, this 19th day of 
September, A. D. 1913, and in the 138th year of the 
Independence of the United States of America. 

B. C. MILLER, Clerk. 

Bv Anna H. Elliott, Deputy Clerk. 


(Seal) 
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Exhibit, Petition to Intervene in Interference. 

UNITED STATES PATENT OFFICE, 

Washington, D. C. 

PETITION TO THE COMMISSIONER OF PATENTS, 
Bv the Trussed Concrete Steel Company, to Intervene in In¬ 
terference No. 34,061 between the Applications of Wdnam 
D. Forsyth. Ser. No. 605.62.S, and Dwight G. Clark, Ser. No. 

433,958.' _ 

Your petitioner, the Trussed Concrete Steel Company, 

That it is a corporation organized and existing under 
and bv virtue of the laws of the State of Michigan, with its prin- 
cioal offices in the City of Detroit, Michigan. „ . . 

^ II. That it is the owner of United States 
to William D. For.syth, No. 855,240, dated May 28, 1907, and 

No. 862,897. dated August 13, 1907. j o. . e 

III. That in the acquirement of title to said United State 

1 etters Patent, vour petitioner entered into special negotiations 
with the said William D. Forsyth, which appears by copies of 
options and acceptances of the same hereto attached, whereby 

the said Trussed Concrete Steel Company, your 
nuired all of the right, title and interest of the said William 
D. Forsyth to all inventions and patents relating to expan e 
metal lath and the machinery and dies for the manufacture o 
the same Copy of said option and acceptance is hereto at¬ 
tached and maked “Option agreement and acceptance of 

TV That in the Fall of 1911 your petitioner became in¬ 
formed that the said William D. Forsyth was se^'ce 

to the Corrugated Bar Company, a Missouri corporation, in the 
production of expanded metal lath, processes ^nd tnadtinery 
therefor; that thereafter your petitioner 'eac"®'! that the said 
William D. Forsyth had made applications for bnitecl btates 

Letters Patent as follows: 


Ser. No. 

ent 
Ser. No. 

ent 
Ser. No. 

ent 
Ser. No'. 

ent 
Ser. No, 
Ser. No 


596,763. filed 
No. 1,007,027, 
.S96.761. filed 
No. 1.015.264. 
605,626. filed 
No. 1,017,255. 
, 605,624. filed 
No. 1.019,034. 
. 605,623, filed 
. 605,625, filed 


Dec. 12. 1910. which resulted in pat- 
of Oct. 24, 1911, 

Dec. 12. 1910, which resulted in pat- 
of Jan. 16. 1912, 

Jan. 30. 1911. which resulted in p^t- 
of Feb. 13, 1912, 

Jan. 30, 1911. which resulted m pat- 
, of Mar. 5, 1912, 

Tan. 30. 1911, and 
Tan. 30, 1911; 


Petition to Intervene. 
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thit thereupon your petitioner brought suit against the said 
wniiam D Forsyth in the United States Circuit (now District) 
?i7or tJrNorthern District of Ohio, Eastern Divi^on; 
Tha" a restraining order was issued by that court on November 
• o 1911 restraining the said Forsyth specifically on all 
then known to your petitioner ; that thereafter a potion made 
for preliminary injunction came on for arguinent, Judge 

Dav presiding rendered his opinion on the 30th day of March 
1912 a certified copy of which is hereto attached; and that at 

into bv counsel for the parties, agreeing to hold the title to an 
inventions in statu quo, a copy of which stipulation i 

attached.^eafter the complainant proceeded regularly with its 

nroofs the defendant, after many delays, proceeded with his 

proofs! and on the cross examination of P^ru^^ 

of defendant the said William D. Forsyth, with the yorru 

gated Bar Company were adduced in evidence, fully ^ 

above named patent applications; and that ® ^^ jo 

defense refused to produce such documents or permit access to 
fhl sam^until a move was made to bring the matter to the 
ittention of the court when the defendant gave authority to the 
auorney for your petitioner to inspect the files of the said For¬ 
syth inspection of the said Forsyth files ?howed 

Ibat an interference had been declared between the said For¬ 
syth application Ser. No. 605.625, and the said Clark aPP'‘«‘l°« 
S’er. No. 433,958. the issues of which appear in counts 1 and 2, 

in the following language; 

Count 1. An expanded metal made^form a single 
sheet having substantially parallel sections of entire 
metal connected at intervals by reticulated metal 
tions which are disconnected from each other between 
the entire metal sections. 


Count 2. An expanded metal made from a single 
sheet having substantially parallel sections of entire 
metal connected at intervals by reticulated metal sec¬ 
tions which are disconnected from each other between 
the entire metal sections; said reticulated metal consi^- 
ing of meshes, the individual meshes being joined to¬ 
gether in direction of expansion of said metal and discon¬ 
nected in direction at right angles to the expansion of 

said metal. 


VI Your petitioner further shows that in the prosecu- 
tion of a patent application of Julius Kahn resulting in patent 
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No. 987.374, dated March 21, 1911, the said Forsyth made an 
affidavit on July 20th, 1910, pointing out the distinctions and 
the expansion secured by that structure which was not possible 
in the structure of patent No. 690,609, of Jan. /, 1902, to Rapp, 
and it is noticed that the said Forsyth claimed that he con¬ 
ceived the invention recited in the preliminary statement in this 
interference, on that date, viz., July 20th, 1910. 

VII. Your petitioner shows that in the interference be- 
tsveen the said William D. Forsyth and Dwight G. Clark, the 
date of alleged reduction to practice of Forsyth was not so early 
as the date of filing of the application of the said Clark and that 
the matter was decided on the record against the said Forsyth. 

VIII. Your petitioner further shows that the said For¬ 
syth took no appeal, made no motion to dissolve and took no 
ether steps to contest or review the said decision. 

IX. Your petitioner further shows that extensions of 
time were had for taking appeal, and that pending the same the 
Corrugated Bar Company, or some one in their behalf, as ap¬ 
pears in the pleadings in a case of your petitioner against the 
Corrugated Bar Company pending in the United States District 
Court for the Western District of New York, at Buffalo, ac¬ 
quired control of the application of the said Clark, so that the 
same parties in interest controlled both sides and both devices 
of said interference. 

X. Your petitioner shows that on gaining access to the 
said files, it was immediately satisfied that, according to the 
decision of Judge Day. the structures in interference were the 
same as the structures of Forsyth’s earlier patents, No. 855,240 
and 862.897, and your petitioner, through its attorney, urged 
the matter on the primary examiner in charge of such applica¬ 
tions, who stated at an oral interview that he did not agree with 
fudge Day and declined to take the view that the inventions are 

the same. 

XI. Your petitioner therefore requests, 

First, that it mav be allowed to intervene, in view of the 
fact that it has an equitable title to the Forsyth patent appli¬ 
cation in interference. 

Second, that the interference proceedings be suspended 
until the rights of your petitioner can be tried out in the case 
now pending in the'United States District Court for the North¬ 
ern District of Ohio, Eastern Division. 

Third, that the decision awarding priority to Clark be set 

aside and that the matter be reopened. 

(a) to permit your petitioner to make a motion to dis¬ 
solve the interference on the ground that there is no invention 
recited or pointed out in the issues thereof, and that, in view of 
the said Forsyth’s earlier patents and in view of the state of the 
art generally, there is no invention involved, particularly in the 
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application of the said Dwight G. Clark, and for such other rea¬ 
sons as your petitioner may be advised are good and valid; and 
(b) to contest the interference in a proper manner on a 
full showing of facts, showing the error as to the date of con¬ 
ception of the invention by the said Forsyth, the said Forsyth 
not being interested to show the full facts. 

Fourth, that, as the craims one or more of them of the said 
earlier Forsyth patents are readable upon the structure of 
Clark, an interference be declared between the said claims of 
the said Forsyth patents and the application of the said Dwight 
G. Clark, as the circumstances fully warrant, so that the title to 
the said invention as between this petitioner and the said 
Dwight G. Clark can be tried out in an orderly way in an inter¬ 
ference proceeding and not upon a concession of priority by the 
said Forsyth, whose interests have become adverse to those of 
your petitioner. 

Signed at Detroit, Michigan, this 14th day of December, 

1912 

TRUSSED CONCRETE STEEL CO. 

By Julius Kahn, 

President. 


Exhibit, Forsyth Option Agreement August 6, 1908. 

Aug. 6, 1908. 

Trussed Concrete Steel Co., 

Detroit, Mich. 

Gentlemen:— 

For a valuable consideration received by me, receipt 
whereof is hereby duly acknowledged, and the payment of 
which has been made as follows, to-wit: Three hundred 
($300.00) Dollars in cash, and the assignment to me of the en¬ 
tire right, title and interest in and to patent No. 862,898, dated 
Aug. 13, 1907, (which said patent was issued to the Trussed 
Concrete Steel Company as the assignee of W. D. Forsyth), 
including a release from all claim to any future invention relat¬ 
ing to or subsidiary to the invention set forth in the said patent 
No. 862,898, I herewith give you the option to purchase within 
the next six months from date hereof all my right, title and in¬ 
terest in the patents, machinery and dies for manufacturing ex¬ 
panded metal lath (of the types known as Rib-Lath and 
“Hy-Rib Sheathing”) together with all improvements thereon 
both present and future, and all royalties thereon, both accrued 
and those which would accrue to me under the terms of my 
royalty agreement with you dated January 12, 1907, for the 
sum of Four thousand seven hundred ($4700.00) Dollars, less 
amounts hereinafter specified, payable as follows: 

Two thousand two hundred ($2200.00) Dollars in notes of 
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the Trussed Concrete Steel Company payable on or before six 
months from date of acceptance of this option, less any amounts 
due the Trussed Concrete Steel Company from me on account 
of moneys heretofore advanced to me to apply on said royalties 
or on any other account, and Two thousand five hundred 
($2500.00) Dollars in the preferred stock of the Trussed Con¬ 
crete Steel Company. 

Yours very truly, 

(Signed) W. D. FORSYTH. 


Exhibit, Acceptance of Forsyth Option, of November 14, 1908. 

Nov. 14, 1908. 

Mr. W. D. Forsyth, 

Pittsburg, Pa. 

Dear Sir:— 

Confirming our conversation of today, we herewith accept 
the option granted to us by yourself dated August 6/08, and 
purchase all of your rights, titles and interests in patents therein 
referred to. The terms of payment of this option of August 6th 
being now changed as below. 

We will pay you, instead of the item of notes and preferred 
stock, as mentioned in this option, $1200.00 in cash, $450.00 in 
note maturing six months from date, and $2500.00 in preferred 
stock of this company. We are to credit your account with 
^50.00 to balance the account now owing this company from 

you. ^ . 

For the time being we are to appoint you as our agent for 

the Pittsburg district on the basis of our regular agency con¬ 
tract. copy of contract attached hereto. 

You are to release us from all contracts as to employment 
and royalty now existing between us and all obligations to you 
now become null and void, especially those of letters of June 
16/06, July 16/06, Jan’y 12/07, June 13/07, June 19/07, Oct. 

6/07, June 21/08 and Aug. 6/08. 

Yours very truly, 

TRUSSED CONCRETE STEEL CO. 
(Signed) Julius Kahn, 

JK-MKK President. 

Accepted: 

Salary to continue until Dec. 1, 1908. 

(Signed) W. D. Forsyth. 



Opinion of Judge Day, Mar; 30, 1912. 17 

Exhibit, Memorandum Opinion Judge Day, Mar. 30, 1912. 

IN THE UNITED STATES DISTRICT COURT, 
NORTHERN DISTRICT OF OHIO, 

EASTERN DIVISION. 


No. 8244, 
In Equity. 


MEMORANDUM OPINION. 

Day, J. 

This is a suit brought by the complainant against the de¬ 
fendant, William D. Forsyth, a former employe of the corn- 
plainant, and seeks to obtain specific performance of a certain 
contract and to restrain infringement. 

It is contended by the complainant that Forsyth assigned 
to it certain patents and agreed to assign any inventions relat¬ 
ing to these patents. This contract is denied by the defendant, 
for while he admits the assignments of the patents in the mat¬ 
ters in suit, he denies the assignment of future improvements. 

The patents particularly assigned and that are sued upon 
are No. 855,240 of May 28, 1907, and No. 862,897, of August 3, 
1907. These patents relate to expanded metal. 

In connection with the affidavit of the president of the 
complainant company are submitted certain letters and docu¬ 
ments which passed between Forsyth and the complainant com¬ 
pany. 

It appears that on July 16, 1906, Forsyth was employed by 
the complainant company as manager of the expanded metal 
department, and that on January 12, 1907, he entered into* a 
contract with the complainant assigning to it certain patents 
which he might be able to devise while in its employ, and that 
on January 30, 1907, he assigned the letters patent in question 
to the complainant. 

Now, it appears that on August 6, 1908, Forsyth wrote a 
letter to the complainant, which contained the following lan¬ 
guage : 

‘T herewith give you the option to purchase within 
the next six months from date hereof all my right, title 
and interest in the patents, machinery and dies for mak¬ 
ing expanded metal lath (of the type known as “Rib- 
Lath” and “Hy-Rib” Sheathing) together with all im- 


Trussed Concrete Steel Company, 

Complainant, 

vs. 

William D. Forsyth, 

Defendant. 
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provements thereon both present and future, and all roy¬ 
alties thereon both accrued and those which would ac¬ 
crue to me under the terms of my royalty agreanent 
with you dated Jan. 12, 1907. for the sum of Four Thou- 
sand seven hundred dollars, etc. 


This option contained in this letter transferred to Forsyth 
rights in his patent No. 862.898, of .\ugust 13, 190/. It also 
containeil this clause: “including a release from all claims to 
any future invention relating to or subsidiary to the invention 

set forth in the said patent No. 862,898.” 

On November 14. 1908. the complainant company wrote a 

letter to Forsvth, accepting the terms of his letter of August 6. 
1908. in the following language: “We herewith a«ept the op¬ 
tion granted to us by yourself dated August 6th. 1908 and the 
purchase of all your rights, titles and interest in patents therein 

referred to. 

This letter, however, modified the term of payment ex- 
pressed in the option letter of August 6, 1908 and the letter was 
endorsed on the bottom of the same m ‘his manner 
cepted. salary to continue until December 1. 1908, \\ . D. F 

The affidavits of the defendant indicate that some different 
proposition and understanding wxre had between hjmself and 
the president of the company. These claims are - 

the complainant, but as an evidence of what the parties did o 
what they intended the contracts themselves to rne appear to 
be clear, and the construction which I place upon these various 
documents rendered Forsyth under obligation to transfer to the 
complainant all inventions which he developed along the line of 

the patents hereinbefore referred to. . j i on? 

Now the later patent of the defendant is numbered 1^007,- 
077 dated October 24, 1911, and this is a structure which the 
defendant is admittedly now making which he is assocta ed 
with others in manufacturing, and it is his contention that t 
matters specified in this patent do not come within the terms 

of his former patent No. 85.S.240. 

From an examination of these two patents it appears, to 

me that the central portion of Figure 1 of the patent No. S.-ia,- 
740 shows parts which can be compared to the parts shown m 
Fi-'ure I of patent 1.007.027. and when these parts are expanded 
as%hown in Figure .“i of the first patent, we have the same 
result duplicated under the claim of the latter patent. The 
device mentioned in the first patent enaWes the operator o 
expand the metal without undue strain. This forms a rough, 
irregular surface for receiving mortar and other plasty sub¬ 
stance. and I presume is of great benefit and utility. This is 
done bv a peculiar system of slitting and by following the slit- 
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ting prescribed in the earlier patent a half diamond niesh is 
formed. By following the slitting prescribed in Figure 1 of the 
later patent a full diamond is formed, but the full diamond 
formed under the specifications of the second patent is a dupli¬ 
cation of operations contained in the specifications and units of 
patent No. 855,240. In other words, place together two of the 
small half diamond elements of patent No. 855,240 and we have 
the full diamond which is produced under the specifications of 
patent No. 1,007,027. It does not take an expert engineer or 
mechanic to discover this similarity, so that the structure now 
produced by Forsyth is, to my mind an infringement of the 
structure covered by the patent assigned to the complainant, as 
this structure was covered by the dealings between the parties 

which I have earlier referred to. 

Taking the view of these transactions which I do, the de¬ 
fendant Forsyth having assigned his interests and future im¬ 
provements to the complainant is estopped at this time to assert 
the claims which he now relies upon in this suit. 

Time Telegraph Co. v. Himmer et al., 19 Fed Rep. 322; 
Miller v. Carroll, 141 Fed. Rep. 992; Siemans v. Duncan, 142 
Fed. Rep. 157; Johnson v. Western Furnace Co., 178 Fed. 
Rep. 819. 

An interlocutory injunction may accordingly issue. 

DAY, 

Judge. 

Cleveland, Ohio, 

March 30, 1912. 


Exhibit, Stipulation. 

IN THE DISTRICT COURT OF THE UNITED STATES, 
NORTHERN DISTRICT OF OHIO, 
EASTERN DIVISION. 


Trussed Concrete Steel Company, j 

Complainant, f 
vs. [ 

William D. Forsyth, ) 

Defendant. 


No. 8244, 
In Equity. 


.. STIPULATION. 

Now, April 17th, 1912, pursuant to oral stipulation made 
in open court by counsel for complainant and defendant in the 
above entitled cause, it is agreed and stipulated by said coun¬ 
sel that the title of William D. Forsyth, the defendant above 
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named to the following Letters Patent issued to him numbered 
and dated as follows, to-wit: No. 1,015,264, dated January 6^, 
19P* No 1,017,255, dated February 13th, 1912, and No. 1,019,- 
034? dated March 5th, 1912, is, as to interest and otherwise the 
same as it was at and before the bringing of this suit and the 
filing of the bill of complaint therein; that said Forsyth has 
made a contract with the Corrugated Bar Company, a Missouri 
corporation of St. Louis, with relation to said patents and has 
transferred an undivided half interest therein, all prior to the 
filino’ of the bill of complaint in this case, and that without pre- j 
iudice to the rights thus granted therein said defendant until 
the entry of the final decree in this case will maintain his title 
to said patents in the same condition as above recited unless 
permitted on notice to the complainant by order of court to 

modify the same. ^ CHAPPELL. 

Attorney for Complainant. 

A. M. NEEPER, 

Attorney for Defendant. 


Exhibit. Affidavit of William D. Forsyth. 

UNITED STATES PATENT OFFICE. 
WASHINGTON. D. C. 


PETITION TO THE COMMISSIONER OF PATENTS. 

Bv the Trussed Concrete Steel Company, to Intervene m 
Interference No. .^4.061 between the Applications of \V il- 
liam D. Forsyth. Ser. No. 60.S.62.S. and Dwight G. Clark. 

Ser. No. 433.958. 


•\ffidavit of William D. Forsvth to be used at Hearing on 
Wednesday. January 29th. 1913. before the Commissioner 
of Patents in the above matter. 


STATE OF PENNSYLVANIA, 
COUNTY OF ALLEGHENY, 


A 


Vss. 


William D. For.syth being duly sworn according to law. 

deposes and says: , , 

I am the William D. Forsyth mentioned in the petition in 

this matter. I deny that the Trussed Concrete Steel Company 
acquired any interest in any inventions of mine, except those 
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shown and described in United States Letters Patent issued to 
me and assigned to said Trussed Concrete Steel Company Nos. 
855,240, dated May 28th, 1907, and 862,897, dated August 13th, 

1907, and this notwithstanding the contracts, option^ ‘"/w ' 
tion of the District Court of the United States for the Norther" 
District of Ohio, Eastern Division, of the 17th of April, 1912, 
and the opinion of Judge Day of March 3(Hh, 1912; said injunc¬ 
tion and opinion were granted by Judge Day on ex an 

reply affidavits, without the testimony of the parties to said suit 
in which the Trussed Concrete Steel Company, the petitioner 
herein, is plaintiff, and I am the defendant; said suit is stil 
pending and testimony and exhibits and argument and final 
hearing not having, up to this time, been presented or had. 

Whether or not the Trussed Concrete Steel Company, as 
stated in the petition in this matter, 


“Acquired all of the right, title and interest of said 
William D, Forsyth to all inventions and patents relat¬ 
ing to expanded 'metal lath and the machinery and dies 
for the manufacture of the same,’' 


is disputed and contested at every point by me m the progress 

of that case. ^ 

The Trussed Concrete Steel Company were relying upon 

the options and contracts, etc., attached to this petition, benig 
in writing in its case in chief, and offered said documents with¬ 
out anv oral testimony to supoprt them, assuming that the 
written contracts constituted the entire contract between he 
parties and that no oral testimony was necessary. 

Notwithstanding this. I was present in the City of Detroit, 

Michigan, on the.day of December, 1912, when Julius 

Kahn, the President of the Trussed Concrete Steel Company, 
plaintiff herein, was on the stand giving testimony in r^uttal 
in the case of the Trussed Concrete Steel Company vs. Corru¬ 
gated Bar Company, pending in the District Court of the 
United States for the Western District of New York, and heard 
Tulius Kahn testify as follovys on cross examination by James 
'a. Carr, Esq., soli'citor for the said Corrugated Bar Company, 
to-wit: 


“XQ. 133. In your answer to question 29 referring 
to your purchase of the Korsyth Patents Nos. 855,240 
and 862,897, you say, ‘It was understood at the time of 
the purchase, that in due time, when foreign patents 
were issued, Forsyth would assign them to the Trussed 
Concrete Steel Company.’ ” “A. It was both oral and 

in writing.” 
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Under these circumstances and in the case of the Trussed 
Concrete Steel Company pending in the District Court of the 
United States for the Northern District of Ohio, I testified in 
substance, that on November 14th, 1908, that the option of 
August 6th, 1908, was never accepted but that a new contract 
was made covering different subject matters and that at the 
time it was agreed between the Trussed Concrete Steel Com¬ 
pany, through its president, Julius Kahn, and myself, that said 
Trussed Concrete Steel Company acquired none of my inven¬ 
tions, except those described and claimed in the two United 
States Letters Patent Nos. 855,240 and 862,897, and that I was 
free to make improvements thereon and any improvements so 
made would be my exclusive property. 

I now affirm that the contract was as just stated, that the 
Trussed Concrete Steel Company never acquired anything from 
me, except the inventions described in United States Patents 
Nos. 855,240 and 862,897, and except any inventions that might 
be embodied in tools, machines and devices then under experi¬ 
mentation and in progress of manufacture in the shops of the 
Trussed Concrete Steel Company at Youngstown, Ohio; and 
now aver and affirm that all the inventions in expanded metal 
machinery, dies, etc., etc., for the manufacture of the same, 
invented by me since November 14, 1908, were my exclusive 
property and that said Trussed Concrete Steel Company, the 
petitioner herein, has no claim or interest therein, either legal 
or equitable, and especially in the invention described and 
claimed in my application for patent in the Patent Office of the 
United States, filed January 30, 1911, Serial No. 605,625. 

In my preliminary statement in the interference. No. 
34,061, declared in the Patent Office November 28th, 1911, the 
two dates, “21st day of July, 1911," relating to making draw¬ 
ings and models of the invention, and “August 1st, 1911,” the 
date on which I first explained the invention to others, are in 
error, they .should be respectively “July 21st, 1910,“ and 
“August 1st, 1910.“ 

I further aver and ffirm tht I conceived the invention 
described and claimed in my pending application in the Patent 
Office No. 605,625, filed January 30, 1911, on or about the 20th 
day of July, 1910, and disclosed it orally in August of that year, 
and when I ascertained from the preliminary statement of 
Dwight G. Clrk, filed in the Interference No. 34,061, I knew 
that he had made the invention described in his application, 
Serial No. 433,958, more than two years before I had ever 
thought of it and that therefore I could not successfully pro¬ 
ceed with the interference proceedings and obtain judgment 
therein in my favor. For this reason, and this reason alone, 
I did not proceed further in the interference proceedings and 
did not take an appeal when notified that judgment would be 
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rendered aerainst me on the record. ^ ^ t .u 

When the facts appeared that Mr. Clark has invented the 

device shown in this application. Serial No. 433,95^ 
two years before I thought of it, I notified the officers of the 
Corrugated Bar Company, with whom I had a contract, an 
who upon the faith of my applications for patents had at and 
before the filing of the preliminary statements m said interfer¬ 
ence proceedings expended many thousand of dollars m experi¬ 
menting to produce my inventions of the Clark interference, 
and they upon learning the scope of the declaration m the inter¬ 
ference* immediately took steps to protect their expenditures 
made in such experiments and employed A. M. Ne^P^y 
counsel, and through him, as I am informed and Relieve, had 
him take title to Dwight G. Clark’s appbcatmn, Serial No. 433,- 
958, filed in the Patent Office, May 20th, 1908, said Corrugated 
Bar Company did not acquire any claim, title, interest or de¬ 
mand, in and to, or relating to said application through me. 
Further deponent saith not. 

Sworn to and subscribed before me this 
.day of January, A. D. 1913. 


Notary Public. 


Exhibit, Affidavit of Alexander M. Neeper. 

UNITED STATES PATENT OFFICE, 
WASHINGTON, D. C. 


PETITION TO THE COMMISSIONER OF PATENTS, 
By the Trussed Concrete Steel Company, to Intervene in 
in Interference No. 34,061, between the Applications of 
William D. Forsyth, Ser. No. 605,625, and Dwight G. 
Clark, Ser. No. 433,958. 


affidavit of ALEXANDER M. NEEPER, to be used 
at Hearing on Wednesday, January 29th, 1913, before the 
Commissioner of Patents m the above matter. 


STATE OF PENNSYLVANIA, ] 

Vss. 

COUNTY OF ALLEGHENY, ) 

ALEXANDER M. NEEPER, being duly sworn according 

^ to law, deposes and says : _ . , • 

I was the solicitor for William D. Forsyth mentioned in the 

petition in this matter in his application for letters patent for 
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Improvements in Expanded Metal. Serial Ntimber 605,625, filed 
lanuarv 30, 1911, and was also his legal representative in the 
suit of the Trussed Concrete Steel Company against said hor- 
svth now pending in the United States District Court for the 
Northern District of Ohio, Eastern Division, wherein the 
Trussed Concrete Steel Company, the petitioner m this case, is 

the plaintiff. , . 

I never knew Dwight G. Clark nor his patent solicitor, 

Robert S. Allyn, Esq., of New York, prior to meeting them on 
Tnninrv ^7 19P Mv first communication about Mr. Clark 
Soshig'oi his application Ser. No. 433. 958 filed May 20 1908 
was received from Mr. Allyn on January 13, 1912, and it read 
as follows, being addressed to me at Pittsburg, Pa.: 

“Re Clark vs. Forsyth Interference No. 34,061. 

“1 have received notice that judgment is to be ren¬ 
dered on record against Forsyth and it has occurred to 
me that your clients would be interested in purchasing 
the Clark application. If so, kindly let me know at once. 

Yours very truly, 

R. S. ALLYN.” 

After corresponding with him, I met Mr. Allyn on January 
V 1912, and the contracts and options attached to the petition 
Tn this*case were formulated and signed and subsequently the 
legal title to the entire interest in that application was vested irs 

I knew of the contractual relations between Mr Forsyth 
and the Corrugated Bar Company and knew that the ^o^ru- 
eated Bar Company had expended some thousands of dollars 
during the spring and summer of 1911 ni undertaking ‘o 
a machine to manufacture expanded metal invented by Mr. For¬ 
syth, and upon negotiations initiated by Mr. Allyn on behalf o 
Mr Clark for the sale of Mr. Clark’s application above noted, 
i notified the Corrugated Bar Company of the opportunity to 
purchase an application which might consummate m a patent 
which would cover the invention of Mr. Forsyth shown in his 

application Ser. No. 605,625. , 

I was instructed bv the Corrugated Bar Company p 
chase the application in its behalf and for its protection and as 
its legal representative, purchased said applicatmn with funds 
derived exclusivelv from the Corrugated Bar Conipany: this 
with the full knowledge and consent of Mr. Forsyth, who had 
not the funds nor the means nor the credit to purchase the 

application in his own behalf. . 1 .t. • 

It was apparent that Mr. Clark had conceived the inven¬ 
tion described and claimed by Mr. Forsyth m his application 
Ser. No. 605,625. over two years before Mr. Forsyth ever 
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thought of it. w . £c 

In July and August of 1910, Mr. Forsyth came to my office 

almost daily and I remember distinctly his describing the inven¬ 
tion described in Applicaton Ser. No. 605,625, about the last of 
July, and his producing manila paper models of the same about 
the first of August of that year. At that time he told me on the 
day he conceived the invention of his having made it and de¬ 
scribed it to me in words and said he would make a model of it, 
which he made some days later at my office in Pittsburgh. 
From what he said and did at the time I am convinced that he 
never thought of the invention before that time. 

Under these circumstances and for these reasons alone, 
being utterly without hope to overcome the prior date of inven¬ 
tion of Mr. Clark the interference proceedings at No. 34,061 
were not further proceeded with. The request for a postpone¬ 
ment on my part in that matter was for the purpose of drawing 
out some proposition from Mr. Clark which would enable some¬ 
thing to be done in Mr. Forsyth’s behalf to get some rights 
under the Clark application but when the proposition to sell 
the same took its inception from Mr. Clark s counsel and a 
price was named which was beyond the means of Mr. Forsyth 
to pay, then for the first time Mr. Forsyth consented that the 
Corrugated Bar Company be notified so that they could pro¬ 
tect the expenditures that they had made under their 
contract with him. Such notification being given I ac¬ 
quired the interest in the application as above noted. 

Sworn to and subscribed before me 
this 27th day of January, 1913. 

Notary Public. 

My commission expires Jan. 16, 1915. 

Exhibit, Assignment of Chas. R. Clark. 
ASSIGNMENT. 

WHEREAS, I, CHARLES R. CLARK, of Plainville, Con¬ 
necticut, am the owner of all right, title and interest in and to 
Improvements in Expanded Metal as fully set forth and de¬ 
scribed in an application of DWIGHT G. CLARK No. 433,958, 
filed May 20th, 1908, and in and to Letters Patent to be issued 
thereon "having acquired the same from said DWIGHT G. 
CLARK by assignment January 12th, 1912. 

AND WHEREAS, said DWIGHT G. CLARK is desirous 
of acquiring all right, title and interest in and to said invention 
and Letters Patent as secured to me by said assignment. 

NOW THEREFORE TO ALL WHOM IT MAY CON- 
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CFRN BE IT KNOWN that for and in consideration of the 
suni of one dollar and other good and valuable considerations 
to me in hand paid, receipt of which is hereby acknowledged, 1 
the said CHARLES R. CLARK have assigned, sold and set 
over and do hereby assign, sell and set over unto the said 
DWIGHT G. CLARK, his heirs and assigns all the right, title 
and interest in and to said invention as fully set forth and de¬ 
scribed in said application and in and to Letters Patent about 

to be issued thereon. CH.ARLES R. CLARK. 

Signed, sealed and delivered this 30th 
day of January, A. D. 1912. 

State of New York, 

City and County of New York, 

On this 30th dav of Tanuary, 1912, before me personally 
came and appeared CHARLES R. CLARTf. to me known and 
known to me to be the individual described in and who execute 
the foregoing instrument and he duly acknowledged to me that 

he executed the same. a at r'liroi? 

"1 ELISHA W. McGUIRE, 

^ ^ Commissioner of Deeds, 

City of New York. 


>ss. 


Exhibit, Assignment of Dwight G. Clark. 
ASSIGNMENT. 

WHEREAS. I. DWICH'l' G. CLARK of Plainville, Con¬ 
necticut am the inventor and owner of certain improvements 
in Expanded Metal as fullv set forth and ‘'escril^d in my appli¬ 
cation^ Serial No. 433,958. filed May 20th. 1908. for United 

States Letters Patent; i- .• i 

\ND WHEREAS. 1 am the owner of said applicaticm ami 

whereas ALEXANDER M. NEEPER of Pittsburgh, Pa., is 

desirous of acquiring the entire right, title and interest in an 

to said application, said invention and such Letters Patent <. 

No'w THER^EFORE TO ALT. WHOM IT M.\Y CON¬ 
CERN BE TT KNOW'N that for and in consideration ot tne 
sum of one dollar and in consideration of an agreeemnt beann 
even date herewith between the parties hereto and forming 
part thereof. I the said DWIGHT G. 

Lned. transferred and set over and do hereby sell assi n. 
transfer and set over unto the said ' 

keeper, his heirs and assigns, the entire right, title and m 


S3 



Asst. Commissioner’s Decision, Mar. 1, 1912. 


27 


terest in and to said invention and said application. 

And I hereby authorize and request the Commissioner of 
Patents to issue any Letters Patent that may be issued pur¬ 
suant to said application to said ALEXANDER M. NEEPER 
and his leeral representatives in accordance herewith. 

DWIGHT G. CLARK. 

Signed, sealed and delivered at New York, N. Y., 
this 9th day of February, A. D. 1912. 


State of New York, 
County of New York, 


>ss. 


On this 9th day of February. 1912, before me personally 
came and appeared DW^IGHT G. CLARK, to me known and 
known to me to be the individual described in and who exe¬ 
cuted the foregoing instrument, and he duly acknowledged to 
me that he executed the same. 

(SEAL) RICHARD W. HORNER, 

Notary Public, New York Co., N. Y. 


Exhibit, Decision of Assistant Commissioner, Mar. 1, 1913. 
January 29, 1913. 

In the United States Patent Office. 


In the Matter of the Petition of the Trussed Concrete 
Steel Company to Intervene in Interference No. 34,061, be¬ 
tween the Applications of W'illiam D. Forsyth, Serial No. 605,- 
625, and Dwight G. Clark, Serial No. 433,958. 

Messrs. Chappell & Earl for Trussed Concrete Steel Company. 
Mr. Alexander M. Neeper for Forsyth and Clark. 


This is a petition by the Trussed Concrete Steel Company 
that it may be permitted to intervene in Interference No. 
34,061, involving the applications of William D. Forsyth and 
Dwight G. Clark. 

The petition more specifically requests, first, that petitioner 
be allowed to intervene in view of the fact that it has an equit¬ 
able title to the Forsyth application; second, that proceedings 
in the interference be suspended pending the determination of 
a suit in the United States Court for the Northern District of 
Ohio: third, that the decision awarding prority to Clark be set 
aside and the matter reopened in order that a motion to dis¬ 
solve on the ground of non-patentability may be filed, and in 
order to contest the interference upon a proper showing of 
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facts as to the date of conception of the invention by Forsyth, 
and, fourth, that an interference be declared between tlie app i- 
cation of Clark and two specified patents of Forsyth which are 

owned bv petitioner. *11 *.u^ 

The interference above referred to was decided on the 

record in favor of Clark, it appearing that Forsyth s prelim- 
inarv statement did not overcome the pnma facte case made out 
l)v the filing of Clark’s application and no response to the order 
to show cause having been made on behalf of Forsyth. 1 he 
decision of the examiner of interferences awarding priority to 
Clark was rendered March 11. 1912. the time of appeal being 
set to expire April 1. 1912. No appeal was taken from that 

‘’^‘"'irappears from the petition that Forsyth was at one time 
employed hv the Trussed Concrete Steel Company, that dun g 
the^vear l908. certain contracts were made between Forsyth 
and this companv wherein- the latter acquired the title to two 
Forsvth patents-No. 8.S.T240 ami No. 862.897. It further ap¬ 
pears that in the latter part of 1911. suit was brought by t 
petitioner against Forsvth and that a preliminary in)imctiou 
was granted, restrainin.g Forsyth fn,m infringing these patents 
and also from transferring or engaging to transfer any '"‘erest 
that he might have in patent No. 1 007.02/. According to the 
petition it was learned hv the petitioner in the latter part o 
1011 that Forsvth had filed certain applications. 
the one involved in the interference above referred to, and 
further stated that during the taking of testimony after the 
issuance of the preliminary 'njnnction above referrec o i w 
first learned that one of the-se applications had been intohed 

the interference with Clark. j • • Tnrlcrp Dav 

It is further contended that the decision ^ J ^ ^ 

shows that petitioner has an equitable title to the Forsy 
plication involved in the interference, this contention being 
based on the statement in the decision with reference o pa 

Vt?oeJ?ot appear that any attempt was made to f t access 
to Forsvth’s application involved in the interference at the tme 
the original suit was brought, either by petition to 
letting up the facts or hv a petition accompanied by a certificate 
from fhe'^court that such application would be material to the 
question involved, nor does it appear that after the discovery 
that this particular Forsyth application had been m 

interference with Clark any order was sought from the court 
restraining Forsvth from taking action on said applicfion. nf 
dot U appear that any such action was taken with rfe'-eice to 
the Clark application which is alleged to be controlled by the 
Corrugated Bar Company, against which, it appears, the peti 

tioner brought suit. 




Petition for Rehearing. 


29 


It is not believed that petitioner has established such an 
equitable title to the Forsyth application as would justify per- 
niitting him to intervene in the prosecution of that application, 
and certainly that no such showing has been made as would 
iustify the reopening of the Forsyth-Clark interference which 
was finally decided last April. As indicated above, ® 

remedy would seem to be by a proper proceeding in the court 
where jurisdiction can be had of all the parties and the facts 
property brought out. So far as the question of dmectmg the 
examiner to institute an interference between the Cl^*t ®PP’^'‘ 
cation and one or more of the Forsyth patents controlled by the 
petitioner is concerned, it .is well settled that the examiner will 
not be required to declare interferences where he is of the opin- 

ion that no interferences exist. .. r ..u 

The matter has already been called to the attention of the 
examiner, but it will be further called to his attention with 
directions to take such action in this respect as appears to him 

proper. 

The petition is denied. ^ ^ TENNANT, 

Assistant Commissioner. 

Mar. 1, 1913. 


Exhibit, Petition for Re-Hearing. 

IN THE UNITED STATES PATENT OFFICE. 

WASHINGTON, D. C. 

PETITION TO THE COMMISSIONER OF PATENTS, 

By the Trussed Concrete Steel Company, to Intervene in 
Interference No. 34,061, between the ap^ications of Wil¬ 
liam D. Forsyth, Ser. No. 605,625, and Dwight G. Clark, 

Ser. 433,958. 

Petition for Re-Hearing. 

Now comes the above named petitioner and respectfully 
shows that there is misapprehension as to the facts indicated 
hi the opinion of the Honorable Assistant Commissioner herein, 
in that delays are charged to the petitioner in its efforts to inter¬ 
vene No such delays are chargeable, and therefore request for 
rehearing is hereby made in view of such misapprehenison. 
This request is based on the affidavit of Fred L. Chappell 

hereto attached.^^^^^^ CONCRETE STEEL Cp, 

Petitioner. 

By CHAPPELL & EARL, 

Attorneys. 


March 5th, 1913. 
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Exhibit, Petition for Rehearing, affidavit of Fred L. Chappell. 

UNITED ST.ATES PATENT OFFICE, 
W.ASHINGTON^ D. C. 

PETITION TO THE COMMISSIONER OF P.A.TENTS, 
By the Trussed Concrete Steel Company, to Intervene in 
Interference No. 34.061. between the applications of Wil¬ 
liam D. Forsyth. Ser. No. 605.62.S. and Dwight G. Clark, 
Ser. No. 433,958. 


AFFIDAVIT. 


State of Michigan. 

J-ss. 

County of Kalamazoo, 

Fred L. Chappell, being duly sworn, deposes and says that 
he is of mature age. an attorney at law residing at Kalamazoo 
Michigan, and attorney for the above named petitioner, anc 
Solicitor and of counsel for the said petitioner in its 
against William D. Forsyth in the lilted Statp District Cot rt 
for the Northern District of Ohio. Eastern Division, at Cleve¬ 
land, and against the Corrugated Bar Company, in the United 
States District Court for the Western District of New York, 

^ Deponent further states that in such courts the rights of 
the Trussed Concrete Steel Company to patents as pointed out 
in the petition, viz.. No. 835.240 and No 862.897 are being 
adiudicated. Deponent states that when the suit was filed at 
Cleveland, only patent No. 1.007.027, was known to the com¬ 
plainant and the application thereof, and th^ ®o'nn 
was issued generally, which was not an ex parte affair, but on 
full hearing, as evidenced by the opinion of Judge Day and tl 

documents herein submitted. „ a i 

Deponent states that in the court at Buffalo it was charged 
that the Corrugated Bar Company was operating by the assist¬ 
ance of other engineers than Forsyth, and that at the very 
earliest opportunity counsel questioned the manager of tha 
company, saying,— 

“Q. 43. Who was the engineer or who were the 
engineers that finally worked out the machinery for 

you ?” 


and the response was, 
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“A. Under advice of counsel I decline to answer 
the question.” 

That matter, amongst others, was certified 
and the court, in its finding said, in its memorandum decision, 

“Anolication for issuance of subpoena duces tecum 
eranted^^ Order to include contract and correspondence 
as specified in petition. J. R. H., D. J. 'Witness jon- 
son instructed to answer questions numbers 49, 

and 53.” 

it thus being noticed that question 43 was not included in the 
ruling As soon as the contracts and correspondence were ad¬ 
duced' which was on October 11, 1912, when for the Apt f ^e 
information was given as to the application that was m 'n*®*^*^ 
ence a '^^s prepared and served upon the counsel. A. M 

Neeper, for William D. Forsyth, for an ‘ 

samrin the case pending in the United States District Court at 
Cleveland Ohio. The hearing of this motion was postp^ed 
once or twice for the accommodation of counsel of said For- 
svth and finally, rather than argue the motion, orders permit 
tLg an inspection of the file were filed in the application o 
Iwfliam D Forsyth. Ser. No. 605.625. and this was the earliest 
opponm^^^ the petitioner for ascertaining the facts 

^'’De'S’nlnt further states that as soon as the facts were 
ascertained, an interview was had with the Examiner m charge, 
stating that if he desired a notice would be served on th® °PPO®' 
ing partv to appear also. This pet itioner had access to the fi es 
hei-ein November 18th, 1912. and thereafter obtained first in¬ 
formation of the actual interference '^"nd 

of the interference on the 9th day of December, 1912, and 
promptly filed this petition. Deponent states that there has 
been no delav. as indicated by the Honorable Assistant Corn- 
missioner, and under those circumstances, m view of the pre¬ 
liminary adjudication by Judge Day at Cleveland, the peti- 

tioner’s right appears. 

Further deponent sayeth not.^^^^ ^ CHAPPELL. 

Subscribed and sworn to before me this 

5th day of March. 191.^ pHiNA WOODRUFF. 

Notary Public in and for said County and State. 
My commission expires June 23, 1915. 
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Exhibit, Decision Denying Motion for Rehearing. 
In the United States Patent Office. 


In the Matter of the Petition of the Trussed Concrete 
Steel Company to Intervene In Interference No. 34,061, be¬ 
tween the Applications of William D. Forsyth, Serial No. 605,- 
625, and Dwight G. Clark, Serial No. 433,958. 


Motion for Rehearing. 

Messrs. Chappell & Earl for Trussed Concrete Steel Company. 
Mr. Alexander M. Neeper for Forsyth and Clark. 

This is a motion for rehearing of a petition by the Trussed 
Concrete Steel Company to intervene in interference No. 34,061, 
Forsyth v. Clark. This petition was denied by me on March 
1, 1913. 

In a memorandum accompanying the petition it is alleged 
that the following statement in my decision was made under a 
misapprehension: 

According to the petition, it was learned by the peti¬ 
tioner in the latter part of 1911 that Forsyth had filed 
certain applications, among others, the one involved in 
the interference above referred to. 

The petition includes the following allegation: 

That in the Fall of 1911 your petitioner became in¬ 
formed that the said William D. Forsyth was rendering 
service to the Corrugated Bar Company, a Missouri cor¬ 
poration, in the production of expanded metal lath, pro¬ 
cesses and machinery therefor: that thereafter your peti¬ 
tioner learned that the said William D. Forsyth had 
made applications for United States Letters Patent as 
follows: 

Ser. No. 596,673, filed Dec. 12, 1910, 

which resulted in patent No. 1,007,027, 
of Oct. 24, 1911. 

Ser. No. 596,761, filed Dec. 12, 1910, 

which resulted in patent No. 1,015,264, 
of Jan. 16. 1912. 

Ser. No. 605,626, filed Jan. 30. 1911, 

which resulted in patent No. 1,017,255, 
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of Feb. 13, 1912. 

Ser. No. 605.624, filed Jan. 30, 1911, 

which resulted m patent No. 1,019,03 , 

of Mar. 5, 1912. mu a 

Ser. No. 605,623, filed Jan. 30 , 1911, and 
Ser No 605,625, filed Jan. 30, 1911, ^ 

thatSrenpon your Petitione^rought^-^^J^Sc^ 

(i'DiSct^CourtToVthe Northern District of Ohio 

Eastern Division ; that a restraining order was ^ 

petitioner. 

XT is the one involved in the Forsyth- 

Application No. 605.625 ^^ 

Clark interference, a^it It .Jl^^ namely, prior to 

petitioner 'earned th ^ P ^ application. 

November 20. ' 911 . that ro sy { counsel accom- 

prior ‘ ® rt where jurisdiction can be had of 

proper proceeding m a co 'gdy brought out. So far 

all the partip ‘*1" ^"g'fbeX^ 

and no reason appears therefore for further action. 

The motion for rehearing is den«d. 

Assistant Commissioner. 


Mar. 17, 1913. 
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Request to Withhold Issue Clark Patent. 
Exhibit, Request to withhold issue of Clark patent. 


UNITED STATES PATENT OFFICE, 
Washington, D. C. 


In the Matter of the 
Petition of the 

Trussed Concrete Steel Company 

to Intervene in Interference j 

No. 34,061, between applications 
of William D. Forsyth, Ser. No. 

605,625, and Dwight G. Clark, 

Ser. No. 433,958. 


Commissioner of Patents, 

Washington, D. C. 

Dear Sir:— 

Hereto is attached a copy of the memorandum opinion of 
Judge Day in Trussed Concrete Steel Co. vs. Wm. D. Forsyth. 
Judge Day was asked to rule as to the rights of the Trussed 
Concrete Steel Company in this Forsyth-Clark Interference, 
and it will be noted that the final clause states that the com¬ 
plainant, (meaning the Trussed Concrete Steel Company), is 
entitled to the relief prayed for in this behalf. 

The final decree has not been entered, but will be entered 
at an early date, probably some day next week. The Commis¬ 
sioner is therefore respectfully requested to withhold the issu¬ 
ing of the said Clark patent until this matter can be more fully 
submitted to him. Kindly wire what action is taken in response 
to this request. 

Respectfully submitted. 

TRUSSED CONCRETE STEEL CO., 

Petitioner. 

By- 

Attorneys. 

Kalamazoo, Michigan, 

June 17th, 1913. 
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Exhibit, Memorandum Opinion of June 12, 1913. 

IN THE UNITED STATES DISTRICT COURT, 
northern DISTRICT OF OHIO. 

eastern division. 


TRUSSED CONCRETE STEEL 
COMPANY, 

Complainant, 


VS. 

WILLIAM D. FORSYTH, 

Defendant. 


A 






No. 123. 
Equity. 


MEMORANDUM OPINION. 

suiUrEquity by the complainant, for the specific 

of thi complainant: and it is alleged in the that he assigned 
to the complainant certain patents, and agreed to transfer t 

anv inventions relating thereto. 

^ The defendant denies the contract relations as to future 

inventions, admits that he assigned the patents on the matters 

,o hi. ih- 

are patent^ No. 855,240. of May 28, 1907, and patent No. 862,897 

of 1908, the defendant gave an option to the 

Trussed Concrete Steel Company, in which the defendant stip¬ 
ulated “I herewith give you the option to purchase vvithm the 
next 6 monthsTrom'’date hereof all my right, title and mteres 

in the patent, machinery and dies for t 

hth of the type known as “rih-lath. and hy-nb sheatliin^. 
t'oo-ether with all improvement thereon, both present and fu- 
Uire and all royalties thereon both accrued, and those which 
wmild accrue to me under the terms of my royalty ag^ment 
with vou. dated January 12th, 1907, for the sum of $47,000. 

In this same option agreenient there was transfer^d t 
Forsvth rights in his patent No. 862,898. of August 3, 1W7 n 
which it was specified, “including a release from all claims to 
1 anv future invention relating to or subsidiary to the inventio 

set forth in the said patent No. 862.898. , . 

This option was accepted in a letter dated November 
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1908, in which the Trussed Concrete Steel Company said, “We 
herewith accept the option granted to us by yourself, dated 
August 6, 1908, and the purchase of all your rights, titles, and 
entries in patents therein referred to.” 

This letter modified the terms of payment named in the 
option this modification was accepted by the defendant William 
D. Forsyth, who signed the same at the bottom of the docu¬ 
ment indicating his acceptance. 

It appears to be clear that the parties contracted, and that 
under the terms of the contract Forsyth was under obligations ' 
to transfer to the complainant all future improvements for 
making metal lath of the type referred to in the patent. 

The later patent of the defendant is No. 1,007,027, dated 
October 24th, 1911. It is the structure specified by this pat¬ 
ent that the defendant is assisting the Corrugated Bar Com¬ 
pany to manufacture, and it is contended by the defendant that 
the various improvements specified in this later patent do not 
come within the terms of the former patent No. 855^40. 

From an examination of these two patents and the struc¬ 
tures outlined by them it appears that the central portion of 
figure 1, of the patent No. 855,240, shows parts which can be 
compared to the parts shown in figure 1, of patent No. 1,007,- 
027. When these parts are expanded as shown in figure 5, of 
the first patent the same result is duplicated under the claim 
of the later patent. 

The device mentioned in the first patent enables the oper¬ 
ator to expand the metal without undue strain. This forms a 
rough irregular surface for receiving mortar and other sub¬ 
stance, and is of great benefit and utility. This is done by a 
peculiar system of slitting and by following the slitting pre¬ 
scribed in the earlier patent, a half diamond mesh is formed. 

By following the slitting prescribed in Figure 1, of the later 
patent a full diamond is formed. But the full diamond formed 
under the instructions of the second patent is a duplication of 
operations contained in the specifications of the earlier patent. 

If the two half diamond elements of the earlier patent are 
placed together we have the full diamond element which is pro¬ 
duced under the specification of the later patent, and it certainly 
cannot be said that the later patent is not an improvement of 
the earlier patent. 

The later patent provides for nothing more or less than 
improvements on the earlier patents Nos. 855,240 and 862,897 
assigned by him to the complainant company. 

The defendant is estopped to dispute the validity of the 
patent which he assigned. 

The complainant is entitled to the relief prayed for in the 
bill and the order may specify such terms as will aflford the com¬ 
plainant protection in reference to the transactions entered into 
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hv William Forsyth as to the issuance of the temporary re- 
sfra^^ing orde^ and also in reference to the transactions o 
Fo?syth®in the interference in the patent office wuh one Dwight 

G. Clark. 

Judge. 


Cleveland. Ohio, June 1 2, 1913. 

Exhibit, Decision of the Commissioner of Patents, June 20,1913 


June 20, 1913. 


In the matter of the 
Petition of the 

Trussed Concrete Steel Company 
to intervene in Interference 
No. 34,061, between Appli¬ 
cations of William D. For¬ 
syth, Serial No. 605,625 
and Dwight G. Clark, Serial 
No. 433,958. 

You are hereby informed that the decision of the Com¬ 
missioner on the above petition is as follows: 


It does not appear from the decision of the District 
Court that Clark or his assignee were either a party to 
the suit. No proof of service accompanies the Present 
netition It is not apparent from the decision itself 
what bearing any decree rendered against Forsyth with 
reference to his transactions in the Forsyth-Clark inter¬ 
ference would have upon the question of reopening that 

interkrence^ue^t that the issuing of a patent upon the 
Clark application be withheld 


• • 

/" M A ^ 


June 19, 1913. 


By direction of the Commisisoner: 
Very respectfully, 

W. F. WOOLARD, 

Chief Clerk. 


Trussed Concrete Steel Co., 
c/o Chappell & Earl, 

Chase Block, 

Kalamazoo, Mich. 
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Exhibit, Telegrams. 


Cleveland, O., June 30, 1913. 

To Commissioner of Patents, 

Washington, D. C. 

Clark application Serial No. 433,958, filed May 20th, 1908, 
on which final fee was paid after May 15th, 1913. \ on are 

hereby requested to withhold from issue because I agreed with 
F. L. Chappell of Kalamazoo, Mich., not to have patent issued 
until sixty days after May 2nd, 1913. Date for final argument at 
Cleveland. Ohio, and inadvertently overlooked this daye. The 
above agreement was made as an incident to contest in court 
for any benefit but the with-holding of patent from issue is to 
be without any prejudice to any rights to said application and 
to contest any claim Chappell may make in regard thereto. 
Wire answer Pitts. & Kal. 

A. M. Keeper, 

Acreed to Fred L. Chappell, Atty. For Trussed Concrete 

Steel Co. 


Commisisoner of Patents, 1913, 

Washington, D. C. 

I requested June seventeenth withholding from issue Clark 
patent in interference thirty four nought sixty one. Keeper, 
the owner agreed not to pay final fee on this patent for sixty 
days after May second. I requested delay so decree might be 
entered at Cleveland. Keeper through oversight disregarded 
his agreement. We wired from Cleveland June thirtieth ask¬ 
ing reply. Wire answer. 

Fred L. Chappell. 

Paid. 


Commisisoner of Patents, July 2nd, 1913. 

Washington, D. C. 

Petition Trussed Concrete Steel Company to intervene Clark 
Forsyth interference thirty four nought sixty one. Telegram 
June" thirtieth signed by Keeper requested withdrawal Clark 
Patent from issue. Charge any expense incurred by with¬ 
drawal to our account, or will wire amount on advice of same. 
Desire to submit final decree of Judge Day which will be 
entered Saturday next. Desire hearing before you some day 
next week. Wire answer indicating date so we can notify op¬ 
ponent. _ 

Chappell & Earl, 

Attorneys Trussed Concrete 
Steel Co. 
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July 3rd, 1913. 

Commissioner of Patents, 

Wire answer ^quiclf yesterdays night lettergram. Decision in 
Lerference warby consent of Forsyth who had no nght to 
rnntrol as that belonged to Trussed Concrete Steel Company. 

T Htrf* Dav’s decision filed June twelfth before payment final 
fee^ evidences bad faith. Matter should be held in statu quo 

for explanation. Chappell & Earl. 

Paid. 

17 CH CY 49 Collect, 2 exa 
Dw. Washington. D. C. July 3, 1913. 

Chappell & Earl, Chase Block, Kalamazoo 

Issue to Clark serial four three three, nine five eight suspended 
in view of stipulation signed by Keeper and ^ 

of Trussed Concrete Steel Company cost of printing will 
charged to you commissioner has docked case for earing en 

Am July twenty two. ^ Woolard, Chief Clerk 

1125 AM. 

Exhibit, Proof of Service of Notice. 

UNITED STATES PATENT OFFICE. 
Washington, D. C. 

On the Petition of the Trussed Concrete Steel Co., 
for leave to Intervene, in Interference 
No. 34,061, Forsyth vs. Clark. 

_Before the Commissioner of Patents 

State of Michigan, 

Vss. 

County of Kalamazoo 

Pearl E. Lillie, being duly sworn, deposes and says ^at she 
is in the emplov of Chappell & Earl, attorneys for Trussed 
Concrete Sted Company, petitioner in the above entitled mat¬ 
ter- that on August 22nd. 1913. she served notices copies of 
which are hereto attached, together with copies of the matters 

referred to in said notices, 

Alexander M. Keeper, 1326 Oliver Bldg., 

^ Pittsburgh, Pa. 

William D. Forsyth, 310 Madison Ave., 

•Youngstown, Ohio, 
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Corrugated Bar Co., Mutual Life Bldg., 

Buffalo, N. Y., 

Dwight G. Clark, Plainville, Conn., 

James A. Carr, 510 Pine St., St. Louis, Mo.,— 
by depositing the same in the mail at Kalamazoo, Michigan, 
the postage being fully prepaid. 

PEARL E. LILLIE. 

Subscribed and sworn to before me this 
23rd day of August, 1913. 

LUELLA G. GREENFIELD, 

Notary Public in and for said County and State. 
My Commission expires June 23, 1915. 


Exhibit, Notice of Motion. 

UNITED STATES PATENT OFFICE, 
Washington, D. C. 

On the Petition of the Trussed Concrete Steel 
Co., for leave to Intervene, in Interfer¬ 
ence No. 34,061, Forsyth vs. Clark. 


Before the Commissioner of Patents. 


To: James A. Carr, 

510 Pine St., 

St. Louis, Mo. 

Please take notice on the hearing of the above entitled 
petition of the Trussed Concrete Steel Company, we will refer 
to certified copies of the following matters from the case of 
Trussed Concrete Steel Company vs. William D. Forsyth, in 
the L’nited States District Court for the Northern District of 
Ohio, Eastern Division: 

Opinion of Judge Day 
Final decree 

Option contract between Wm. D. Forsyth and Corrugated 
Bar Company 

Escrow License Contract between Wm. D. Forsyth and 
Corrugated Bar Company, 

Option of Dwight G. Clark to Alexander M. Neeper 
Contract between Dwight G. Clark and Alexander M. 
Neeper. 

Undertaking of Corrugated Bar Company, 

copies of which are hereto attached. 

CHAPPELL & EARL, 
Attorneys for Petitioner. 
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Final Decree of Aug. 6,1913. 

Exhibit, Final Decree. 

THE UNITED STATES OF AMERICA, 

Northern District of Ohio, 

Eastern Division, SS: 

At a stated term of the District Court of the United States, 
within and for the Eastern Division of the Northern 
of Ohio begun and held at the City of Cleveland, in said Dis- 
2 he first Tuesday in April being the hrst day of said 

mornh, in the year of our Lord one thousand 

thirteen and of the Independence of the United states o 

America, the one hundred and 

nesday, the 6th day of August ^AY 

Present: Honorable WILLIAM L. t ^ 

^ United States District Judge. 

Among the proceedings then and there had were the fol- 

Apr'n Te^m'^A.’ D. 1913, to-wit: August 6, 1913. 

Hono,.bl, WilTi.m L, 


TRUSSED CONCRETE STEEL 
COMPANY, 




VS. 


WILLIAM D. FORSYTH. 


L No. 123, 
Equity. 


This case having come on to be heard on pleadings and 
proofs, and the same having been argued ^hal of complain¬ 
ant bv Fred L. Chappell, Esq., and on behalf of the defendant 
by Alexander M. Neeper. Esq., and the Cotirt being fuUy ad¬ 
vised in the premises, it is hereby ORDERED, ADJUDULU 

and DECREED as follows. o 4 ^ isirt 740 

First- That United States Letters Patent No. 855.Z4U 

issued Mav ^8 1907, to William D. Forsyth for reinforcement 

or concrete Lstruction. and No. 862,897, issued August 13 

1907, to William D. Forsyth for expanded metal, are good and 

'’"‘'^Second:' That the title to said patents and the right to 
recover all profits and damages that may have a«cued because 
of infringement thereof since the issuing thereof is in the com- 

*’'“'"Third- That the option of August 6, 1908. from the said 
William D. Forsyth, defendant, to the complainant, appearing 
at Record p. 22, and the acceptance thereof on November 1 , 
iW bv the Trussed Concrete Steel Company, (appprmg at 
Record p. 23) with the terms of .modified, which ^ 

fication was accepted by the said William D. Forsyth, (see 
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Record p. 24), constitute a good and valid contract and agree¬ 
ment by the said William D. Forsyth, defendant, to transfer to 
the complainant all of his future inventions relating to im¬ 
provements upon the patents here in suit, and improvements 
upon machinery and dies for manufacturing expanded metal 
lath of the types known as “Rih-Lath” and “Hy-Rib Sheath¬ 
ing,” both present and future. 

Fourth: That the following Letters Patent and patent 
applications applied for by the said William D. Forsyth relate 
to and pertain to improvements called for and specified in the 
said contract: 

No. 1,015.264, issued Jan. 16, 1912, to W. D Forsyth, on appli¬ 
cation filed Dec. 12, 1910. Ser. No. 596,761, Assignor 
of one-half to A. M. Neeper, for Process for making 
Expanded Metal; 

No. 1,007.027, issued Oct. 24, 1911, to W. D. Forsyth, on appli¬ 
cation filed Dec. 12, 1910, Ser. No. 596,763, Assignor 
of one-half to A. M. Neeper, for Process of Making 
Expanded Metal; 

No. 1,019,034, issued Mar. 5, 1912, to W. D. Forsyth, on appli¬ 
cation filed Jan. 30. 1911, Ser. No. 605,624, Assignor of 
one-half to A. M. Neeper, for Expanded Metal; 

No. 1,019,255, issued Feb. 13, 1912, to W. D. Forsyth, on appli¬ 
cation filed January 30, 1911, Ser. No. 605,626, As¬ 
signor of one-half to A. M. Neeper, for Expanded 
IVlctS-l * 

Application Ser. No. 605,623, filed Jan. 30, 1911, W. D. 
Forsyth, Assignor of one-half to A. M. Neeper, for 
Apparatus for Making Expanded Metal; 

Application Ser. 605,625, filed Jan. 30, 1911, W. D. 
Forsyth, Assignor of one-half to A. M. Neeper, for 
Expanded Metal and Process of the Same. 

Fifth: That the said William D. Forsyth execute proper 
assignment of any interest that he may now hold in the said 
patents and patent applications last above referred to, and that 
he shall'assign any further applications for United States Let¬ 
ters Patent which he may have made relating to this subject, 
as specified in the contract herein, or any patents or applica¬ 
tions for patents on any future inventions, as therein specified. 

Sixth: That the said William D. Forsyth has infringed 
the patents here in suit, and particularly patent No. 862,897 
and especially claims 1, 3, 4 and 6, by assisting the Corrugated 
Bar Company in the production of such structures in the capac¬ 
ity of consulting engineer, and in designing and supervising 
the construction of material and the machine for and methods 
of producing the same. 
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Seventh: That the contracts entered into by the defend¬ 
ant, William D. Forsyth, with the Corrugated Bar Company, 
as appears in the stipulated Record at page 129, known as 
“Complainant's Exhibit, Defendant’s Forsyth Option Con¬ 
tract,” was in violation of the rights of the complainant herein. 

Eighth: That the “Complainant’s Exhibit, Defendants 
Forsyth Escrow License Contract,” appearing at page 133 of 
said Record, is also in violation of the rights of the complainant 

herein. . • ^ i ^ 

I Ninth: That the assignment of the interests indicated to 

A. M. Neeper, was and is in violation of the contract of defend¬ 
ant with complainant. _ ^ . r i .. 

Tenth: That the said William D. Forsyth, defendant 

herein, was not, at the time of the declaration of the Interfer¬ 
ence in the United States Patent Office known as Interference 
No. 34,061, the rightful owner of the said patent application 
there involved in interference, and that he had no authority 
or right to control the said interference, and that the complain¬ 
ant being entitled to an assignment of the said Forsyth patent 
application in such interference, is entitled to control the said 
interference and had the authority and right at the time of the 
declaration of said interference and now has the authority to 
contest the same on account of its interets therein. 

Eleventh: That the complainant recover from the de¬ 
fendant the taxable costs herein. 

Twelfth: That the said defendant, William D. Forsyth, 

account to the complainant,— . r • 

1st. For all profits he has received because of the infringe¬ 
ments herein decreed. . , , r 

2hd. For all profits that he has received because of the 

wrongful transfer of any or all of the patents and patent appli¬ 
cations herein mentioned, and particularly of the patents and 
applications named in the Fourth paragraph hereof. 

3rd. For all the profits he has received because of any 
wrongful contracts entered into relative to the patents and 

patent applications herein mentioned. 

4th. For all moneys or other considerations or advan¬ 
tages received from A. M. Neeper as consideration for the 
assignment of interest in the paten'.s and patent applications 
cif orcsflid 

5th. For any damage he has caused the complainant in 
addition to the profits herein mentioned by his infringement 
of the patent rights and by his violation of the contracts herein. 

6th. That these matters be referred to B. C. MILLER, 
on account of his special fitness and experience in matters of 
* accounting, as a special Master to ascertain, take and state and 
report to the Court an account of sucli profits and damages. 
7th. That the complainant, on said accounting, have the 
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right to C3use an examination of said defendant ore tenus, or 
otherwise, and also the production of the books, vouchers, and 
documents of said defendant and that the said defendant shall 
attend for such purpose before said Master from time to time 
as said Master may direct, and that said complainant, or its rep¬ 
resentatives, shall at all reasonable time, have access to the 
books, vouchers, and documents of said defendant, and that, 
if, in addition to the books, vouchers and documents produced, 
any other books, vouchers, and documents are deemed neces¬ 
sary by the complainant for the ascertaining of damages and 
profits, then upon a showing to the Master, and if the said 
Master shall deem the same necessary, the said defendant shall 
produce the same at such time and place as the Master may 
designate. 

Thirteenth: That the said defendant, his agents, clerks, 
servants, attorneys and employes be perpetually enjoined,— 

1st. From infringing either of the said Letters Patent 

here in suit. 

2nd. From consummating the Escrow agreement above 
named with the Corrugated Bar Company. 

3rd. From in any way, either by advice or otherwise, en¬ 
couraging others to infringe the aforesaid patent rights of the 
complainant. 

4th. From the exercise of any further rights under any 
contracts or assignments entered into relative to the patents 
and patent applications specified in the Fourth paragraph of 
this decree, and that the said writ of injunction issue forthwith. 


THE UNITED STATES OF AMERICA, 

Northern District of Ohio, 

Eastern Division, SS. 

I, B. C. MILLER. Clerk of the District Court of the 
United States within and for said District, do hereby certify 
that I have compared the within and foregoing transcript with 
the original DECREE entered upon the Journal of the proceed¬ 
ings of said Court in the therein entitled cause, at the term, and 
on the day therein named: and do further testify that the same 
is a true, full and complete transcript and copy thereof. 

WITNESS, my official signature and the seal of 
said Court, at Cleveland, in said District, this 
(SEAL) 6th day of August, A. D. 1913, and in the 
138th vear of the Independence of the United 

States of America. 

B. C. MILLER, Clerk. 

By Anna H. Elliott, Deputy Clerk. 
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Forsyth’s Option to Corrugated Bar Co. 

“COMPLAINANT’S EXHIBIT DEFENDANTS FOR- 

SYTH OPTION CONTRACT. 

This agreement made and entered day of 

PM^riiarv 1911 by and between William D. Forsyth otine 
Citv of Youngstown, County of Malioning, and State of Ohi , 
Sy ofThe fifst part and Corrugated Bar Company, a corpora- 
^on'organized an^d existing under the laws of the Suu of M.s 
souri, and having its principal office at St. Louis, Missou , 

nartv of the second part, W itnesseth. ^ 

Whereas said Forsyth has invented certain new and use- 
M in landed metal and In the 

machinery for the manufacture thereof, which 

are more^fully set forth in certain applications of said F y 

for Letters pLent of the United States therefor, which apphca- 

tions are as follows to-wit: 

Ser. No. 596,761, filed December 12, 1910, for Expanding 
Metal and Process for Making Same. 

Ser No 596,763, filed December 12 1910, for Expanding 
’ Metal and Process for Making Same. 

Ser. No. 605,623, filed January, 1911, for Apparatus fo 

Production of Expanded Metal. • 

Ser. No. 605,624, filed January, 1911, for Improvement i 

Ser. Na^t^sllkd January. 1911. for Improvement in 

Ser. January, 1911, for Improvement in 

Expanded Metal. 

And whereas it is contemplated by the parties hereto that fur- 
thpr iiiinrovements will be made by said Forsyth in expanded 
metal a^d in th "processes and machinery for the ntanufacture 
thereof; and whereas said Forsyth desires to interest said C 

1 Rnr Cnmnany in the practical manufacture and the 
ZmercfareSSL of%a^ improvements; and whereas 
the Corrugated Bar Company is willing to assume the 
of making^certain test sheets and certain machinery hereinaft 

Now Therefore, in consideration of the sritn of fir-e hun 

SrnS e" B.f?S.ny, recej.. of which is hereby ac- 
■ knowlfdged. and in consideration of the promises hereinafter 

I contained the parties have agreed as follows. 

F^rst said Forsyth promises and agrees promptly to begin 
the ni"nufacture o[ at le?st three sheets of expanded metal con- 
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formable to the drawings and specifications forming part of his 
United States patent application No. 596,763, and to proceed 
with reasonable diligence to the completion of said sheets oi 
expanded metal and to deliver the same to said Corrugated bar 
Company as soon as completed. It is understood and agreed 
that these sheets are intended as test sheets for the purpose of 
enabling said Corrugated Bar Company to form an opinicm as 
to their rigidit>% their comparative economy of material and 

their other merits and advantages. . 

Second If the Corrugated Bar Company shall notify said 
Forsvth, within thirty (30) days after the delivery to it of said 
test sheet, that it elects to build machinery for the manufacture 
of expanded metal embodying the inventions set forth in said 
patent applications or any of them, then and in that event For¬ 
syth promises and agrees, actively and to the best of his knowl¬ 
edge skill and ability, to assist in the designing and construc¬ 
tion of such machinery. It is contemplated by the parties 
hereto that the designing and building of such machinery shal 
be effected by engineers and builders designated by said Corru- 
p-ated Bar Company which engineers and builders may ^e 
located elsewhere than Youngstown, Ohio; but in any case, said 
Forsyth promises and agrees to personally attend upon and 
assist such engineers and builders throughout the entire 
of designing and building such machinery or during so much of 
said time as said engineers and builders may require hi^i- 

Third. It is mutually agreed and undeptood that n said 

Corrugated Bar Company does not notify said 
thirty (30) davs after the delivery to it of said test sheets, that 
it desires to build machinery of the manufacture of expanded 
metal then and in that event this contract shall cease and deter- 
min?and thrsum of five hundred dollars ($500.00) above ac¬ 
knowledged shall be regarded as full consideration and payment 
for all obligations of the Corrugated Bar Company und^ this 
contract, and said written license contract held by said Ha/el- 
ton in escrow shall be canceled and destroyed by b*JTi- . 

Fourth. If said Corrugated Bar Company shall, within, 
such thirtv (30) davs, give notice of its election to proceed with 
the building of machinery for the manufacture of expanded 
metal, then and in that event it promises and agrees to pay to 
said Forsyth an additional sum of fifteen hundred do ars 
($1500) in three equal installments of five hundred collars 
($500) each pavable March 15th, April iMh anc May ^^th, re¬ 
spectively. It is mutually agreed and unders^od that this addi- 
ifonal sum of fifteen hundred dollars ($1500) shall be in ful 
payment of all services, charges and expenses ?{■ 

Lid Forsvth in and about the designing and building of sai 
machinery, but said Corrugated Bar Company shall, pay all 
other expenses involved in the designing, manufacture and m- 
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stallation of said machinery. 

Fifth. It is mutually agreed and understood that said 
written license contract of even date herewith is held in escrow 
by W. S. Hazelton and that the same shall become operative 
and eflective at the option of the Corrugated Bar Company to 
be exercised by it by written notice thereof given to said W. S. 
Hazelton within ninety (90) days from the complete installa¬ 
tion of said machinery at the plant of the Corrugated Bar Com¬ 
pany and the operation of said machinery to the satisfaction of 
said W. S. Hazelton, said option to be exercised by written 
notice thereof given to said Hazelton by said Corrugated Bar 
Company, and thereupon .said Hazelton shall deliver a dupli¬ 
cate original of said contract to each of the parties hereto. 

Sixth. It is mutually agreed and understood that the ma¬ 
chinery built pursuant to this contract shall be and remain the 
property of said Corrugated Bar Company; but that in case of 
the termination of the license contemplated hereby, said For¬ 
syth shall have the right and option to purchase said machinery 
at the actual cost price thereof to the Corrugated Bar Company 
less a reasonable deduction for depreciation, the amount of such 
depreciation to be fixed by said W. S. Hazelton unless other¬ 
wise agreed by the parties hereto. 

IN WITNESS WHEREOF, the parties have hereto sub¬ 
scribed their names the day and year first above written. 

W. D. FORSYTH, 

CORRUGATED BAR COMPANY, 

D. E. GARRISON, President. 

A. L. JOHNSON, 2nd Vice-Pres’t. 


“COMPLAINANTS EXHIBIT, DEFENDANTS FOR¬ 
SYTH ESCROW LICENSE CONTRACT.” 

This agreement made and entered into this 24th day of 
February, 1911, by and between William D. Forsyth of the City 
of Youngstown. County of Mahoning and State of Ohio, party 
of the first part, and Corrugated Bar Company, a corporation 
organized and existing under the laws of the State of Missouri, 
and having its principal office at St. Louis, Missouri, party of 
the second part, Witnesseth: 

Whereas said Forsyth has invented certain new and useful 
improvements in expanded metal and the processes and machin¬ 
ery for the manufacture thereof, which improvements are more 
fuily set forth in certain applications of said Forsyth for letters 
patent of the United States therefor, which applications are as 
follows, to-wit: 

Ser. No. 596,761, filed December 12, 1910, for Expanded 
Metal and Processes for Making Same. 
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Ser. No. 596,763, filed December 12, 1910, for Expanding 
Metal and Process for Making Same. 

Ser. No. 605,623, filed January, 1911, for Apparatus for the 
Production of Expanded Metal. 

Scr. No. 605,624, filed January, 1911, for Improvement m 

E.xpanded Metal. 

Ser. No. 605,625, filed January, 1911, for Improvement m 
Expanded Metal. 

Ser. No. 605,626, filed January, 1911, for Improvement in 
Expanded Metal. 


and whereas said Corrugated Bar Company desires to secure 

the exclusive control of said inventions. 

Now, therefore, in consideration of the mutual promises 
hereinafter contained and of other valuable considerations pau 
bv said Corrugated Bar Company to said Forsyth, receipt of 
which is hereby acknowledged, the parties have agreed as fol- 

First: Said Forsyth hereby grants to said Corrugated 
Bar Company the sole and exclusive right, for and throughout 
the United States and the territories and possessions f^iere^f, 
to make and use the machinery covered by said United States 
Application No. 605,623, to P^^^^ice the process covered by 
United States applications numbers 596,761 and 596,763 and t 
mnke use and sell the expanded metals set forth in said United 
States applications numbers ^5,624, 605,625 and 605,626 to the 
full end of the terms for which letters patent may be granted 
upon said applications, respectively. The I'cense hereby 
granted shall apply to its full extent to anv and all improve¬ 
ments made or acquired or which may hereafter be made or ac- 
(luired by said Forsyth in or to the subject matter of said pa - 
cut applications and each of them. It is mutually agreed, how¬ 
ever. that said Forsyth shall have the right and power to manu- 
factiire and sell and’to authorize and empower others to manu¬ 
facture and sell metallic lathing with an over-all thickness not 
exceeding 3-16 (D. E. G.) (W. D. F.) of an inch, and for this 
•purpose only he shall have the right to use the inventions set 
forth in said patent applications so far as may be necessary. 

Second. Said Corrugated Bar Company promises and 
agrees to pay to said Forsyth a royalty or license fee upon all 
expanded metals sold by it ami for which it shall receive pay¬ 
ment conforming to the y 

States patent applications mimhers 605,624, 60.5,62a and 60a.- 
626 or either of them; provided, however, that if the grant of 
letters patent for such expanded metals shall be delayed for two 
years after the date hereof, then no royalty shall accrue in re¬ 
spect of anv expanded metals sold during the period beginning 
two years after the date hereof and ^nding with the date of the 
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arant of letters patent therefor. The royalty or license fee 
herein provided for shall be at the rate of eight per cent (8%) 
of the dilierence between the gross selling price 
the finished expanded metal f. o. b. the j gar 

S,p."n“; u r.«nPm:L..y 

zr,s^iu:iTo, ‘wo To., 

l^^eifin that event said Forsyth shall be entitled to receive and 
said Corrugated Bar Company promises to pay to him a min 
mum royaUro* ‘wo dollars ($2.00) per ton m lieu of the rate 

above stipulated ^ Company promises and guar¬ 

anteesThat the royaltie! accrumg to -id Forsyth under h^^^ 
rnntract during the first period of twelve (12) months 

the time hereiLfter fixed for the 'the 

iitrcrrfsp-ate at least five thousand dollars ($5000), ana, it m 
royaltfes, computed as h««\nbefore prodded shall fall be^^^^ 

Sl;Xr°;:oT;aTyTo™i^^^^^ - said For- 

fSf af tl e end of sTd first period of twelve (12) months such 

‘^ditional sum over and above such royalties as may be re- 
additional sun thousand dollars 

?^5m0^ ^ ?aid Corrugated Bar Company further promises and 

this contract during the second period of twelve (l<i) moiiins 
Tni the date herein fixed for the ^eginn-ng of royal^s shaU 
aggregate the sum of seventy-five hundred dollars ($/500), ana 
if fhe royalties for said second period of twe ve (12) months 
shall faU below said sum of seventy-five hundred dollars 
SzSOO) hen and in that event said Corrugated Bar Company 
ifonfises to pay to said Forsyth at the end of said second period 
T twehe ( 12) months such additional sum over and above said 

...yI..r’m'y'rwwT?) i 

entv-five hundred dollars ($/500). (D. h. G.) (W. U. 1.) u 

i<; mutinllv agreed and understood that there is no guaranteed 
IS mutual > S p WAY D F ) in respect of royalties accru- 

^ Fourth It is mutually agreed and understood that no roy 
allies shall accrue until thirty (30) days from and a ter the in¬ 
stallation and successful operation at the factory of said Cor 
nmated Bar Company of the machinery designed and built 
with the assistance of said Forsyth or the manufacture of ex¬ 
panded metals conforming to the anTfioT. 

I hiited States applications numbers 605,624, 60a,t),ia ana oo., 
ft 626- and it is further understood and agreed that the da e o 
• SmpSoP of such successful operation shall be ascertained 
Pnd Trtified by William S. Hazelton of Chicago, Illinois. 
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Fifth. Said Corrugated Bar Company promises and 
agrees to keep a full, true and correct record of all expanded 
nfetal made an^d sold by it or for it under this contract together 
with the cost of the plain sheet metal and of the gioss selling 
prii of ?he finished%xpanded metals and of the payments 
Uiereof; and this record shall be open to the inspection of said 

Forsvth at all reasonable times. . 

^ixth. Said Corrugated Bar Company «rther promises 
and agrees to render to said Forsyth on or before the 5th day 
of lamiarv April. July and October of each year a ftill, true and 
complete s’tatLent (verified if so required by said Forsyth) o 
all e^anded metals sold by it and for which it shall be paid 
during the three calendar months preceding the date of such 
statement which statement shall specify the actual cost to sai 
Corrugated Bar Company of the plain sheet metal and the 
eroir selling price of the finished expanded metals toother 
wh^the dates of payment therefor. The royalty hereinbefore 
provided for shall be payable in quarterly installments at the 

hereby fixed for said statements. ^ .1 • 

Seventh. It is mutually agreed and understood that this 
contract and all rights therein shall be assignable by the re- 

spec parties; but that neither the assignment thereo nor 
specine y p ^ r W D F.I thereof shall release 

either'(' d"e' c*) (W. D. F.) of the parties from any obligation 
wS i?airhr;e accrued at the tin'ie of such assignments or 

termmauo^ It is further agreed and understood that neither 
of the parties hereto shall license any other persons to make 
use or sell any of the inventions embraced within this 
o^anv improvements of same: but it is further understood hat 
said Cornmated Bar Companv is not restricted to nwnufacture 
aTits ow^plant but is at liberty to avail itself of the facilitie 
of other concerns upon such terms as it shall see fit, and that it 
^lall be Lcountabir for the output of such concerns the same 
as if such output was manufactured at its own plant. 

Ninth In case anv of the letters patent which may be 
^ranted upon the patent applications hereinbefore mentioned 
sliall be iXnged. said Forsyth promises and agrees at Ins own 
cost to take all such steps as may be necessary =‘”'' 
hritifr about the discontinuance of such mfrmgenient and to tin. 
S^if Tecessarv. said Forsyth promises and agrees to bring 
suit a<^ainst infringers and to prosecute such suit 
minatTon with diligence. In case said Forsyth shall fail to hnng 
about the discontinuance of such infringement, and s’l?" I-''! 
to dili"-entlv prosecute suit for mfriiigement. then and 
event "said Corrugated Bar Company shall have the right o 
orosecute suit for infringement m the name of said Forsyth 
and at his cost .and expense: and in such event said Corrnga 
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Forsyth Escrow License Contract 

Rar Company shall be entitled to withhold from said Forsyth, 
out ofIhrroyalties accruing to him under this contract, such 
win K .o fcimb.,.. i. lor 

cuting such suit for infringement. In case ^ 

fall fnr a oeriod of thirty (30) days after request to prosecute 
suit for infringement or otherwise bring about the discontmu- 
ance of an infringement, then and in that event the Corrugated 
Bar Company shall have the right to terminate 
written notice thereof to said Forsyth. Ihe proceeas 
lered in any suit for infringement or by adjustment of any m- 

frinp’ement shall be applied as follows. 

There shall L paid to said Forsyth an amount equa 

to his entire outlay on account of such suit to reimburse him 

for ^^nd.^'rhLe shall be paid to said Forsyth an amount equal 
to the royalties which would have accrued to him if the infring- 
"s prXt toX b..n m.bu(a..,.r.d by .h. Cor.ufa.ed Bar 

company .ban ramainlng .hall 

he divided equally between the parties hereto. 

Tenth In case said Corrugated Bar Company or any pe - 
son selliiiff or using expanded metals manufactured or sold by 
he Srruiated BaT Company under this contract shall be sued 
on account thereof for infringement of any letters patent of 
T iXd States said Forsyth promises and agrees to assume 
the defense o? said suit for infringement at his own cost and 
expense- and if he shall neglect or refuse to assume such 
knse for a period of thirty (30) days after written request by 
said Corriieated Bar Company to do so, said Corru 5 ,ated 
Company sliall be entitled to assume the defense of such siik 
and to withhold froui the royalties accruing to said Forsyt 

S Com'Ea.»<l Bar Company •ha" 

cease and discontinue for a period of six (6) months to manu¬ 
facture expanded metals under this contract, said Forsyth 

shall have the right to terminate this contract and said C 
dated Bar CompLy promises and agrees to execute a written 
Surrender and release of the license hereby granted. 

Signed in duplicate at St. Louis, Missouri, the day and year 

first above written. 


Signed 




W. D. FORSYTH, 
CORRUGATED BAR CO.. 

D. E. GARRISON, Pres. 

A. L. JOHNSON. 2nd Vice Pres. 
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Clark Option to Ncepcr. 

OPTION. 

MEMORANDUM OF OPTION AGREEMENT be¬ 
tween Dwight G. Clark and Alexander M. Neeper made and 
entered into January 31st, 1912, at New York, N. 

In consideration of One Hundred Dollars ($100) paid by 
said Neeper to said Clark said Clark hereby sells and grants to 
said Neeper and his assigns an option to purchase said Clark’s 
application for United States Fetters Patent No. 433,958, filed 
May 20th, 1908, entitled ‘‘Expanded Metal” and the invention \ 
set forth therein and Letters Patent to be granted thereon on 
the following conditions. The option to be and remain in 
force to and including Tuesday, February 6th, 1912. 

Twenty-nine hundred dollars ($2900) in cash to be paid to 
said Clark upon delivery of assignment of said application and 
the invention set forth'therein, said Neeper to furnish a suit¬ 
able agreement by which said Clark shall receive royalties on 
all products made embodying the invention of said application 
which rovalties will be ecjual to ten per cent (10%) of the roy¬ 
alties now guaranteed to one William D. Forsyth under an 
j^grgeingnt with the Corrugated Bar Co. and said Clark s roy¬ 
alties to be not less than one thousand dollars ($1000) during 
the first year, said Neeper to have the right to extinguish the 
Clark royalties provision upon payment to said Clark at any 
time during the first two years of Three thousand dollars 
(inclusive of whatever royalties payments have been made dur¬ 
ing that period of two years) to said Clark. 

Both parties agree to execute the necessary papers to carry’ 
this option into effect to the satisfaction of their respective 
counsel. 

If the above option is not exercised on or before February 
6th the above consideration of One hundred dollars ($100) is to 
be and remain the sole property of said Clark. 

ALEXANDER M. NEEPER. 


CONTRACT. 

Contract made this 9th day of February, 1912, by and be¬ 
tween DWIGHT G. CLARK of Plainville, Connecticut, \mviy 
of the first part and ALEXANDER M. NEEPER, of Pitts¬ 
burgh, Pa., party of the second part. 

WHEREAS, DWIGHT G. CLARK on January 31st, 
1912, was the inventor of certain improvements in Expanded 
Metal as set forth in an application filed by him in the Patent 
Office of the United States in May 20th, 1908, Serial No. 433,- 

958 and ^ ^ 

WHEREAS on January 31st, 1912, said DWIGHT G. 



Clark-Necper Contract. 
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CLARK made, executed and delivered to said Keeper an op¬ 
tion to purchase said application, the invention therein de¬ 
scribed and Letters Patent that might be issued tbereon, said 
option to run and extend to and inclusive of February 6th, 191Z. 

AND WHEREAS said option was extended by mutual 

agreement to and including February 10th, 1912. 

AND WHEREAS on February 9th, 1912, said Keeper 
tendered Twenty-nine hundred dollars ($2900) being the 
amount to be paid to complete and render said option a firm 

contract. ^ 

AND WHEREAS said Keeper presented on February yth, 

1912, a certain undertaking dated February 7th, 1912, by the 
Corrugated Bar Company, a Missouri corporation undertak¬ 
ing to pay certain obligations of said Keeper in said option con- 
trjict 3ricl 

WHEREAS on February 9th, 1912, said DWIGHT G. 
CLARK made, executed and delivered an assignment of all his 
rio’ht, title, claim, interest and demand on said application, the 
invention therein described and Letters Patent that may be 
issued thereon in accordance and pursuant to said option. 

AND WHEREAS said DWIGHT G. CLARK caused to 
be delivered on February 9th, 1912, a certain assignment from 
Charles R. Clark of Plainville, Connecticut, who on that date 
held the record title of said application and the invention 
therein described. 

Now in consideration of the premises it is mutually under¬ 
stood and agreed by and between the parties: 

1st:_That said Keeper has paid in cash Three thousand 

dollars ($3000) to-wit: One hundred dollars ($100) on the 
execution of said option and 1'wenty-nine Hundred dollars 
($29(30) on February 9th in accordance with the terms thereof. 

2nd:_And said Keeper has secured the payment to said 

Clark of the royalties mentioned in said option by the delivery 
to said Clark of an undertaking of said Corrugated Bar Com- 
panv to pav the same and the acceptance by said Clark of said 
undertaking of said Corrugated Bar Company releases said 
Keeper personally from the payment of the royalties and sums 
therein mentioned onlv and that said Clark will hereafter look 
exclusively to said Corrugated Bar Company for the sums of 
money and royalties provided to be paid by said undertaking of 
said Company. 

3rd:_It appearing by exhibition of the contract between 

William D. Forsyth and the Corrugated Bar Company that 
Forsyth has the right to manufacture metal lath which will 
embody the invention described in application. Serial No. 433,- 
958 hereinbefore specified, that said Keeper undertakes to pay 
royalty to said Clark at the rate of 10% of royalties received by 
said Forsyth from any licensee on all product manufactured em- 
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bodying the invention described m said ^PP}>«f" ^ 
not exceed 3-16 of an inch of thickness, lhat Forsyth snai 
keep accurate books of account covering his operations an 
Sufacture of metal lath less than 3-16 of an inch m thickness 
and shall make returns to said Clark on the dates that sai o 
Sated Bar Company makes returns to him for royalties under 
safd Forsvth License Agreement with said prrugated Bar 
cSoanv ^ For the purpose of defining tlie dates and ascer- 
f-dnS when the returns shall be made by Forsyth to Clark so 
much of the contract between Forsyth and the Corrugated bar ^ 
Hmpany as relates to fixing said dates is hereby made a par 
hf-reoi Said Keeper undertakes to furnish said Clark cop . 

S the conSets referred to between said Forsyth and said Cor- 

rugaUd ^r ComP r^y ^^t weepiest of Keeper and at the ex- 
t c,:n Nppner will execute and de iver the necessary ap- 
Elil o Ele fo Ob" in if po-ibL in fc'.iP 

fSr". on tb. iovniion <l«erib«l in lb. .«.<! .ppl.ct.on 

"’’"U'-To'! ”.cl. .ml .v.ry applic*" 

izfnm I'b” x-s 

SbETs:f.oXir.wPb"Sni 

parties hereto and their respective legal representatives am 
shall not be in substitution of nor a novation of the op lo 
tract of Tannary 31st, 1912. and the acceptance thereof but shall 
be mireiv supplementary thereto, said option, said agreement 
nndThis comraetTo constitute the agreement between the par¬ 
ties hereto, the provisions of this cnotract being express y m 
a part of said assignment. 

In witness whereof the 
parties hereunto set 
their hands and seals 
this 9th day of Feb- 

rnary, 1912. Dwight G. Clark. 

Alexander M. Keeper. 

Undertaking of Corrugated Bar Co. 

. Mr. Dwight G. Clark, 

Plainville. Conn. 

°‘''‘\fr"-Mexander M. Keeper has exhibited to us a copy of his 
■ ac^reemenytsd li vou dated January 31. 1912. wherein he tmder- 
mkertr/iirnisirvou with a suitable agreement by wh'ch yon 
shall receive royalties on all products made embodying the in 
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Coitiniissioncr^s Order Withholding Issue. 

vention set forth in your application for Letters Patent No. 
433,958, filed May 20, 1908, for Expanded Metal, said royalties 
to be equal to ten per cent (10%) of the royalties now guaran¬ 
teed to one William D. Forsyth under an agreement with the 
Corrugated Bar Company, and your royalties to be not less 
than One thousand dollars ($1000) during the first year* 

At the joint request of Mr. Keeper and of William U. 
Forsyth, and with their approval, as evidenced by their signa¬ 
tures hereto appended, the Corrugated Bar Company ere y 
assumes the obligation of said Keeper to you under said agree¬ 
ment of January 31, 1912, that is to say, it promises and agrees 
to pay to you, up to the aggregate amount P^yaWe to you by 
Mr Keeper, an amount equal to ten per cent (10%) ot the 
royalties now guaranteed to said Forsyth under his agree¬ 
ment with this company, and this company expressly prom¬ 
ises and agrees to pay to you at least One thousand dollars 
($1000) during the first year from and after the date hereof 
all payments to you to be considered as payments made to said 
Forsyth on account of royalties. 

V„y ,n,ly ^ CO. 

F.by. 7,1.. 1912. D. E. cUon. 

Approved: 

A. M. Keeper. Attest: 

W. D. Forsyth. A. M. Keeper. 


Exhibit, order of Commissioner of Patents, Sept. 4, 1913 

UNITED STATES PATENT OFFICE, 
Washington, D. C. 

On the Petition of the Trussed Concrete Steel Co., 
for leave to Intervene, in Interference 
No. 34,061, Forsyth vs. Clark. 

Before the Commissioner of Patents. 


On motion of petitioner, its petition and the affidavits 
herein are allowed to stand and are received as an application 
and showing to the Commissioner of Patents preliminary to 
anv application to any court having jurisdiction for the relief 
songht by way of intervention or otherwise. .. . „ . . 

It is ordered that the final fee heretofore paid shall not be 
applied on account of final fee for such Clark application until 
October 4th. 1913, to afford the petitioner opportunity to take 
such legal steps as it may be advised are proper. 
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This delay is granted notwithstanding the protest of 
Clark’s assignee and counsel. Approved Sept. 4. 1913. 

THOMAS EWING. 

Commissioner. 

Exhibit, Order of the Commissioner of Patents Denying the 

Petition, Sept. 4, 1913. 

UNITED S'l'ATES PATENT OFFICE, 

Washington, D. C. 

nv TT4F PETITION OF TPIE TRUSSED STEEL CO. 

"Mdr SvE°rb intervene in int^. 

FERENCE No. 34,061, FORS\TH v. CLARK. 

before the commissioner of patents. 

ORDER OF THE COMMISSIONER OF PA I EN1 S. 
ORDLK the petition. 

This matter came duly on to be heard on September 1, 
1913 JiTd was presented hv- Mr. Fred L. Chappell, counsel for 
oetitioner and bv Mr. lames A. Carr for Clark s assignee. 

^ There was 'received and filed then certified copies, along 
with oroof of service as follows, from the case of Trussed (^n- 
crete Steel Co v. William D. Forsyth, in the Lhiited St^es Dis¬ 
trict Court ioT the Northern District of Ohio, Eastern Division. 

Opinion of Judge Day 

O^fo^^contract between Wm. D. Forsyth and Corrugated 

Escrow Eicense contract between Wm. D. Forsyth and 

Corrugated Bar Co. t,, 

Option of Dwight G. Clark to .Mexander M Nceper 
Contract between Dwight G. Clark and Alexander : 
Neeper 

Undertaking of Corrugated Bar Co. 

First °'^*That the petition to set aside the decision award¬ 
ing priority to Clark and permit the petitioner 
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Order of Commissioner Denying Petition. 

to move to dissolve the interference on the 

fnX'^isteVEeLr ^ 

particularly in the application of sa.d Dw.ght G. Clark 

or for any other reason: _ Hate of 

(b) to contest the interference as to th^e date 

conception of the invention by the said Forsyth, 

t 

denied. the petition to place the application of 

b«iS G Cl.”’, »Uh ol .he ..id For.y.h 

^ 4 . ^* 4^0 Qs;«; ?40 and 86^ 897 is denied, and 

patents 85?,.^^ anci oo-,o rpliearinff on the merits 

mu;rH- That the motion tor a reiiearing uu mv 

o„ 2; JSup i» •”*'”''1“" j ° ' 

my predecessor in this behalf, is denied. EWING, 

Commisisoner. 

Sept. 4,/13. 


r 








^air of red lines separates the 
sho'-ffs clearly the identity of the a 
(Note,— Infrinr-^errent of the Forsyth 
heen held hy Jud^ Cay at 'Cleveland 
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metal is then passed through the forauM 
dies which strike up the members 2 m the 
manner shown in Fi®. 2 . 3 and 6 , inclining 
them toward the ends of the onginal mate- 
< rial, the upper ends « of the struck up por- 
tions being bent back parallel to the rods 1 . 
The rods 1 arc then separated as shown in 
^igs. 4 , 5 , 7 and 8 , which will cause th^in¬ 
clined members 42 tamclme laterally from 

t o the rods. A tension member is thus formed 
which has the requisite metal; properly 
placed, in the rods 1 , and h® the aualiary 
members 2 extending across the lines of shear 
and also adapted to transmt tension stresses- 
IS in the concrete to the longitudinal mem- 
bcrs 1 • 

For some purposes, it is desirable to pro¬ 
vide metal compression membera at the up¬ 
per side of the beam, slab or arch m which 
20 case the rods 11 may be laid m the grooves 
formed by bending the cross pieces 3 as in¬ 
dicated in Fig. 8 . ., ,, i. • 

. While the preferable form of this reinforc¬ 
ing material comprises rods joined by lighter 
25 a^, I may use flat sheets^hr the manufac¬ 
ture of these ttoision members^m which 
the longitudinal members 12 (Fig. 10) will be 
of the same thickness as the auxiliary mem¬ 
bers 2 and connecting portions 3. 
lo Having now explained my construction, 
what I maim as my invention and desire to 

secure by Letters Patent is;— 

1 . A reinforcing member for concrete con¬ 
struction comprising parallel longitudinal 


• 

rods, all in the same'plane, and auxiU^ 35 
members attached to the sides of said rods, 
the auxiliary members projecting upwwd 
and laterally from the rods and being m- 
clined toward the nearer ends of the rods, tne 
ends of auxiliary members of adjacent rods 40 

^ 2 .^-^ metai web formed of parallel rods and 
inclined members attached to said rods and 
projecting from the general plane of the rods, 
the inclined members of adjacent rods being 45 

joined at their outer ends. i* 1 

3 A metal web formed of longitudinal 

members, all in the same plane, and ou^ 
wardly projecting auxiliary members at- , 
tached hereto and joined at their outer 50 

^^ 4 ^* A metal web formed of longitudinal 
members, and laterally projecting connect¬ 
ing members, the connecting mem^rs in¬ 
clining toward the ends of the longitudi^l 55 
members from a common transverse hne, the 
longitudinal members being ^parated and 
the connecting members of adjacent lo^tu- 
dinal members being in pairs connected at 

their ends. , x l - a ♦Viio* 

In testimony whereof* I have signed tms • 

specification in the presence of two subscnb- 
ing witnesses. 

WILLIAJd D. FORSYTH. 

r 

Witnesses: 

Edward N. P-agembn, 

I Elizabeth M. Brown. 
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UNITED STATES PATENT OFFICE. 

wS™E A COR- 

P 0 RATI 6 N of MICHIGAN 

peiNFOBCING MEMBER FOR CONCRETE CONSTRUCTION. 

_ :A^»4^;/xn rtf T.Atters Patent. Patented May 28 , 1907 . 


No. 866,240. 


Specification of Letters Patent. 
Application filed February 1,1907. Serial So. 355.189 


To all whom it may concern: 1 sp 

Be it kno^^:n that I, William D. Forsi^h, ofl 
a citizen of the United States 
Pittsburg, in the county of Alleghen> and se] 
, state of Pennsylvania, ^jve inventeU new ac 
and useful Reinforcing Members for Con- pi 
Crete Construction, of which the following 

“ mTSu. n »l““ >- ”“1 “".T » 

lomenibers lor reinforcing 

arches and other flat surfaces, and the ® 

of this improvement is to provide means for tl 
such purposes that shall have the ^^ual m- t< 
dined auxiliary' tension members - 

15 to the maintensionmembeTsasarecommonl> s 

^ employed in the* Kahn system of construe- o 
tion and set forth in the Kahn patents No. o 
736,602, dated August 18th, 1003, and No. 1 
751,921, dated February 9th, 1904. . ^ f 

20 Mv invention consists of a series of par- t 
allerrods which are the mam tension mem- ] 
bers, and upwardly nrojecting auxihar} ( 
tension members attached thereto and in¬ 
clined toward the ends and also inclined lat- 
25 erallv, the auxiliary inembers of adjacent I 
rods being joined at their outer emls. < 

Mv invention is illustrated in the accom¬ 
panying drawings, in which 

Figure 1 is a top view of a bar or plate | 
30 adapted for the forming of this reinforcing 
material, after it has been shtted. 
a top view of the same after the auxiliar\ 
members have been struck uj). Fig. 3 is a 
longitudinal section on the line 3--3 of Iig. 
t 5 2 . Fig. 4 is a perspective of a portion of this 
reinforcing material. Fig. 5 is a top yle^^ of 
the bar or plate shown in I ig. 12 after the roe s 
have been separated. Fig. 6 is a cross sec¬ 
tion on the line 6—6 in Fig. 2 . Iig. / is a 
40 cross section on the same line after Uie roe s 
have been separated as in Fig. 5. Fig. 8 is a 
cross section similar to that in Fig. 7 showing 
the reinforcing member with superimnoseel 
tension rods. Fig. 9 is a longitudinal sec- 
45 tional view of the same. Fig. 10 is a trans¬ 
verse section, showing my reinforcing mem¬ 
ber formed from a flat sheet. 

Similar reference characters refer to like 
parts throughout the several views, 
so The Kahn bar shown in the patents above 
cited, meets all engineering requirements as 
to the tension and shear. But when large 
surfaces are to be reinforced, and where no 


spacing forms or tiles can be 

often necessary to Provide means to hold th 5:> 

bars properly spaced, which is ® 

series of wires, wound ^sure 

across between the barr. To thus 
proper spacing requires much tmie 

^^SfvTnproved reinforcement ^or concrete 

constructmn consists of a series of 

rods 1, which are the mam tension 

of this construction. Integral therewith are 

the upwardlv extending arms 2 which .incline 5 

toward the ends of the rods as sho\yn in h igs. 

2 and 3, and also laterally from the rods as 
shown in Figs. 4, 5, 7 ami 8. Ihe outer em 
of each member 2 is joined to ^ 

of the adjacent member 2 of the adjacent r 7 
1 bv the cross piece 3. Or it may be stated 
tha't the emls of these adjacent nienibcrs are 
bent back parallel to the mam rods 1 and 
ioin. The advantage of this joining of the 
outer ends of the members 2 is, that the rods 75 
1 may be properly spaceil and the members - 
prowrlv inclined before the reinforcement is 
laid in place and will remain so wliile the con¬ 
crete is rolled <lown. For floor slabs this 
. construction is especially valuable as wide 80 
sheets mav be properly prepared in advance 
' and then laid in place without the usual loss 
r of the time required for positioning the many 

s small reinforcing bars usually employed. 

r Tlie process of forming my improved rein- 85 
a forcin*' member is as follows. A beam or 
\ plate of metal is rolleil in the form of rods 1 
s connected bv thin webs. The webs are then 
if slitted as shown in Fig. 1 , the slits being each 
Is formed of foRr parts, a transverse portion 5, a 90 . 

>- lomdtudinal portion 6 extending from the 
a miiTdle of part 5 toVard the end of the bar 
Is and the portions 7 and 8 extending from the 
a ends of the parts 5 toward the middle of the 
{it bar. At the niiddle t>f the bar, slits 9 are 95 
‘d provideil to permit the rods to separate, 
c- The distance the jiarts 6 extend between the 
s- parts 7 and 8 determines the length of the 
n- auxiliary members^. The distance lK>lween 

the ends of the paits 7 and 8 and the cross ico 
ke portions 5 determined the length of the at i ach- 
ment 10 between the rods 1 and auxiliary 
ve members 2 . jVnd theYistance Ix'tweiMi tiie 
as ends of the parts 6 aneV he portions 5 deter¬ 
ge mines the length of pat 3, that is, the dis- 105 
no tance the ends of meiub^ 2 are joined. The 
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' UNITED STATES PATENT OFFICE. 

WILLIAM D. FORSYTH, OF PITTSBURG, PENNSYLVANIA, ASSIGNOR TO TRUSSED CONCRETE 
STEEL COMPANY, OF DETROIT, MICHIGAN, A CORPORATION OF MICHIGAN. 


No. 862,807. 


EXPANDED METAL. 

Specification of Letters Patent. Patented Au^. 18,*1907. 

Appliostion filed February !■ 1907. Serial Ho. S56.188. 


To all whom it may concern; 

Be it known that I, William D. Forsyth, a citizen 
of the United States, residing at Pittsburg, in the 
county of Allegheny and State of Pennsylvania, have 
5 invented a new and useful Expanded Metal, of which 
the following is a specification. 

My invention relates to a new and improved form of 
expanded sheet metal adapted to be used in place of 
lath to hold plaster, and also adapted for reinforcing 
10 concrete construction; and the process of making the 
same. 

My invention consists of a process for forming ex¬ 
panded metal which is made up of threestegs;—Ist,— 
shearing the sheet metal along longitudinal lines, the 
15 slits being formed of four connected portions, one of 
the portions extending transversely of the line of the 
slits, one of the portions extending in one direction 
from the center of the first slit and parallel to the gen¬ 
eral line of slits, and the two other portions extending 
20 parallel to the first but in opposite directions and 
from the ends of the first slit, the second portion of the 
slit extending up between the third and fourth por¬ 
tions of the next adjacent; 2nd,—striking up the 
tongues which are formed by the first, third and fourth 
25 slits spoken of, so that said tongues project at right 
angles from the body of the plate and have portions at' 
their ends projecting parallel to the plate; and 3ru,— 
expanding^ the 4dieet laterally so that the halves of the 
tongues will separate at their bases and swing down 
30 toward the main sheet. 

My invention also consists in a novel expanded 
metal consisting of longitudinal* ribs or bands con¬ 
nected by ^transverse ties, ^ch in a plane at right an¬ 
gles to the main sheet. These ties are formed in 
35 halves connected at the outer ends to the main ribs 
and connected together at the inner ends, the ribs and 
ties being int^pral. 

My improved sheet metal is illustrated in the ac¬ 
companying drawings in which 
40 Figure 1 shows a piece of sheet metal slitted pre¬ 
paratory to placing the same in the forming dies. 
Fig. 2 is a view of the same after passing through the 
.forming dies. Fig. 3 is a transverse and Fig* 4 a lon¬ 
gitudinal cross section on the lines 3—3 and 4—4 of 
45 Fig. 2 respectively, both inverted. Fig. 5 is a top 
view, Fig. 6 is a bottom view and Fig. 7 is an end 
view of the sheet after it has been expanded. 

Similar reference characters refm* to like parts 
throughout the several views. 

50 My improved expanded metal may be formed of 
sheet steel of any desirable thickness, depending upon 
the service to be 'performed. Where the supports are 
close bother and the piaster to be carried is not 
heavy, number 32 sheet metal may be employed, 


while in case the material is tn be used as a tension 5.* 
member for long composite concrete and met^ fioor 
spans, its thickness may be one-eighth of an inch or 
more. While I have shown a sheet with but three 
lines of slits and four ribs, it will be evident that any 
number of lines of slits and ribs are possible. Inform- 60 
ing this sheet metal, the slitting may be done by a self 
feeding machine which slits the entire sheet transvOTsely 
to the rows of slits at a single stroke and at the same 
time strikes up the tongues from a line of slits caused 
by the previous stroke. 

In Fig. 1 the sheet 1 is provided with three, longitu¬ 
dinal lines of slits. Eadi slit is composed of four por¬ 
tions, the transverse portion 2, a longitudinal portion 3 
which connects to the middle, of the part 2 and ex¬ 
tends to the right in Fig. 1, and two portions 4 and 5 70 
which connect to the ends of part 2 and extend to the 
left in Fig. 1. The portion 3 of one slit extends up 
between the parts 4 and 5 of the next adjacent slit and 
the distance between the end <rf the part 3, and the part 

2 of the next adjacent slit is preferably about the same 7 5 
' as the transverse distance between this part 3 and the 

parts 4 and 5 of the adjacent slit. The sheet having 
been slitted, it is placed where it may be actCMi upon 
by a forming die which presses down the toi yue 
^dAd hfttwfiftn iha^pMrts 2, 4 and 5 pf ftach slit. bf>nd| ng 80_ 
as to extend at a Q^t angle to the m ai n sheet and 
also bending the ends^^ the tongues so that they are i 
extended parallel to the main sheet as shown in Figs. 

3 and 4. Referring to .the first four figuros, it will be 
noticed that these tongues a re bent up on a t ransverse 85 
line, extending across the sheet at the ends of the por¬ 
tions of the slots marked f a»d and that the ends 

of the tongues which are parallel to' the main portion 
of the sheet are bent on lines that extend across the 
sheet at the ends of the pmtione 3 o f the slots., The 90 
tongues thus struck up jp>»«^ ^eir ent ira length 
with the exception of the snudl bent-over mids 7 of the 
same, which ends of the tomnies now form the onlj^ 
^wnnection bei ^ eft the Ippgitiidinal ribs 6. 
tue thus formed~ upwandi^ tnT^giiew^^ iSi KHV^aSort 95 
* bftnt-nvAr portion%l to which are connected the parts 
8, which parts in tant connect to the ri^ 6 at 9^ __- 

After the sheet has been fmrmed, the outerTongii'i^^*" 
nal ribs 6 are pulled from each other which w^ll cause 
all the tongues to open i|ong the slots 3, and the por- IOC 
tions 7 of th e to"n iP° ViT their central lines 

until they <gbpihach e acM other, and the side pon-ions 
8 will ben^t the jines 9 until the parts 8 of each rib 
assume the positioim ^dialled in Fig. 7. The resultant 
material is therefore compaed of ribs or longitudinal 105 
members 6 connected by a fi|iee of ties, each of which- 
is composed of a pair of menii^rs 8 having a connecting 
portion 7, and having ou^ivds bent at right angles 




I 



t 


I 
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and united to the longitudinal members 6 by longitu¬ 
dinal portions at 9. 

It will be noticed that the distance that the longi¬ 
tudinal members 6 can move from each other is equal 
5 to double the distance that the portion 3 of a slot ex¬ 
tends betweeii the parts 4 and 5 of an adjsfcent slot.- 
All that is necessary to expand the metal more is to 
increase the length of the slots 3, 4 and 5. The result¬ 
ant material possesses great transverse strength for 
10 weight, because the parts 8 arc at right angles to the 
longitudinal members 6 and because they are so 
strongly connected thereto. 

Having now explained my improvement, what I 
desire to secure by Letters Patent is;— 

15 X The process for forming expanded metal which con¬ 
sists in slitting the same along longitudinal lines so as to 
form parallel bands connected by tongues split through 
their bases, striking up the tongues and bending the un¬ 
split portion of the same back parallel to the main sheet, 
20 then expanding the material by separating tbe long!-, 
tudlnal meml)ers laterally. 

2. Tlie process for forming expanded metal which con¬ 
sists in shearing a sheet to form longitudinal lines of 
slits, each slit comprising a transverse portion, a longl- 
25 tudlnal imrtion connected to the center of the transverse 
slit, and two other longitudinal portions extending in the 
opposite direction from the drst and connecting to the 


ends of the transverse portion of slit, the central longi¬ 
tudinal portion of one slit extending up between the oppo¬ 
sitely extending longitudinal portions of the adjacent alit;’ 30 
-end striking up the tongues formed by such slits and then 
expanding the metal laterally. 

^ 3. The process of forming expanded metal which con-, 
sists in slitting the same along longitudinal lines so as to 
form parallel bands connected by tongues split throng 35 
their bases, and expanding the material. 

4. An expanded metal comprising a series of longltndl- 
al members, and a series of ti^ connecting the same, 
each tie formed of two parts connected at a line midway 
between the main tension members, all tbe memhera being- 40 
integral. 

n. An expanded metal formed from a sheet which Is 
slitted along longitudinal parallel lines, each elit formed 
of a transverse portion, a central longitudinal portion, 

• and a pair of longitudinal portions extending from the 45 
ends of the transverse portion in the opposite direction 
to the first, the slitted sheet being then expanded later¬ 
ally. 

t». An expanded metal comprising longitudinal members, 
and a series of ties between adjacent longitudinal mem- 50 
hers, each tie formed of two parts united at their ends. 

In testimony whereof I have signed this specification 
in tbe presence of two subscribing witnesses. 

WILLIAM D. FORSYTH. 

Witnesses: 

KDWARD N. P.\0BL8EN, 

Elizabeth M. Bbown. 
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-Ihm Com 

Wa%HMi«|tow, D. C. 


Lcttek No. 


department of the interior, 

AHS. UNITED STATES PATENT OFFICE, 

WASHINGTON, D. C., 

. Mqt* ..28# . — 

EXMMIHER OF tRTERFEREMCES: 

An Interference is found to exist between the followinc cases, end In respert to the iovcMlM 
specified, to wit: 

CASES. 

i.’Name Wllllani D. Pqrsyth, 

Post^ffice address # SlOKadison AveYoungstown, Ohio, 

Title Expanded Metal and Process of leaking ths Seine, 


Filed Jan. 30. 1911 Ser. No.605,685, Pafd 


Attorney Alexander M. Keeper, oi Pittsburg, Pa. 

Associate Att’y 

Assifnee Alexander M. Keeper (l/2 interwl Pittsburg. Pa. 

edt) 

2. Name Dwight G • Clark, 


Post-office address Plainville, Conn. 

Title Expanded Metal 

Filed May 20, 1908 Ser. No. 4 33,958, Fat’d 
At^toniey Robert Starr Allyn, «* 1 

I 

Associate Att’y 


of 18 Exchange Place, Mew 
Yolk, K. Y. 

of 


AssisnM 


3. Name 

Post-office address 


IKT9. KUMBER 34061 
IMT7. DBCLARKU MOV 28 1911 
STATEMEKT3 DUB JAM 2 1912 


Ser. No. 


Fat’d 


Attorney 
Associate Att’y 
Assignee 

INVENTION. 

«—ttSlU 

Count 1. 

I 

An expsuided raetal made from a single sheet 
having substantially parallel sections of entire metal 
connected at intervals by reticulated raetal sections which 
are disconnected from each other between tne entire raetal 
sections. 

Count 2. 

An expanded metal made from a single sheet 
having substantially parallel sections of entire metal 




2 . 




connected at intervale by reticulated metal sections sl^ioh 
are disconnected•from each other between the entire metal 
sections; said reticulated metal consisting of meshes, 
the individual meshes being Joined together in direction 
of eaqpansion of said metal and disconnected in direction 
at right angles to the expansion of said metal. 

- The relation of the counts of the. interference to the olaitns 
of the respective parties is as follows: 

Counts: Forsyth: Clark: 

1 1 ^ 

2 3 7 

W A Cowles 

Sxaminer Division 33. 

Counts compared. 

C M R 

f • 





Paper Mo. 2 (Prelialnary Stateaent ef Clark) 




Mot in this File. 
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DEPARTMENT OF THE INTERIOR 

UNITED STATES PATENT OFFICE 

WASHINGTON 



#3 


.ISO 


Btfor* ti* Eummiifr of litforfotomooo. 
foH. Ho. ..34.QfiJ- 


You are hereby informed that the preliminary statement of 


Olarky- 


has been received and filed. 

By direction of the Oommissioner: 


Very respectfully. 




Chief Clerk. 


Clark, 

c/o Robert 3. Allyn, 

Id £xchange Place. 

New York, JI. Y. 
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Interferenca in the 
Patent OfJ 

Preliminary. Stateme 
Poreyth 


William D. Forsyth 


Dwight C• Clark 


Mahoning and State of Ohio, being duly sworn. do^^« 
he is a oarty to the interference declared by the ^oH 

KoTember 22, 1911. betwe^ 

riiArl January 30. 1911. Serial No. o00,o20, ror e^pv 
orocess for making the same", and the 

filed by Dwight. C. Clark, of Plainville. Connecticut.! 

That he conceived the invention set for^ in tl 
of Interference on or about the 20th day of July, ^ 

That on or about the 2181 ^y of 3 

made drawings of the invention and full-sized paperiel 

of manila drawing paper. | 

That on or about th. lot day of August, 1911, W 
explained the invention to others. 

That he first embodied his invention and a ful^ 
specimen of expanded metal on or 

at the City of Youngstown, in the County of Mahoning t 

That since November 16, 1910, 

101J «.t the City of Toledo, State of Ohio, he made f\ 

models of said invention, jnd in ® ^ 

models of said invention at Chicago, Illinois. 

That on February 24, 1911 he contracted withj 
Ear cornual, of St. L^., il.oourl, for th. mamifact, 
said indention, and pursuant to 
and contracted to be built on March J5, 

Ste Lreof more than 120. 000.00 was expended in tne 

said machinery. 

That on July 15, .1911 .aid machine^ r®rhW» 
of said invention was successfully 

4 Company, in the City of Brooklyn, otate of Mew York 
and TObsoquent thereto largo quantities of said inveii 


iat« to thi 
luetion of 


That pending the completion o.. sal a 
commercial manufacture of said invention up 
Corrugated Bar Company, by virtue Oa the co 

has sold and agreed to J«5 ®bJ*C 

invention, upon which said Corrugated Bar C 

this deponent a specified royalty P®^ 
vention shall have been delivered to the pu 


- 1 - 









^ • 

That on and after July 15, 1911, large quantities of 
expanded netal made in accordance with the invention described in the 
Declaration of Interference in this case, have been made from said last 
mentioned date to the date hereof* 


Sworn to and subscribed 
before me this ^th day* of 
Pecezober, 1911. 


) 


tfinnie Thomas 

Notary Public. 

My comnlssion expires Jan. 16, 1915 


William. D. Forsyth 







AODRCt* ONLY 
TMC CONIMIMIONt* • 
WAtHtNOTON, O. 


m THE MMTTiH OF THE urmtFEOOICe OF 


B9f0F0 tko 


Poraytli* 


that the preliminary 


You are hereby 


ived and filed. 

Lon of the Oommissioner 


otfully 


Forsyth, 

c/o Alexander M. Keeper, 

Pittsburg, 
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Roim No. 26 


SI-224. 


AOORISS ONLY 

THE COMMiStiONER OF PATCNTi^ 
WASHINGTON. O. C. 


M.C.V. 


DEPARTMENT OF THE INTERIOR 
UNITED STATES PATENT OFFICE 

WTASHiNQTON 


Paper ^o. 6* 


' . .iOJ 2 

..MAILED • ■ •• 

m BE Interference No. 34061. "IOTERJ*BRJBNCE DIVISION. 

Forsyth 


V. 


Clark. 


Before the Etaminer of toterferenoe*. 




PUdse find b^ow a communication from tlie Examiner in charge of Inierferencet in t^dard 
ho the above-cHcfl case. 


I 


1 ^—iCiV.! 


Very reopeetfaf.hj. 



CotHMutsidner of PatenU. 


The date of concep^tlon of the invention in issue alleged 
in the preliminary statement of Forsyth, the Junior party,' being 
subsequent to the filing date of Clark, notice is hereby given that 
judgiTjent on the record will be .rendered, against Forsyth, unless he 
shall within thirty.days :show good and sufficient cause why such 
action should not be taken. 

The dates of filing and serial numbers of the respective 
applications are as follows: 

. ■ * •> 

✓ 

William D. Forsyth, filed Jan. 30, 1911, No. M5,625. 

Dwight G. Clark, filed May 20, 1908, No. 433,958. 




H. S. Stauffer 
BXAlflNBl OF INTBRFERSNCSS 



docket CLS5UC 
JAK 8 1912 
U.S. PATENT. OFFICE 


34061 • 7 


New.York, N. y.’Jan< 


The Conwiesioner of Patents, 

♦ « • i . 

Washington, JD. C. 

Sir;- 

I hereby authoriie Mieeee Longfellow * Bitier to 
inepeot the application of Dwight 0. Clark #433.9i 
filed May 20th, 1908 entitled "Bxpanded Metal* and 
also the File Wrapper and Contents in Interference , 
#34061 between said Claric application and an ^pli¬ 
cation of William D, Forsyth declaredMowember aSth. 
1911 and Preliminary Statement due January 2nd. 191! 


R S Allyn 

Attorney for Dwight Oj 


attorkbys* room 

JAN 8 1912 

u.s .patent office. 


AvB. 


I 
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In the United States Patent Office 


DOCKET aSUC 

JAN 12 1912 

U.3.PATENT OFFICE 

^oom No. 261 


In re application of William D. Forsyth 


for improYements in Expanded Hetal 


Filed January 30, 1911 


Serial number 605,625 


Washington, B. C. 

January 11, 1912 

HON. COWIIISSIONER OF PATENTS, 

WASHINGTON, B.C. 

Sir: 

In the above-entitled application please recognize the firm of 
HERRICSK ANB drew, composed of R. PBALE HERRICK and cm^AYTON L. 

ERBW, Victor Building, Washington, B. C., as my associate attorneys 
and address all communications in the case to them as such. 

All former powers of.attorney.are hereby revoked. 


L 


t 


Alexander N. Neeper 

Attorney for Applicant 


StiDulation extending xo 

noV^e enieraci on prei.^n^ 


iiiugntciii# w rr-^ 

abatement9 a^yaiaat TorsytlL 


Th« undersigned, attorney for Dwight C. Clark;; 


Forsyth snd A. M. Neeper, assigns. <>f 
lats and agpss that ths tins in idiioh caU 8 S;,sdiy Ju 


entersd against WUliam B. Forsyth on prsliminary stal 
notic. of January 3 . 1912 . shall ts sjft.ndsd to and in< 

1912 . 


oi 


\ 


R S Allyn 
Attorney f 6 r 


Alex£ Ms Neepei^ 
Attorney for ' 


AlexS Ms Neeper : 
Assignee of WU 
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Room No. 26 

AOOfICM OMkY 

THI eOMMlMlONCH OY ^ATCNTt. 
WASHINQTOM. O. O. ^ 

LBP { 


S—924. 


deVartment of the interior 

UNITED STATES PATENT OFFICE 

WASHINGTON . ^ 


Paper Ab. ...XQ* 




m RE Interference No« 34061. 

ir • • * * * * * 

Forsyth 

▼ e. 

Clark. 


Jax^Aary 26.. ,10J 2. 

UAlUiD « •• 

INTBRFSRSNCN' DIVISION . *' " 


Before the EMominer ef Interfereneee, 


Pleaee find below a eommunioalion fr^tn the EMemieer in charge ef tifterferemeet in re^^ 
to the ahove-dted eaee. 





Very reepeotftMy, 



OBmmUgimnmr wf FmUmU. 


The stipulation filed January 26, 1912, is approved.and in 
accordance* therewith the time within which Forsyth may ehow cause 
why Judgment on the record should not he rendered against him is 
extended to March 7, 1912* 

H. S. Stauffer 

I SXAMINSR OF INT^RFBBSMCKS 

1 












Room No. 86 

AOOfIM 0 «LV , 

TM8 OOiiMI«WOII«W OF^AT«HT^ 
WAtHINOTON. O. O. 


M.c.y. 


3-sa^ 




department of the interior 

UNITED STATES PATENT OFRCE 
WA 8 HINOTON 


/f BE Interference No* 34061 

Poreyth 

V . 

Clark. 


March. 11 —- 

iiATTjyn *• • 

INTimPBRENCB DIVISION 




8»f0r» tk* EMmmi»»r tf 


^ #1^ iMmmmt /» ckmra* tf Infrfwmtm ii* rtgkrd 

PUoM find helvw a oommunication from 

ths ahove-cUed ea9e. 

V«ry rMptAfnlly* 



Cotn miui t w r tf 

Porwth. the junior party. haTlng failed to dio. eauM 
,hy Judgment on the record ehoxad mt he rendered against him, pur- 
euant to the order of January 6. 1912. priority of Inrentlon of 
the euhject-matter at Issue herein 1* awarded to D-lght 0. ClaA. 

the senior party. 

Limit of appeal; April 1, 1912. 

H. E. Stauffer 

BXAMINEH of INTERmBNCSS 


i 
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21 - 210 . 


Forsyth v. Clark 


(SHEET) 


1 . 

2 . 

3 . 

4. 

5. 

6 . 


UH0PEX3D oTaken from tha Record by 
2)ocket Cl erk.4/15/12 See Rule 112. 


KOV 28 1911 Declaration, Statements due Jan'y. 2/12. 
Dec 29 " Stmt of Clark 

" 30 " Letter To " 

Jan 2 1912 Statement of Forsyth 
" " " Letter to " 

" 5 " 0 C. Feb. 5/12. 

7, Jan 8/12 Power to inspect 
b. Jan 12/12 Powei^ to Inspect 

9. Jan 25/12 Stipulation to extend time 

10. Jan. 26/12. 0. C. extended'to Mar. 7/i2. 

11 March 11 " 

2 . 


Decided favor Clark^ L. A. April 1/12. 

Apr. 9- Decision noted 


3. 

4. 

5. 

6 . 

7. 


e. 

9 . 

0 . 

1 . 
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34061 


2-431 
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AtTORNEYS 


William ID* Porayth 

c/o Alexander Keeper, 
Pittsburgh, Pa. 





Dwight 0. Clark 

c/o Robert Starr Allyn 

16 Exchange Place 
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93 


Rule to Show Cause. 

Filed September 29,1913. 
♦ ♦ ♦ ♦ 


Upon consideration of the Petition for Man^m, in above 
entit^ cause, it is this ‘29th day of September, 1913, ordered by tto 
Court that the respondent herein show cause, if any 
10" day of October, 1913, at the hour of ten o clock A. M., tefore me 
at the special tenii of the court, why a wnt of mandam^ should not 
issue as prayed in said petition provided a copy of this order ^d 
of said petition be served upon respondent on or before the 2nd day 

of October, 1913. 

By the Court. HAHRY M. CLABAUGH, 

Chief Justice, 

Answer of Respondent to Rule to Show Cause. 

Filed October 10, 1913. 

♦ ♦ ♦ ♦ 

The Honorable the Justices of the Supreme Court of the District of 
Columbia: 

The respondent, Thomas Ewing, Commissioner of Patents, para- 
, LTaph for paragraph to the order to show cause why a wnt of man¬ 
damus should not issue and in answer to relator’s petition, says, upon 

information and belief; j v xi, i 

94 I and II. Concerning the allegaUons made by the relato 

in the preamble to its petition and in Paragraphs I and U 

thereof respondent is without knowledge. ^ 

III. Respondent has no knoiyl^ge concerning the allegations 

made in Paragraph III of the petition. 

IV Respondent has no information concerning the allegations 
made in Paragraph IV of the petition. It is no^ that thw pam- 
graph refers to an agreement, but no copy thereof is contained in the 

*** v!*'conc6m^g*th*alfegations of Paragraph V of the petition re- 

sp^enH ceming the allegations of Paragraph VI of Ae jtetition 
fesDoiident has no knowledge. The instrument referr^ to in this 
paragraph as bearing date of January 12, 1907, is not found m the 

®’^Il!*R^nSTs®nrt*infom'Si concerning the allegations made 

•^n^IX^iZandSa^ ^^ndent admits the allegations of Para- 

» No. 856,240 and No. 

862 897 were issued to petitioner, respondent is not informed con¬ 
cerning the allegations of Paragraph XH of the peUUon. 

1—2638a 



94 U. 8. EX REL. TRUSSED CONCRETE STEEL COMPANY VS. 

XIII. Respondent has no knowledge concerning the allegations of 
Paragraph XIII of the petition. 

XIV and XV. Respondent has no knowledge concerning the alle¬ 
gations of Paragraphs XIV and XV of the petition, except that ob¬ 
tained from the o'ption itself, the acceptance thereof, and the con¬ 
struction of these instruments in the opinions of Judge Day 

95 and Judge Hazel, all of which are annexed as exhibits to R^ 
lator’s petition, except the opinion of Judge Hazel; which is 

annexed to this answer and made a part hereof and marked “Re¬ 
spondent's Exhibit A, Decree and Opinion of Judge Hazel.” 

XVI. Respondent admits the allegations of Paragraph XVI of 
the petition in view of the opinion and decree rendered by Judge 

^^xVlI. Respondent has no knowledge concerning the allegations 
of Paragraph XVII of the petition, except that concerning the r^ 
straining order of November 20, 1911, which is pnexed to the peti¬ 
tion. The allegations as to the contents of this restraining order 

appear to be true. . , „ . i. u 

XVIII. Respondent admits that the allegations of Paragrapli 

XVin of the petition are true, except in the following particulars. 
The title of the inventions given in applications No. 596,761 and 
596,763, as filed, was amended during the prosecution of the cases 
and the'title of the invention as it appears in the patent in the first 
mentioned case is “Process for making Expanded Metal” and in the 
second ca^e reads “Process of making Expanded Metal.” The title 
of the invention of application No. 605,623, instead of being “For 
Apparatus for the Produ(?tion of Expanded Metal” should read 
“Apparatus for making Expanded Metal having Longitudinal 
Members transversely connected by Independent Di^onnec^ 
Meshed Members.” The serial number of the application which 
matured into patent No. 1,017,255, should read 605,626, instead of 

605,625, as alleged in the petition. 

XIX. Respondent admits that the allegations of Paragraph AiA 
of the petition are true. Respondent further states that a 

96 final judgment was rendered in the interference mentioned in 
this paragraph of the petition on March 11, 1912, in which 
priority of invention was awarded in favor of the party Clark. 

XX. Respondent admits that the suit mentioned in this paragraph 
of the petition was brought and states that said suit was decided ad¬ 
versely to petitioner, as appears from the opinion of Judge Hazel, 
a copy of which is annexed hereto and constitutes one of Respond¬ 
ent's Exhibits. 

XXI. Concerning the allegations of Paragraph XXI of the peti¬ 
tion, respondent states that the files of applications No-. 605,623 and 
605,625 contain orders from A. M. Neeper to the Commissioner of 
Patents, filed on November 18,1912, authorizing him to permit F. L. 
Chappeil to examine said application files and have copies of the 
same. Concerning the remaining allegations of this paragraph r^ 
gpondent has no knowledge, except that contained .in the affidavit 
of Fred L. Chappell, execut^ March 5, 1913, and filed as an exhibit 
in connection with the petition. 


THOMAS EWING, COMMISSIONER OF PATENTS. W 

XXII. Respondent admits the ^atements of Para^aph XXIT, ex¬ 
cept that he denies that the principal examiner declined to give the 
matter consideration; but on the contrary, respondent avers, ujwn 
information and belief, that said principal examiner gave 
consideration to the matter of declaring an interference and decid^ 
that there was no interference in fact and that no interference could 

be properly declared. , i t ^ i. x t. a 

Respondent states, upon information and belief, that about tne 

date of the rendition of the decision of the then Assistant Commis¬ 
sioner of Patents above mentioned, said Assistant Commissioner 
orally instructed the principal examiner to again consider the 
97 propriety of declaring an interference between said^ Clark ap¬ 
plication and said Forsyth patents and that said principal ex¬ 
aminer did again consider the matter and again held that such an im 
terference could not properly be declared; and on that occasion ^id 
principal examiner, or his assistant, at the recju^t of said Assistant 
Commissioner wrote a memorandum of his opinion in the matter, a 
copy of which is hereto attached and made part hereof, and marked 

Respondent's Exhibit B. . . , i v. ^ a 

XXTTI. Respondent admits that a petition dated December 14, 

1912, was filed in the Patent Office, in which request was made, 
inter alia, for the relief alleged in this paragraph of the petition; but 
respondent states that at the time of filing said petition, the^ intei^ 
ference had been finally disposed of by a final judgment therein and 
by expiration of the time allowed for an appeal from said final judg¬ 
ment, and therefore at the date of said petition there was no pro¬ 
ceeding pending in which relator could ^‘intervene’^ or which could 

be ^'suspended.’’ . . i. t 

XXIV. Respondent admits the allegation in Pamgraph AAlV of 

the petition that the then ActingCommissioner considered the petiticm 
and held, in effect, inter alia, that there had been no adjudication 
of the equitable title in relator and that petitioner had been guilty of 
delay in not asking to interv^ene in this matter at an earlier date. 
Respondent states upon information and belief that as early as Au¬ 
gust, 1910, relator was aware that said Forsyth claimed to have in¬ 
vented improvements in expanded metal of the so-called Hy-Rib type 
and other inventions relating to the process of making the same, as 
will more fully appear by a letter of the relator to said For- 
98 syth dated August 29, 1910, a copy of which is hereto an¬ 
nexed, and marked Respondent's Exhibit C. 

Respondent further states upon information and belief that in the 
suit pending in the United States District Court for the Western Dis¬ 
trict of New York, wherein the present relator was complainant and 
the Corrugated Bar Company was defendant, for the infringement of 
Forsyth patent No. 862,897, Julius Kahn, president of relator com¬ 
pany, testified: . • a x v i o 

^^Mr. Forsyth appeared at my office in Detroit Septemt^r lo, 

. 1911, ^d stated that he desired to dispose of his contract with the 
F Corrugated Bar Company. He told me that this contract obligated 
the Corrugated Bar Company to pay him a royalty on every foot of 
the New Hy-Rib, which the Corrugated Bar Company were about to 
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manufacture, and for which they were then building the machinery 
at the Works of E. W. Bliss Company in Brooklyn, N. Y.” (P. 

250.) 

Again in said cause Mr. Kahn was asked the following question 
and made the following answer: 

37. Mr. Forsyth states that in the interview with you in Sep¬ 
tember, 1911, that he offered to sell to you some Canadian patent 
rights on his recent inventions. What is your recollection about 
that? A. My recollection is that Mr. Forsyth did offer to sell his 
Canadian patents to us, but nothing was done about it.’’ (P. 255.) 

Respondent further states upon information and belief that on 
September 15, 1911, Messrs. Chappell & Earl, attorneys for relator, 
wrote a letter to said Comigated Bar Company complaining of its in¬ 
fringement of the Forsyth patents No-. 855,240 and 862,897, by its 
manufacture of an expanded metal of the so-called Hy-Rib typo, 
later known as Corr-Mesh, a copy of which letter is annexed hereto 
and marked Respondent’s Exhibit D. 

Respondent further states up>on information and belief that 

99 in the suit above referred to, said Julius Kahn testified as fol¬ 
lows : 

learned of the process by which the Corrugated Bar Company 
were to make their material when T first saw it at the Works of the 
General Fire-proofing Company which I have already referred to in 
June, 1911. I noticed there that the material consisted of split 
tongues expanded so as to produce a material like our metal lath ex¬ 
cept that every other tongue was reversed.” (P. 287.) 

And again referring to this same occasion in June, 1911, said 
Kahn testified: 

“Mr. White showed me at the time either a sketch or a piece of ex¬ 
panded steel, I don’t recall which at this moment, which was sup¬ 
posed to represent the product the Corrugated Bar Company were to 
make. He told me that he believed that in doing so they were in¬ 
fringing our Forsyth patent.” (P. 291.) 

Respondent further states that on October 24, 1911, patent No. 
1,007,027 was issued upon the application of said Forsyth to himself 
and A. M. Neeper, as assignee of one-half interest therein for Proc^ 
of Making Expanded Metal, and that thereafter said relator filed its 
bill of complaint against said Forsyth in the United States District 
Court for the Northern District of Ohio to compel said Forsyth to 
assign said patent to relator; that during the pendency of said suit 
patent No. 1,015.264, dated Januar\^ 16, 1912, was granted upon the 
application of said Forsyth to himself and said Neeper as assignee of 
an undivided half interest therein for a Process of Making Expanded 
Metal; that on February 13,1912, patent No. 1,017,255 was granted 
upon the application of said Forsyth to himself and said Neeper as 
the assignee of an undivided one-half — thereof; and that thereafter 
on March 5. 1912, patent No. 1.019.034 was granted upon the appli¬ 
cation of said Fors\^h to himself and to said Neeper as assignee of an 
undivided one-half interest therein; that relator knew of these 

100 patents soon after their issue, as appears from the stipulation 
of April 17,1912, relative thereto, and attached to the petition 
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of relator- that the serial numbers of the applications upon wh^ 

slid patents Nos. 1,019,034 and 1,017,256 

ivelyf 605,624 and 605,626; and that the 

svth aDplication involved in the interference with said Cl ^ 

ti^n serial number 605,626; from all of which 

while the Forsvth-Clark interference was still pending, that 

iZ patents were then pending m the United ^tat^ 
and r^ndent states that relator was Put upon 
existence of such other applications and could, by reasonable 

Ld diligence, have ascertained Jnf<>™«‘'«",f.“TwL®,nvolv5 
nlication No. 605,626 and the interference in which it was 
lon^ prior to the termination of said interferen^ and could th^ 
have presented whatever claim of right it might have had in and 

said application and said interference. i„#„^«rion 

Res^ndent further states that among the ^uiws of 
availaWe to relator, was the official record in 
assignment from said Forsyth to said Nee^r of f'f. 

No. 605,625, together with other applications of smd For^to, whim 
^i^ment ’was^eceived by the Patent Office and 
6th dav of September, 1911, in Liber 1-88, page 6, 

Patents, a copy whereof is hereto attached and made part hereof and 

marked Respondentia Exhibit E. . 

XXV. R^ndent admits that relator filed a 

panied by the affidavit of counsel, in which an effort wm 
101 made to show diligence, and that said petition ^ 

the Assistant Commissioner of Patents, who . 
that petitioner had been diligent, as appears from his- decision of 

^ R^onden^further states that the r^rainmg w^er of *eJJ. ® 
District Court for the Northern District of Ohio .H 

^ions by the said Forsyth relative to any patent applimtioM which 
he might have pending” but on the contraiy- w^ restrict^ in ite 
ooeratfon to maintaining in statu quo the title to said patent No. 
1^007 027 or anv Interest or inventions or patents pertaining to 
concrete structures, or metallic, lath, or concrete sWu^ 
generally, and said re-straining order did not in . 

Lwer or right of said Forsyth to fully control the pros^tion of sa^ 
^tent application and all proceedings in the Patent Office connected 

th^wdh. denies, upon information and .^*(1 ? 

the suit in the Northern District of Ohio, it was /fcided that^ti- 
tioner has the full title to the patent application of the saffi Foregh 
here in interference; but, on the contrary, respondent states that the 
decision and decree of said court recognized the existence of *1“ 
signment of the one-half interest in said apptiwtion 

CJ Tshown by Respondent’s Exhibit E from the a*i^ment 
records’of the Patent Office; and respondent 
the Court held that the assignment^ 

and is in violation of the contract of Defendant with Complainant , 
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it does not appear that said Neeper was a party to the suit 

102 wherein the decree set up in said petition was rendered or 
bound thereby, under which circumstances it is not clear that 

the Commissioner of Patents is not bound to recognize said Neeper 
as still the legal owTier of an undivided one-half interest in said 
Forsj'th application and entitled to all the rights and privileges of 
such assignee. 

Respondent further states that the decree of said U. S. District 
(yourt for the Northern District of Ohio does not«order said Forsyth 
to execute an asvsignment of the entire right, title and interest in and 
to said Forsyth application but simply orders that the said “William 
D. Forsyth execute proper assignment of any interest that he may 
now hold in the said patents and patent applications last above re¬ 
ferred to.” 

Respondent further states that the decision of the U. S. District 
Court for the Northern District of Ohio is inconsistent with the decis¬ 
ion of the United States District Court for the Western District of 
New York in the suit of relator against Corrugated Bar CJompany 
hereinbefore referred to, wherein it was held that the product known 
as Corr-]Mesh and manufactured under and in accordance with the 
Clark patent application is not an infringement of any of the claims 
of Forsyth patent No. 862,897, as will more fully appear by refer¬ 
ence to the decree of said Court and the opinion of Judge Hazel here¬ 
tofore mentioned and constituting Respondent’s Exhibit A. 

XXVII. Respondent admits the allegations in Paragraph XXVIIof 
relator’s petition, except as hereinafter explained or denied. Re¬ 
spondent states upon information and l^lief concerning the 

103 decree entered in the suit in the Northern District of Ohio 
that an appeal was taken from the decree of the Court by said 

Forsyth within thirty days from the entry thereof to the Court of 
Appeals for the Sixth Circuit and that said appeal is now pending. 

Answering the last allegation of this paragraph of the petition 
r^pondent states that at the hearing on September 4, 1913, he de¬ 
nied relator’s petition and also denied “the motion for a rehearing 
on all merits set up in such petition in view of the rulings of my 
predecessor in this behalf.” 

Respondent states that relator had no inherent right to a rehear¬ 
ing and directs attention to Rule 144, which provides: 

Cases which have been deliberately decided by one Commissioner 
will not be reconsidered by his successor except in accordance with 
the principles which govern the granting of new trials. 

XXVIII. Respondent admits the allegations of Paragraph XXVIXI 
of the petition. 

XXIX. Respondent states in answer to this paragraph of the peti¬ 
tion that no “requirements” were made by tlie Assistant Commis¬ 
sioner; that the allegation concerning petitioner’s title under the 
decree of the Court is answered in Paragraph XXVI of this answer; 
and that the remaining allegations of this paragraph of the petition 
are considered in Paragraph XXX of this answer by respondent. 

XXX. Concerning the allegation in the first part of Paragraph 
XXX of the petition that the invention of the Forsyth patent No. 
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862 897 and of the application of Clark and Forsyth involved in 
* interference are substantially the same and that the recita- 
104 tions made in the claims show merely verbal differences, 

spondent states that while the matter has never been consid¬ 
ered upon its merits by him, he is informed that the pnm^ ex¬ 
aminer held the differences to be a matter of substance and to 1^ pat¬ 
entable. Respondent states that from the fact that the Court in to 
Northern District of Ohio held the later structures to infringe to 
claim of the earlier Forsyth patent No. 862,897, it does not follow 
that the structures disclosed in the applications and the jmtent are the 
same, since the applications may show a patentable improveinent 
over the patent, although dominated by it. Moreover, res^n^ent 
states that in the Western District of ,New York the Court Md the 
improvements of the Clark application do not infringe the Porsyth 
patent No. 862,897, as appears by copy annexed. 

Respondent denies the allegation that petitioner is without 
remedy, except by writ of mandamus^, and states that 
a complete and adequate remedy by suit in equity under 4918 
R S -to have the Clark patent declared void, in case a patent should 
issue upon the Clark application, and it should cover the same inven¬ 
tion as the Forsyth patent No. 862,897. j- • xu 

Further answering, respondent avers that the proceedings in the 

interference of Forsjih against Oark appear to have bwn iWar 
and in accordance with the established law and practice in interfer¬ 
ence cases: that he has no reason to believe that there was fraud 
or collusion between the parties thereto; and that said i^rference 
was decided adversely to said Forsyth and in favor of said Clark upon 
the facts as they appeared of record in said interference and 
105 not upon any concession of priority by said Forsyth to swd 
Clark Respondent further states that he has no informatwn 
of anv facts or evidence tending to show or indicate th^ the judg¬ 
ment of priority in favor of said Oark and against said Forerth wm 
not correct or that the re-opening of said interference would result 
in a different judgment from that already rendered; and responib 
ent particularly points out that relator has never shown or attempted 
to show that it has any evidence or expecte to be able to pr^uw any 
evidence tending to show that said Forsyth invented the subjert mab 
ter of said interference pnor to the invention thereof by ^d ClMk. 

Further answering, respondent states that in and by its originw 
netition to “intervene” in said interference, relator represent^ and 
Sill represents that the subject matter thereof is not patentable over 
•laid Forsvth application, but that the same is covered by and is 
patentable in view of Forsyth PatentNo. 862,897. :^spondent state^ 
L a matter of law, that there can be no proper interference in r^p^ 
of subject matter that is not patentable; and therefore, upon relator’s 
own showing, it is not entitled to relief in this preceding, 
further answering, respondent states that relator h^ never made 
anv application to the Patent Office for leave to prosecute ffie Forsyth 
appliraLon which was formerly involved in said Forsyth-aark inter¬ 
ference' nor has relator ever attempted to pros^te said awl«»hon, 
nor has it ever asked leave to be recognized by the Patent Office in the 
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prosecution of said application; but that, on the contrary, with the 
exception of the petitions to “intervene^' attached to its peti- 
106 tion in the present case, relator has never made any effort of 
, any kind to prevent said application being prosecuted by and 
in the name of said Forsyth and under his full authority and ^ntrol. 
Respondent further states that the last action in said application was 
the official rejection thereof by the United States Patent Office on 
April 10, 1912; and that, more than one year having elapsed since 
the date of said last action without prosecution by applicant, said ap¬ 
plication is abandoned under the provisions of ^c. 4894, R. S., 
unless it be shown to the satisfaction of the Commissioner of Patents | 
that the delay in the prosecution thereof was unavoidable and that no 
such showing has been made. Wherefore, as there can be no inter¬ 
ference between a pending application and an application which has 
become abandoned by failure to prosecute within one year from the 
date of the last official action therein, respondent sets up the fore¬ 
going answer as a full answer and return herein. 

And now, having fully answered the said petition, respondent 
prays that the rule to show cause issued against him be discharged 
and that respondent be hence dismissed with his reasonable costs. 

THpMAS EWING, 
Commissioner of Patents. 

W. S. RUCKMAN, 

Attorney for Respondent. 


District or Columbia, ss: 


I, Thomas Ewing, being first duly sworn, on oath, depose 
107 and say that I am the Commissioner of Patents; that I have 
read the foregoing answer by me subscribed and know the 
contents thereof; that the matters and things therein stated of my 
own knowledge are true and those stated to be on information and 


belief I believe to be true. 


THOMAS EWING. 


Subscribed and sworn to before me this 10th day of October, 1913. 

[seal.] william OSBORN, 

Notojry Public in and for D. C. 
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Decree and Opinion of Judge Hazel, 

In the Supreme Court of the District of Columbia. 

At Law. No. 56222. 

United States ex Rel. Trussed Concrete Steel Company, 

Relator, 

vs. 

Thomas Ewing, Commissioner of Patents. 

Stipulation. 

It is hereby stipulated and agreed by and between the parties 
hereto, through their respective counsel, that the copies hereto an¬ 
nexed of the opinion of Judge Hazel and of the decree signed by 
him in the cause entitled Trussed Concrete Steel Company, Com¬ 
plainant, vs. Corrugated Bar Company, Defendant, in Equity No. 
179, in the District Court of the United States, Western District of 
New York, may be used in this proceeding with the same force and 
effect as certified copies would have. 

WM. S. HODGES, 
Counsel for Relaior, 
W. S. RUCKMAN, 
Counsel for Respondent. 

October 7, 1913. 
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(Copy.) 


In the District Court of the United States, Western District of New 

York. 

Commissioner, 

Oct. 6, 1913, 

U. S. Patent Office. 

In Equity. No. 179. 

Trussed Concrete Steel Company, Complainant, 

vs. 

Corrugated Bar Company, Defendant. 

This cause came on to be heard at this term, and was argued by 
counsel; and thereupon, upon consideration thereof, it was ordered, 
adjudged and decre^ that the bill of complaint in this cause be and 
' the same is hereby dismissed, and that the defendant recover of com- 


2—2638a 
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plainant its costs herein to be taxed, and that an execution issue 

therefor as at law. ^ HAZEL, D. Judge. 

(Signed) 

September 19th, 1913. 

no District Court of the United States, Western District of New 

York. 


-ssioner, 
Oct. 6, 1913, 
Patent Office. 


In Equity. No. 179. 


Trussed Concrete Steel Company, Complainant, 

VS* 

Corrugated Bar Company, Defendant 

Chappell & Earl (Kalamazoo, Mich.), Fred L. Chappell and Merle 

^“toiVSIs^tuis, Mo.) and Kenefick, Cooke, Mitchell & 
Bass (Buffalo, N. Y.), for defendant 

Witoj lS»«.n Ita ™m 

+ 0/1 Thft exoanded sheet metal produced bythecomptein 
.• Te^helSterCtudinaTribis extended bey^^^ 

^ tlip Theet an element not claimed or described in complainan s 
of tii6 sii66t, an 6ie ^ rjiK was ordinanlv used 

patent, was known cor^erc^^^^^^^^^^ of hovi^s or 

'^Thl Lfenlnt tSanJ initiated negotiations with For- 
Z naSee S development of an improvement m 

*^it metM dSed^or’such uses and for reinforcing concrete, and 
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subsequently engaged in the manufacture of such commodity giving 
to it the arbitrary trade-name of Corr-Mesh. 

It was alleged that the defendant company infringed complain¬ 
ant’s copyrighted advertising catalogue previously circulated to me 
trade, but this feature of the bill has been withdrawn except in so far 
as the evidence relating thereto is claimed to^ aggravate the^ asserted 
infringement of the patent which is the subject of this action. ^ 

The defendant in its answer alleges anticipation, lack of invention, 
noninfringement, double patenting, and that its product is produced 
under the invention of one Dwight G. Clark. Infringement is based 
mainly upon the claim that the defendant company, having knowl¬ 
edge of complainant’s ownership of Forsyth patent No. 862,897, con¬ 
spired with the patentee to infringe such patent, particularly the 
claims in controversy, and that therefore it is estopped from disput¬ 
ing their validity. . ^ xi. j 

The evidence shows that Mr. Johnon, the vice-president of me de^ 
fendant company, first met Forsyth in December, 1910, the 
112 interview having been arranged by one of defendant’s em¬ 
ployees formerly in the employ of the complainant, who was 
acquainted with the patentee. From correspondence between Fo^ 
syth and the defendant it is evident that the former contemplated 
making an improvement in expanded metal which the defend^t de¬ 
signed to exploit. Negotiations were entered into which ripens 
into an agreement under which Forsyth, for value, bound himse^ 
to make sheets of e^anded metal in accordance with certain specifi¬ 
cations accompanying applications for patents. The material re¬ 
citals in the agreement were that if after test sheets of expanded metal 
wer 0 inadG, and d6liver©d to th6 dofondant, tho latter ©l^ted to build 
machinery for making such product, Forsyth was to assist in the de¬ 
signing and construction thereof, the actual work of construction to 
be performed by engineers selected by the defendant. Reference 
was made therein to a license agreement held in escrow, giving the 
defendant company the exclusive right, under various applications 
for patents, to make and use machinery and to practice the proc^ 
for the manufacture of expanded metal. There were other provis¬ 
ions relating to the payment of expenses of any litigation carried on 
by the defendant for infringement of the patents and giving author¬ 
ity'to defend any infringement suits that might be brought against 
it and to deduct from the royalties accruing to Forsyth an amount 
equaling the amount paid for such defense. ^ 

It is shown that there was an interference proceeding declared m 
the Patent Office between Clark and Forsyth which, however, was not 
prosecuted by Clark whose application for patent was of earlier date 
and who had meanwhile assigned his invention to one Neeper, 
113 attorney for both the defendant and Forsyth. An amjee- 
ment was made, in which the defendant joined, hy which 
Clark was to receive certain royalties, or an amount in extinguish¬ 
ment of royalties, on all products manufactured under the Clark 
invention to be paid from the royalties which the defendant had pre¬ 
viously agreed to pay Forsyth. i.. ^ w __iv 

It is contended that the contractual relations by which Forsyth 
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was to receive royalties, his apparent interest in procuring *6 trade 
mwk C^-Mesh on defendant’s material, and the agreement ^ 
which the Clark invention was assigned, are e\ddential circumstan 
showing the intention on the part of defendant Produce expan^ 
of rtvne equivalent to that described in For^th patent No. 
826987 on controversv; and that notwithstanding that 
Sci may be the r^ult of the Dwdght G Clark invention, the 

principle of estoppel is applicable ^^^h I^ianfo? the own- 

lT*Yi«5fpnrp alone of knowledge bv the defendant oi me o 

S by Sainant Corporation of earlier Forsyth patent would 

glilsiSpi 

been made by rorsyui . .. ^n improvement, 

BaWk - ««/"yet?em Const. Co. v. Stromberg 

^fi6F?d WO ^ While in this case there may be circumstenc^ 
et al., 6b fed. oou. w nuc ■ • „g* .j^ev are of insufficient 

which perhaps are fraught ggtoppel with Forsyth, as 

strength to support the f intenrent is not eLu’gh. 

consistent with innocence as with guilt. 
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The complainant also urges that notwithstending defendant's oon- 
<*eded production under the Clark patent, the presumption of priv^y 
between Forsyth and the defendant is sufficiently strong to estop the 
latter from proving the invalidity of the Forsyth patent which he 
had transferred to complainant, first, because of his servi(^ in a^ 
sisting in the manufacture of diamond mesh machinery, and second, 
because of his efforts, or the efforts of his attorney, in procuring toe 
assignment to defendant of the Clark application. But I think ' 
would carry the doctrine of estoppel much farther than it is ramw 
in any reported case to which my attention is directs. In Wood¬ 
ward et al. V. Boston Lasting Mach. Co., 60 Fed. 283, the doctrine 
wa*? invoked against a patentee who had previously assiped his pair 
ent, and his associates. But in the case at bar, as said, the defendant 
does not manufacture its product under any improvement of com¬ 
plainant's a'^’signor. Such was perhaps the intention, hut toe ac¬ 
quirement of the Clark invention by defendant, even though it was 
in conseouence of efforts of Forsyth does not deprive the defendant 
of the right to prove that complainant's patent is invalid or its scope 
so narrow as to exclude the defendant's process and product. 

The defendant disclaims any rights under its escrow licen^ 
agreement ^vith Forsvth. The evidence shows that the expenmente 
made under the Forsyth improvements were unsuccessful; For^h 
swearing that he received no royalties under the license agree- 
116 ment which, indeed, he considered abandoned. 

It is unnecessary in mv view of this controversy to pass 
upon the defense of double patenting, and I therefore proceed to coi^ 
sider the complainant's patent in siiit, assigned to it by Foiyth, and 
the specification and claims as bearing upon the questions of validity 


md infringement. j j x i ™ 

The string tie and diamond mesh types of expanded metal were 

weW understood by the skilled in the art at the date of the conception 
in suit, and to slit flat metal in different ways on longitudinal and 
transverse lines and to expand it were not new expedients. Metel o 
different thicknesses had previously been vanously cut or slitted for 
use as lathing in reinforcing concrete, and for scrdl work. In ex¬ 
panding or stretching sheet metal which was to be employed for 
lathing or in connection with other building construction, it w^ im¬ 
portant to obtain a certain amount of stiffening in tl^ mesh or lattice 
portions. Prior patents had been granted by the Patent Office for 
improvements which decreased the flexibility of the expanded metal, 
stiffened it. and held more firmly in pl^e 

was imbedded. The patent to C. B. White, No. 6^.668, is of this 
character, the metal being stiffened hy corrugating it and the slitUng 
it parallel to the corrugations. In the Kahn patents in eydence, toe 
metal which was much heavier than sheet metal, was slit longitudi¬ 
nally and transversely, and the slitted portions then struck up ro w 
to extend above the surface of the metal, but the single object of the 
patentee therein was to expand metal for use in reinforcing trussM 
for buildings, and its use as lathing was not in hw mind. 
117 Though importance is attached by the defendant to toe Kalin 
patents, I am unwilling to deny the novelty of toe claims m 
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suit upon their reference or upon references of a similar char^ter, 
although from the knowledge gained in making trusses for building 
construction, there no doubt originated the idea of adapting ex¬ 
panded sheet metal for lathing and for reinforcing concrete. 

The new element introduced by the patentee in his combination 
was the connection of each cross tie at its ends to 
bers of ribs, each tie being of two parte and having tongues folM up 
on their central lines until they come together. If I am corr^t uj 
believing that to connect parallel rows of string ties to 
ribs was a feature of the pnor art, then claims 4 and 6 must be lim 
ited to the form described .in the specification and drawing. 

The complainant places stress upon slitting the sheet metal m a 
characteristic way to form longitudinal mf^b^ and 
tonmies slit through their bases, but in the Fugman patent No. 
634^37 dated Oct. 3, 1899, for sheeting used in building, there are 
shown unslitted longitudinal members which are separated by slitted 

Sr3.r.ii«, i. i. U sending. 

member to permit vertical expansion of the sheet, but mere is ve^ 
little difference between this method of expanding the cut porU 

and the lateral expansion of the patent to suit. i A in em*f 

The Wvlie patent No. 533,260, responds to claims 4 and 6 in Mit 
more nearly tCn any other reference. The patent is for expanded 
metal lath of^the string tie variety in which senes of string 
118 ties are separately connected to unslitted portions of metal, 
i e. longitudinal members. Tongues are formed in the mid- 
,iu of the ties which are slit through at their bases, but as there are 
fwUonSesTo eaA tremi^ expert witness adopts t^ xuew 

that the^articular tongue- of the patent in suit are not di^lo^. In 
“re^'fference fn slitting iL metal of 

tftntniGs the Wvlie patent bears upon the scope of the claims in con 

teo^y and the mere fact that the tongues therein are 

Ind the slits crudely cut, producing a ragged appearance, does no 

lessen the significance of the referenc^ which though not 

Tn the German patent to Hanson, No. 167,OSS, wnicn inougii uoi 

for lathing is yet an important reference, a proems of sl'tting or 

tending metal Md expanding it is distinctly desenbed and I have 

^ doubt that such process is adaptable to the making of 

imr with corrugations and extensions or projections to 

Xl^indTo^helheHrMffidenUy indiwtM Ihe tor 

Suing .h»i m.»l .long longilud.n.l .od j ^ 
110 Fig- 9 10 and 11) and that such patent is not for latog is 

Tot o&U importance. The Herringbone and Trussit 
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lath so-called, were made from the descriptions in the Hilton, Gib¬ 
son, and White patents Nos. 651,643, and 670,827, and show a form 
of diagonal slitting and longitudinal ribbing of metal, the^ meto^ 
of expansion, however, being different from complainant s. 
importance of these structures should not be underestimated for they 
show string ties connected at their ends to ribs extending lengthwise 
of the metal. Whether or not a skilled mechanic could readily alter 
the Trussit and Herringbone structures by extending the slits to meet 
and so include the two-part feature of complainant’s ties is perhaps 
questionable, but it certainly seems that such modification would not 

I require a high degree of inventive faculty. ^ u x -x 

There are a number of other prior patents in evidence, but it 
would serve no useful purpose to refer to them in detail. The in¬ 
volved claims barely escape anticipation by the aforesaid references, 
and a narrow construction only is their due. 

The type of sheet metal mesh used by the defendant was first de¬ 
scribed in the John F. Golding patent No. 297,382, which w^ in¬ 
volved in litigation in the case of Expanded Metal Company v. Board 
of Education, 111 Fed. 395, while a similar method of expanding 
metal is described in Expanded Metal Co. v. Bradford, supra. More¬ 
over, a diamond mesh with bands of mesh work separated by uncut 
ribs known as ‘‘Self-Sentering” was in existence at the time of the pat¬ 
ent in suit was granted. While the particular cross slitting of the 
metal to separate full diamond meshes at their ends is differ^ 
120 ent from anything contained in the prior art, so also is a 
different result accomplished by the transverse slitting feature 
of complainant’s device from that accomplished in defendant’s form 
of mesh. By this adaptation, the patentee was enabled to attach the 
string tie to the longitudinal member. Such cross slitting, or fom 
of cross slitting, in this type of mesh is found in the patente to Gib¬ 
son Wylie, Hilton and others. That*the resultant of the slitting of 
the diamond meshes by the defendant operates as an apparent duph- 
cation of complainant’s device when the string ties or tongues are not 

fully expanded is entirely immaterial. 

In my view of the patent under consideration and the evidence in 
relation thereto, the principal object of the patentee was to stiffen his 
expanded metal, to accomplish which he formed parallel bands con¬ 
nected by tongues slit through their bases, and after stnkmg up the 
tongues pulled the metal laterally far enough to fold up the tongue 
in the metal of the tie until they came together. Indeed, the spwifi- 
cation, after describing the manner of forming the upstanding 

tongu^ with their bent over portions, says: -x i -u a 

“After the sheet has been formed, the outer longitudinal nbs o 
are pulled from each other, which will cause all the tongues to open 
along the slots 3, and the portions 7 of the tongue will fold up on 
their central lines until they approach each other, and the side por¬ 
tions 8 will bend at the lines 9 until the parts 8 of each nb assume 

^ the positions indicated in Pig. 7.” . xi. a i i 

W The resultant of this method of operation is that longitudin^ 

members are formed which are connected by a row of ties and 
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tongues, the latter having their outer ends bent at right 
121 angles and united to the longitudinal members. The secur¬ 
ing of a greater transverse strength was the achievement, and 
the specifications stating that the side portions of each rib 8 are '‘at 
right angles to the longitudinal member 6’’ as shown in the draw¬ 
ings (Figs. 5 and 6) emphasizes this view and indicates the dis¬ 
tinction the patentee designed to make between his earlier patent, No. 
855,240, and the patent in suit. 

W^ile claims 4 and 6 should perhaps not be restricted to expand¬ 
ing the tie members to the extreme, yet I am reasonably clear in 
view of the prior art, that claim 4 should be limited to a constmo- \ 
tion connecting the time members at their ends to the longitudinal 
members, each tie having two parts “connecting at a line midway 
between the main tension members,’' and unless the broad claim 6 is 
limited to two-part ties united at the ends to longitudinal members, it 
would be anticipated by the patents to Wylie, Fugman and Simpson 
which are capable of producing substantially the same result. 

Claim 3 for the process must be considered in connection with the 
various steps in the formation of the patentee s product. That is, 
the sheet metal must not only be slitted, but the tongues struck up 
and the tips bent and then expanded. While the proce^ claim is 
Gxpr6ssc(i in broBd. terms, it nevertheless, in view of the prior stBte of 
the art, is of limited scope. To justify holding that the defendant’^ 
process' or method of operation is an infringement of complainant s, 
all the essential steps by which the latter produces the result must be 
employed either directly or by equivalency. 

The essential difference between such processes may be 
122 described thus: In defendant’s process the rnetal is slitted 
from a point in the metal between spaces leaving uncut por¬ 
tions in the sheet and is then stretched in continuous rows of open 
meshes, while the slitting is arranged in series with the ends of each 
slit alined in each row. In complainant’s process, parts of the sheet 
metal are left unslitted to form longitudinal members extending the 
full length thereof, and the ends after being slitted are off-set side- 
wise from each other with reject to the line of the ^ries. The 
resultant of defendant’s operation is a senes of reticulations similar 
to the product of the Golding, Hayes and Rapp patents, and^ the 
Exhibit “Self-Sentering,” save that the tops of the meshes are slitted 
to separate rows from adjacent rows, while in the string tie ty{^ of 
metal, the ties are arranged in succession and attached to the unslitted 
portions of the sheet which are the longitudinal members of com¬ 
plainant’s patent. , . • xu ^ 

In accordance with the foregoing views, I am of the opinion that 

the claims relied upon are not for a primary invention, but are 
specific improvements on the prior art, and as the defendant’s struc¬ 
tures are materially differentiated as to process and product, the bill 
be dismissed, with costs. 

September 4, 1913. 


JOHN R. HAZEL, D. J. 
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Respondent’s Exhibit B. 

Department of the Interior, 

United States Patent Office, 
Washington,-, - 

It is believed no interference could be declared between the pat- 
ents to Forsyth No-. 865,240 and 862,897 and the appUcation of 
aark Ser. No. 433,958 for the following reasons: 

These patents of Forsyth disclose no reticulated metal sections or 
lanvthins resembling the same. The strips or stran^ connectog 
the entire metal bars are mere spacers and shear memb^ in p^nt 
No. 855 240. They are in no sense members of a reticidated section 
and do not form a part of a sheet metal fabric as is essentially the case 

in the pending application of Clark. 

It is believed that a “section” in each of the patents to Forey^ 
must be taken as a pair of arms.connected at the ends. To include 
more than these elements or to duplicate the same in an effort to 
duce a reticulated section, amounts to a total reorganization of the 
structure which in this case is believed to be invention. Such reor¬ 
ganization and rearrangement of elements may seem very ample and 
obvious at the present time, in view of what h^ been d^lo^ by 
both Forsyth and Clark. It is contended on the other hand, mat 
such reorganization IS not obvious and that the Forsyth patents taken 
singlv or in combination without further disclosure of some kind 
would not suggest the reticulated sections of expanded metal dis¬ 
closed by either Forsyth or Clark. 

Forsyth who necessarily was thoroughly conversant with 

124 his own patents did not regard such reorganization of stru^ 
ture to form reticulated sections as obvious. He considered 
these changes of such merit and worth as to file application for 

^^Clark who appears to have worked independently of Forsyth ar¬ 
rived at the same conclusion, that the reticula^ metal sections con¬ 
necting entire metal sections involved patentable subject-matter and 

also filed an application for patent. . t:> a 

The fact that these two independent applicants, J^orsyth and CTark 

arrived at the same result, one of conceiving a^totally different rerm 
of expand^ metal over what was heretofor- disclosed in the art, is 

regarded as evidence of a high order 2^ 

Furthermore, in the prosecution of the Forsyth application, the 
Forsyth patent 855,240 was cited as anticipating the daims 
Dlicant in his argument asked for reconsideration ^d stated that the 
invention set forth was not met by the patents cited. 
in Heisy vs. Peters, 6 App. D. C., 68, 71, it w^ stated ^t The a^ 
pellant making claim for an alleged patentable invention, w n^to 
L heard to urge non-patentability of his claim after it has been 
placed in interference with another claim. Such decision is in 

HurblSv^e patent to For^th, 865,240 does not show an e*- 
3—2638a 
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panded metal fabric in any sense of the word. Heavy tension bars 
are shown which are spaced apart and connected by arms. These 
arms are cut from the metal between the bars and are bent up to 
form shear members and are inclined in opposite directions 

125 from the center of the bar toward the ends. 

There is no suggestion whatever of a reticulated section. 
The part shown in fig. 5 of this patent which is relied upon to show 
the diamond or reticulated section, is the result of spacing and inclin¬ 
ing the shear arms in opposite directions from the center of the bar. 
Such disclosure of a diamond mesh or reticulated section is purely 
accidental. The patentee never had in mind anything like an ex-< 
panded metal fabric having reticulated sections, but merely an old 
form of reinforce bar or truss frame having means for joining ad 
jacent bars. 

In the patent 862,897 to Forsyth, there is not the least suggestion 
of a reticulated section. Strips of entire metal are connected by 
straight strands. These strands or ties are in pairs, each strand being 
connected to a strip of entire metal at one end and to an adjacent 
strand or tie at the other end, these strands being expanded out to 
such an extent as to make them normal to the entire metal sections. 
They do not form half diamonds as might be inferred from the ex 
hibits filed. Furthermore, the number of ties or strands between the 
adjacent entire metal strips is limited to two. There is no disclosure 
of three or four ties connecting the strips of entire metal, that is, each 
connecting element in this patent is limited to a pair of ties or 
strands. It is believed the exhibit is decidedly misleading in that it 
shows three or more ties or strands in each connecting element. 
Also, tlie disclosure in the patent 862,897 does not warrant the as 
sumption that numerous ties or shear members may be added to form 
a single connecting element between the entire metal. Merely 

126 a pair of ties are shown as comprising each connecting ele¬ 
ment. 

The strands or ties of the Forsyth patents lack the reticulated fea 
ture of the Clark device, consequently plaster or other analogous 
plastic applied thereto would cut through between the ties thereof. 
On the other hand, the reticulated sections of Clark prevent such 
cutting through of plaster to a much greater degree and at the same 
time provides a better bond for the same. 

For these reasons, it is believed the patents No. 855,240 and 
862,897 relate to separate and distinct inventions from the disclosure 
made in the Clark application No. 433,958. 

ROYER. 





iA: 
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Respondent’s Exhibit C. 


r 


Complamanfs Exhibit Hazelton-Foriyth Letter of Awff. 29, 1910. 

August 29,1910. 

Mr. W. D. Forsyth, Youngstown, Ohio. 

Dear Sir: Re Your New Hy-Rib. t u j .v 

I took up with Mr. Kahn at the first opportunity I had the ma^ 
of negotiating with you for your new Hy-Rib patents whi^ 
cussed in the Hotel Hollenden about three weeks ago. Mr. Kahn 
says he will be very glad indeed to take this matter ly wim you as 
soon as you are ready, and we should like very much to have you 
come here to Detroit and go into the matter thoroughly at your 
earliest convenience after you have gotten the patent matters and 

other matters in proper shape for business. 

I hope everything is going well with you and with the AutorMbUe 
proposition which you were putting thru when I saw you in Cleve- 

^ Awaiting with interest your reply, I am, with kindest regards, 

‘’trussed concrete steel company. 

Manager Rib Products Dept. 

W. S. H.-E. M. P. 
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Respondent’s Exhibit D. 
Cow/plainanJfs Exhibit NoHee of InfrmgemerU. 


September 16,1911. 

Corrugated Bar Company, 439 Pine St., St. Louis, Mo. 

Gentlemen : We are attorneys for the Trussed Concrete Steel 
Company, of Detroit, Michigan and they bring our attention to your 
advertisement in Everybody’s Magazine for September, 
as we can judge the thing from the illustration, you seem to t^ 
passing upon the following patents, which are owned and controlled 

'"’^Na May 28, 1907, to W. »• For^. 

862,897, Aug. 13, 1907, to W. D. Forsyth. 

889,312, June 2,1908, to J. Kahn. 

920,152, May 4,1909, .to T. H. Kane. 

943,417, Dec. 14,1909, to J. Kahn. 

987,374, Mar. 21,1911, to J. Kahn. 

997,558, July 11,1911, to T. H. Kane. 

We trust you will at once review these patents, and that you will 

have due regard for our client’s righto? 

Our instroctions are to take any steps necws^ to protect our 

cliffs righto. We wish to be fully inform^ m 

Art we ^ advise our cUent with fuU knowledge, both as to.whrt 
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you are manufacturing and as to your intentions. We would appre¬ 
ciate hearing from you at an early date. 

We have ordered copies of the patents sent direct to you from 
Washington. 

Yours truly, CHAPPELX/ & EARL. 


129 Respondent’s Exhibit E. 

United States of America, 

Department of the Interior, ’ 

Patent Office. 

To all persons to whom these presents shall come, Greeting: 

This is to certify That the annexed is a true copy of the only In¬ 
strument of Writing found of Record from June 8, 1908, up to and 
including September 27, 1913, which may affect the title to the in¬ 
vention described in the Application of William D. Forsyth, Filed 
January 30, 1911, Serial Number 605,625, for Improvement in Ex¬ 
panded Metal and Process of Making the Same. Recorded in Liber 
and page as designated on the margin of said Instrument. 

Said record has been carefully compared with the original and is 
a correct transcript of the whole thereof. 

In testimony whereof I have hereunto set my hand and caused the 
seal of the Patent Office to be affixed at the City of Washin^on this 
9th day of October, in the vear of our Lord one thousand nine hun¬ 
dred and thirteen and of Ae Independence of the United States of 
America the one hundred and thirty-eighth. 

[seal.] R* T* pnAZIER, 

Acting Commissioner of Patents. 

130 Liber I 88, Page 6. 


Assignment and Contract. 

Know all men by these presents. That I, William D. Forsyth,^ of 
310 Madison Avenue, City of Youngstown, County of Mahoning 
and State of Ohio, for value received, have sold, assigned, transferred 
and do hereby sell, assign, transfer and set over to Alexander M. 
Keeper, of 1326 Oliver Building, City of Pittsburgh, County of Alle¬ 
gheny and State of Pennsylvania, his heirs and assigns, an undi¬ 
vided one-half (V 2 ) interest in all those certain applications for let¬ 
ters patent of the United States of America specified herein and the 

inventions therein described, to-wit: 

Ser. No. 596,761, filed December 12, 1910, for Expanded Metal 

and Process for Making Same; :i 

Ser. No. 596,762, filed December 12, 1910, for Metal Window 


Frame; __ , 

Ser. No. 596,763, filed December 12, 1910, for Expanding Metal 

and Process for Making Same; ‘ 
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Ser. No. 605,623, filed January 30, 1911, for Apparatus for the 

Ser. No. 605,624, filed January 30, 1911, for Improvement in Ex- 

filed January 30,1911, for Improvement in Ex- 

^“S.'^nJ®* 60^,626, filed January 30,1911, for Improvement in Ex- 

^^^rj:^*^9,043, filed February 16,1911, for Improvement in Ex- 

^A^nd Mbe said William D. Forsyth, do 

quest the Commissioner of Patents to issue any 

mav he granted on anv or all of the foregoing applications to myself, 

to 4iid Alexander M. Neeper in accordance with this 

^r val"eived, I, the said William D Fo^th, do hewhy 

assign and transfer to said Alexander M. N^per, his heire 
131 a^iSls an undivided one-half (%) interest in any and M 

improvements now made or and ^erv'o^ 

m« in or on anv of the inventions described in each and every or 

said applications or inventions of the same cla^ ^ the 
^proin’descrihed and I do hereby agree with said Neeper, his heirs 
Ind a"siS t^’at all reasonable times Wter at his or their r^ 
oult huTai their cost proportionate to th^nteres^m 
fious aDPlications for patents or letters patent, I 
deliver nich petitions, specifications and dements as may he 
hie or necessary to secure letters patent for f 

provements therein now or hereafter to Y^^nd ^ 

of America and in foreign countnes, and to transfer Md a^ 

w“td Neeper. his heirs and assigns an.equal «odiiud^ raee 
hllf (%) inter^ therein to he held and enjoyed upon the terms 

is*mutimllv*nnderstood and agreed by the 
iaf TtiAt neither of the undersiemed shall have any n^ht o 
to maJat licensor other privilege under or relating to smd Tm 
venTons described in said applications for wtents of anv Wtera 
ent that may he granted thereon or any applications for letters patent 

1 . 

for imnrovements thereon or letters patent that may be gran^ 

ri .gsSsSira 

without that the party thus making or f^m the 
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undersigned hereto is to be accountable for or share in any losses 
made by the other with reference to said inventions or improvements 
thereon. 

2nd. That the contract made and executed by the undersigned 
dated the 30th day of June 1911, is a part of this contract and as¬ 
signment, with the same effect as if the same were fully and at length 
set forth. 

In witness whereof the undersigned have hereunto set their hands 
and seals this 30th day of June, 1911. 

WILLIAM D. FORSYTH, [seal.] ^ 
A. M. NEEPER, [seal.] 

1326 Oliver Bdg., Pittsburgh, Pa, 

State of Pennsylvania, 

Ccmnty of Allegheny, ss: 

Personally appeared before me, the undersigned, a notary public 
in and for said county and state, the above named William D. For¬ 
syth and Alexander M. Neeper, who acknowledged the fore- 

133 going assignment and contract to be their act and deed and de¬ 
sired the same to be recorded as such. 

Witness my hand and notarial seal this 30th day of June, 1911. 

[Seal Minnie E. Thomas, Notary Public, Pittsburg, Pa.] 

MINNIE E. THOMAS, 

Notary Public, 

My commission expires Jan. 16, 1916. 

Recorded September 6,1911. 

134 Stipulation. 

Filed October 23, 1913. 

♦ ♦♦♦♦♦♦ 

It is stipulated and agreed by and between the parties hereto, 
through their respective attorneys, and subject to the approval of the 
Honorable Court, that the attached papers to wit :—relator's Exhibit, 
Articles of Association, relator's Exhibit—Petition for Rehearing, 
and defendant's Exhibit F, shall be entered as a part of the record in 
this case, and shall be treated as a part of such record as though the 
same had been attached to the petition and answer, respectively, of 
said parties. It is further stipulated that relator's exhibit. Petition 
for Rehearing, above referred to may be used in this proceeding with 
the same force and effect as a certified copy would have. 

WM. S. HODGES, 
Attorney for Relator, 

W. S. RUCKMAN, 
Attorney for Respondent, 


October 23,1913. 
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135 Relatob’s Exhibit. 

Articles of A^ociation. 

In the Supreme Court of the District of Columbia, Holding Special 

Term as Circuit Court. 

At Law. No. 56222. 

United States ex Rel. Trussed Concrete Steel Company, 

Relator, 

va 

Thomas Ewing, Commissioner of Patents. 

State of Michigan, 

[Vignette.] 

Department of State. 

I, Frederick C. Martindale, Secretary of State of the State of 
Michigan, and being the officer who, under the Constitution and 
I^aws of said State, is duly constituted the keeper of the records of 
articles of incorporation of certain companies incorporated under the 
laws thereof and the records of all papers relating to the creation of 
said incorporated companies, and empowered to authenticate exem¬ 
plifications of the same, do hereby certify that the attached is an ex¬ 
emplified copy, carefully compared by me with the original record 
now in my official custody as Secretary of State, and found to be a 
true and correct transcript of the Articles of Association of 
136 the Trussed Concrete Steel Comp«my, the original of wluch 
was recorded in this office on the sixth day of October, nine- . 
teen hundred and three; together with three amendments thereto, 
recorded in this office on the sixteenth day of February, nineteen 
hundred and six, on the twenty-eighth day of February, nineteen 
hundred and eight and on the twenty-sixth day of October, nineteen 
hundred and twelve respectively. Said exemplification is in due 
form and made by me as the proper officer and is entitled to have 
full faith and cr^it given it in every court and office within the 

Unit^ States. , . j xi. 

In witness whereof, I have hereto ainxed my signature and the 

Great Seal of the State, at Lansing, this fifteenth day of October in 
the year of our Lord nineteen hundred thirteen. 

[seal.] FREDERliCK C. MARTINDALE, 

Secretary of State ,. 

By D. H. MILLS, 

Deputy Secretary of State. 
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Articles of Association of Trussed Concrete Steel Company, 

We, the undersigned, desiring to become incorporated under the 
provisions of Act No. 232, of the Public Acts of 1903, entitled 
137 “An act to revise and consolidate the laws providing for the 
incorporation of manufacturing and mercantile companies or 
any union of the two, and for the incorporation of companies 
for carrving on any other law’ful business, except such as are pre¬ 
cluded from organization under this act by its expr^ provisions and 
prescribe the jwwers and to fix the duties and liabilities of such ^ 
corporations,’’ and the acts amendatory thereof and supplementary 
thereto, do hereby made, execute and adopt the following articles of 
association, to wit: 

Article I. 

The name assumed by this association, and by which it shall be 
known in law, is Trussed Concrete Steel Company. 

Article II. 

The purpose or purposes of this corporation are as follows: To 
manufacture, purchase, sell or otherwise deal in concrete steel and 
any and all materials w^hich may be used in, or connected with con¬ 
crete reinforcement; to design, engineer or otherwise engage in any 
construction, any part of which shall be composed of reinfor^ 
concrete; to purchase or otherwise acquire patents,patent rights,privi¬ 
leges or improvements for or in any way relating to the objects 
aforesaid; to grant licenses for the use of, or to sell or otherwise deal 
in patents, patent rights, privileges or improvements acquired by the 
Company. 

Article III. 

The principal place at which operations are to be conducted is at 
Detroit, in the county of Wayne, State of Michigan. 

138 Article IV. 

The capital stock of the corporation hereby organized is the sum 
of Two hundred thousand dollars. 

Article V. 

The number of shares into which the capital stock is divided is 
Twenty thousand of the par value of Ten (10) dollars each. 

Article VI. 

The amount of capital stock subscribed is the sum of One Hun¬ 
dred fifty-six thousand dollars. 

Article VH. 

The amount of said stock actually paid in at the date hereof is the 
sum of One hundred fifty-six thousand dollars, of which amount 
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fifty-six thousand dollars has been paid in cash, and one hundi^ 
thousand dollars has been paid in other property, an itemized de- 
scription of which, with the valuation at which each item is taken, 
is as follows, viz.: 

United States I^etters Patent, No. 736,602.... $25,000 

Other patents pending in United States, Great Britain and 

France, and future patents for improvements thereon... $60,0W 
Stock, good will and contracts. $16,000 

Abticle VIII. 

The office in the State of Michigan for the transaction of business 
shall be kept at Detroit, Michigan. 

Akticle IX. 

The term of existence of this corporation is fixed at thirty years 
from the date hereof. 


139 


Article X. 


The names of the stockholders, their respective residences, and 
the number of shares of stock sub^ribed by each are as follows* 

T> No. of 

Names. Residence. shares. 

Albert Kahn.Detroit, Michigan. 1,100 

Herman Kroiik. ** ** i*!?? 

Day Kroiik. “ ^*^22 

Geo. W. Patterson, Jr.Ann Artyjr, “ . 200 

Julius Kahn. Detroit, ** 10,000 

Henry M. Butzel. ** ** 522 

Ralph M. Dyar. “ . 1,000 

In witness whereof. We, the parties hereby associating, for the 
purpose of giving legal effect to there articles, hereunto sign our 
names, this twenty-second day of September, A. D. 1903. 


Names. Names. 

ALBERT KAHN. HERMAN KROLIK. 

DAY KROLIK. GEO. W. PATTERSON, Jk. 

JULIUS KAHN. HENRY M. BUTZEL. 

RALPH M. DYAR. 

State of Michigan, 

County of Wayne, 88: 

On this twenty-second day of September 1903, before me, a 
Notary Public in and for said county .^rsonally appeared Altert 
Kahn, Herman Kroiik, Day Kroiik, Geo. W. Patterson, Jr., Juhm 
Kahn, Henry M. Butzel and Ralph M. Dyar, known te me to be the 
persons named in, and who executed the foregoing instrument, and 

4r-2638a 
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severally acknowledged that they Executed the same freely and for 
the intents and purposes therein ntientioned. 

DAVID N. HARPER. 

My commission expires Dec. 13, 1906. 

Recorded October 6, 1903. 

140 Certificate of Increase of Capital Stock of the Trussed Concrete 

Steel Coinpany. 

I 

We, the undersigned, being the President, and a majority^ of the. 
directors of the Trussed Concrete Steel Company, a corporation ex-f 
isting under the provisions of Act No. 232 of the Public Acts of 
1903, do hereby certify, as required by section 2 of said act: 

That at a meeting of the sto(*khoiders of said corporation ex¬ 
pressly called for the purpose of increasing its capital stock, and 
held at the office of said company on the 30th day of January A. D. 
1906, it was resolved, by a vote of two-thirds of the capital stock of 
said corporation, that the capital stock be increased from two hun-- 
dred thousand'dollars to one million dollars, and that the articles of 
association relating to capital stock be and the same are amended so 
as to read as follows, viz: 

The capital stock of the corporation hereby organized is the sum 

of one million dollars. • ‘j • 

The number of shares into which the capital stock is divided is 
100,000 of the par value of ten dollars each. 

We do further certify that the total amount of stock, including 
such increase, subscribed is eight hundred thousand dollars. 

The total amount of stock, including such increase actually paid 
in, is the sum of eight hundred thousand dollars of which six hun¬ 
dred thousand dollars of the increase has been paid in by a 

141 stock dividend dulv declared by the directors of the company, 
there being a surplus in the company of $600,000.00 and up¬ 
wards, as follows: 

Patents. $450,000.00. tt • j « 

Said $450,000.00 consisting of increase in value of Unit^ States 
letter- patent No. 736,602 for concrete and metal constructions and 
new patents which have been acquired by the company since its or¬ 
ganization, to wit: 

United States patent No. 743.086 for composite structure members 
dated November 3rd, 1903, United States patent No. 751,921 for 
composite building constructions dated Eebniary 9th, 1904 j United 
States patent No. 768.284 for combined steel and concrete beams 
dated August 23rd. 1904; United States patent No. 768.285 for fire 
proof floor and ceiling dated August 23rd, 1904; United States 
ent No. 775,927 for self-centering plates dated November 29th, 1904: 
United States patent No. 786.820 for lintel construction dated Apnl 
11th. 1905 and patent No. 799.653 for expanded metal tension mem¬ 
bers dated September 19th J905. ^ i 

Also all foreign patents of the foregoing United States patents that 
have been thus far granted; also patents pending for railway cross 
ties, combined steel and concrete beams, expanded metal, tension 
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members for composite structures, same 

216 324 227,526, 248,972, 266,241 now pending m the omce of tne 
Commissioner on Patents in W^hington, D. C. ^he mcr^ m 
value of aforesaid patent and the value of patents 

acquired by the company is the sum A 4 A 43 

Also merchandise and book accounts of the value of $l^,m43. 
Said merchandise consisting of steel manufactured in 
142 cordance with the patents owned by Mid ^™Pa“y ^ 
used for concrete reinforcement and Mid f^o^^accounts ^ 
resenting steel sold to customers of Mid Trussed Omcrete St«l 
Company,allof which book accounts are good and will 
in cash kcept in cases where said accounts are running acwunte 
with customers of said Trussed Concrete Steel Company. “ , 

of $164,040.43 being and representing JTv T^m- 

the Mid Tnissed Concrete Steel Company on the 31st day of D^m 
her A. D. 1905, without including in Mme the increase in 
of the original patent and the new Pa^nts 
It was further resolved by the same vote that the 'plue offhe sha^ 
of increased stock befixed at eight hundred 

the nrice at which such increase of the capital shall be subscnbea 

and^id for by the stockholders be fixed at ten dollars 

and the time and manner of subscription and payment of such in- 

creased stock shall be as follows; , :i . ^ 

Six hundred thoiisanddollars shall be atonce issued to st^kholde 

at par as a stock dividend, and the remaini^ two 
•sand dollars shall be held as treasuri' stock to be sold as the 
shall see fit at a price not less than par, and the directors ®f 

poration are authorised to sell, at not}®®»,***" ^^.P^deiT a^’tSv 
Dart of such increase not suhscnhed by the stockholders, amr they 

have had a reasonable opportunity to make subscnption of their p^ 
portionate shares thereof, and the di^tors may 01 a e pro . > 
filing in and canceling the old and issuing new 

In witness whereof we hereunto sign our names this 30th 

143 day of January A. D. 1906.^^^^ 

RALPH M. DYAR, Secretary. 

.TULIUS KAHN. 

DAY KROLIK. 

HENRY M. BUTZEL. 

RALPH M. DYAR. 

ALBERT KAHN. 

HERMAN KROLIK. 

.JOSEPH BOYER. 

Recorded February 16, 1906. 

(10 fol.) 

Certificaie of Inerease of Capital Stock of Trussed Concrete Steel Co. 

^ We the undersigned, being the president, the secretary and a m^ 
joly of the dlL^ of the Trussid Concrete ^ 
poration existing under the provisions of Act No. 232 of the Pubh 
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Acts of 1903, do hereby certify, as required by section- 2 and 36 of 
SAld flct * 

That at a meeting of the stockholders of smd corporation expre^ly 
called for the purpose of increasing its capital stock and providing 
for preferred stock, and held at the office of said company on the 
22nd day of October A. D. 1912 it was resolved, by a vote of thre^ 
fourths of the capital stock of said corporation, that the capital stock 
be increased from One Million Tw'o Hundred Thousand Dol- 
144 lars to Two Million Dollars, and that the articles relating to 
capital stock be and the same are amended so as to read as 

follows: . . , • j • xi, 

“The capital stock of the corporation hereby organized, is tne sum 

of Two Million Dollars, of which One Million Five Hundred Thou¬ 
sand Dollars shall be common stock, and Five Hundred Thousaim 
Dollars shall be preferred stock. The preferred stock shall be sub¬ 
ject to redemption at par on the expiration of the wrporate fran¬ 
chise vi«: September 22nd, 1933 and the holder shall be entitled to a 
dividend of seven per cent per annum, payable semi-annually on 
March first and September first, which shall be cumulative and paya¬ 
ble before any dividend shall be set apart or paid on the common 
stock. The preferred stockholders shall be entitled to vote for 
directors. The preferred stock may be redeemed at the option of the 
Board of Directors at anv dividend date previous to the afore^d date 
of redemption at $10.50>er share, together with accrued dmdends. 

We do further certify that the total number of shares into which 
the capital stock is dmded is Two Hundred Thousand of the par 

value of Ten Dollars each. _x i • 

We do further certify that the totel amount of common stock, in¬ 
cluding such increase, subscribed is One Million Dollars. 

The total amount of preferred stock including such increase, sub¬ 
scribed is Two Hundred Thousand Dollars. 

The total amount of common stock, including such incre^ 
actually paid in, is the sum of One Million Dollars, the in- 
145 crease not having yet been paid in cash or in property but 
having been placed in the treasury to be disposed of as here¬ 
inafter stated. . j • • xi- 

The amount of preferred stock actually paid in is the sum of i^o 

Hundred Thousand Dollars, the increase not having been PJid }n 
cash, or in property but having been placed in the treasury to be disr 

posed of as hereinafter stated. . 

We do further certify that by the same vote it was further reived 

“that the value of, and the price at which such increa^ of the p^ 
ferred stock of the capital shall be subecnbed and paid for by the 
stockholders be fixed at $10.00 per share, and the tome and manner 
of subscription and payment for such increased stock shall ^ as^ o - 
lows- Each stockholders shall have a right on or before thirty days 
from date to subscribe for his proportionate share of said incre^ 
and to pay for same at the call of the Board of Directors, and the 
directors of said corporation are authorized to sell 
price so fixed any part of such increase not sub^nbed by the stock¬ 
holders, after they have had the above opportunity to make subscrip¬ 
tion of their proportionate shares thereof. 
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We do further certify that by the same vote, it was further resolved 
^^hat the value of and the price at which such mcrea^ of the com¬ 
mon stock of the capital shall.be subscribed and paid for by the 
stockholders shall be fixed by the Board of Directora and shall be not 
less than $10.00 and that the time and manner of sub^n^on and 
payment for such increas^ stock shall be fix^ by the Board of 
Directors. Only common stockholders however to have the 
146 right to subscribe and pay for their proportionate share of 
such increase of common stock of said capital within the time 
so to be fixed by the Board of Directors and any part of such in¬ 
crease not subscnbed for by the stockholders shall ^ sold at 
than the price so fixed by the Board of Director after the said coim 
mon stockholders have had the above opportunity to m^e said ^b- 
scription of their proportionate share thereof; and that the (hrectors 
make provisions for calling in and canceling the old and issuing new 

^^^n^Witne^ Whereof we hereunto sign our names this 23rd day of 

October A. D. 1912. JULIUS KAHN, Preddent. 

.. R. M. DYAR, Secretary. 

JULIUS KAHN, 
albert KAHN, 

R. M. DYAR, 

DAY KROLIK, 

HERMAN KROLIK, 
henry M. BUTZEL, 

Directors, 

Recorded October 26th, 1912. 

(9 fol.) 

147 Certifieate of Increase of Capital Stock of the Trussed Concrete 
^ ’ Steel Company. 

Wa the undersigned, being the acting president (and vice prea- 
deS’i theStary’and f majority of the Board of Directors ^ 
The T^sed Concrete Steel Company, a corporation existing under 
^A Jr^isTict No. 232 of the Public Acte of 1903, do hereby 
Srtifri required by Section- 2 and 35 of sdd act, that at a 
Sng of Ae stockholders of said corporaUon egtressly Jw 
Afnuroose of increasing its capital stock and providmg for preferred 
^ and held at the office of the Company on Wednesday, Pebri^ 
S A D 1908, at 12 b’clock noon, it was revived by a vote of 
?vfroifnnrths of the capital stock of said corporation that the camtd 
SKncreas^d f^m^^ to $1,200,000.00, of w^ch 

said $200 000.00 increase shall consist entirely of 
and that 4e Articles of Association relating to capital stock be and 
the same are amended so as to read as follows, viz: 

^ Article IV., 

«The capital stock of the corporation hereby organized is tho sum 
of $1,200,000.00, of which $1,000,000.00 shall be common sUxi and 

• ' 5^2638a 
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$200,000.00 shall be preferred stock. The preferred stock shall be 
subject to redemption at par at the expiration of the corporate fran¬ 
chise, but it may be redeemed at $10.50 per share at the option of 
the Board of Directors on any date that the dividends come due. 
The holders thereof shall be entitled to a dividend of 7% payable 
semi-annually every six months after March 1st, 1908, and after the 
issuance of said stock, which dividend shall be cumulative and paya¬ 
ble before any dividend shall be set apart or paid on the common 
stock. The preferred stockholders shall be entitled to vote for direct¬ 
ors and on all matters arising at stockholders’ meetings. The 
148 preferred stock shall be preferred both as to assets and as to 
dividends. 

Article V. 

number of shares into which the capital stock is divided is 
120 000 of the par value of $10.00 each, 100,000 of which shall be 
connQoii stock and 20,000 of which shall bo preferred stock. 


We do further certify that the total amount of stock including 
such increase subscribed is $1,000,000.00; that the total amount of 
stock including such increase actually paid in is the sum of 
$1 000 000.00, as stated in the certificate of increase of capital stock 
from $200,000.00 to $1,000,000.00 heretofore filed and recorded in 
the office of the Secretary of State of Michigan and the clerk for the 


^It was further resolved that $100,000.00 of said new issue be at 
once sold by the directors on such terms and conditions and not less 
than par as they shall deem best after the stockholders have had an 
oDDortunity to purchase the proportions thereof allowed to them by 
law and that the said remaining $100,000.00 of said preferred stock 
shall remain treasury stock for the present and be sold when the 

directors shall deem advisable. ,, ,, , in ^ u 

It was further resolved that the stockholders who shall not have 

subscribed to the proportions of the stock they shall be entitled to 
purchase in accordance with their present holdings, on or before Feb- 
ruary 25th, 1908, shall waive and lose all their right to pur- 
149 chase said preferred stock to be sold and that such stock undis¬ 
posed of shall be sold by the Board of Directors as hefeinbe- 


^^Tn^itness Whereof, we have hereunto set our signatures this 12th 

dav of February, A. D., 1908. 

^ ^ JOSEPH BOYER, 

Acting President and Vice President 
R. M. DYAR, Secretary, [seal.] 


JOSEPH BOYER, 


R. M. DYAR, 
HERMAN KROLIK, 


DAY KROLIK, 

ALBERT KAHN, 

HENRY M. BUTZEL, 

Majority of Board of Directors, 


. Recorded February 28, 1908. 
(7 foL) 
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UNITED STATES DISTRICT COURT, 

FOR THE WESTERN DISTRICT OF NEW YORK. 


TRUSSED CONCRETE STEEL 
COMPANY, • 

Complainant, 

vs. 

CORRUGATED BAR COMPANY, 

Defendant. 


Now comes the above named complainant and peti¬ 
tions this Honorable Court for a rehearing of the above 
entitled cause, on the grounds that: 

I. The Court has overlooked and failed to consider 
that Claim 1 of the Forsyth patent in suit is also urged and 
insisted upon as being infringed by the defendant. The 
claim is in the following language: 

1 . The process for forming expanded metal 
which consists in slitting the same along longitud¬ 
inal lines so as to form parallel bands connected by 
tongues split through their bases, striking up the 
tongues and bending the unslit portion of the same 
back parallel to the main sheet, and then expanding 
the material by separating the longitudinal mem¬ 
bers laterally. 

II. The Court erred in holding that the defendant 
made a claim that it was proceeding under the invention 
of one Dwight G. Clark. The defendant in its answer 
does not mention Dwight G. Clark, but in paragraph 22 
thereof, defendant’s record p. 9, says: 

'‘Defendant avers that the product manufac¬ 
tured by it, and of which complaint is made herein, 
is a patentable invention of a certain person who is 
and always has been a stranger to complainant;” 

0 

Dwight G. Clark is first mentioned in the cross exam¬ 
ination of defendant’s witness William D. Forsyth, the 
inventor and assignor of the patent in suit, at p. 275 of 
defendant’s record, and all proofs relative to the Dwight 
G. Clark transaction were forced into the record or ad¬ 
duced by complainant. While there may be an item of 
pleading in the answer, it was not urged and insisted upon 
by the defendant, but proofs relative thereto were 
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brought into the case by complainant. 

III. The Court has erred in concluding that For¬ 
syth voluntarily quit the - employment of the defendant, 
and that the defendant discontinued his service and took 
up the devices of Dwight G. Clarl: voluntarily., , The ac¬ 
tion of defendant and Forsyth was wholly involuntary. 
Forsyth was enjoined. 

Hereto is attached a certified copy of the.restraining 
order entered by Judge Day on the 20th day of November, 
1911, restraining the said Forsyth “from in any way assist¬ 
ing others in the production of any new and useful im¬ 
provements relating to metal lath or concrete supports or 
methods or processes or machinery relating thereto; or 
transferring any patent or rights to any invention relating 
thereto.’’ And it appears from the record that until that 
date, when Forsyth was stopped by this order of Judge 
Day, he was continuing to serve the defendant company, 
and was called upon and expected so to do. This appears 
from a letter bearing the same date, November 20, 1911, 
(see complainant’s record, p. 200-201) where the said Cor¬ 
rugated Bar Company says, relative to certain tests: 

“In this decision, it will be necessary for me 
to rely upon the experience and judgment of you’’ 
(meaning the said William D. Forsyth) “and Mr. 
McCarty.” 

Defendant was not to have the benefit of Mr. For- 
svth’s advice further, because on that same dav^ he had 
been restrained by the order of court from rendering any 
such assistance. However, up to ,that time his assistance 
had been very active and his advice had been good and had 
been followed, as will appear from the very active corre¬ 
spondence and contracts in that behalf, appearing in com¬ 
plainant’s record from p. 129 to p. 201. . Mr. Forsyth’s 
last detailed advice appears in his letter of August 23, 1911. 
complainant’s record p. 199, showing that Forsyth was 
rendering his services as an engineer to produce a struc¬ 
ture for a third party which he had already sold to the 
complainant. Forsyth was called as a witness by the.de¬ 
fendant. and it appears that he filed an affidavit in the 
Forsyth-Clark interference in which he stated that he was 
producing a structure and that, there was a contract by 
which he was to receive large royalties,—see Forsyth’s 
■ prelirninary statement in “Complainant’s Exhibit, For¬ 
syth-Clark File Wrapper and Contents,” at .complainant’s 
record p. 655-656, \ 



IV The Court erred iu disregarding the written in 
strunient of contract between the various part.es, and 
accepting oral statements that were clearly and ron 
kssidly made only in interpretation of such contrac^ Tl^e, 
contract referred to is the contract between the Corn, 
sated Bar Company, signed by D. E. Garrison, presiden , 

A M Neeper ami W. D. Forsyth, relative to the subject 
matter here under consideration, in which it is specifically 
contracted and agreed: 

“all payments to you'’ (meaning Clark) to 
be considered as payments made to said Forsyt i on 
account of royalties.” 

see complainanfs record p. 373, it thereby appearing that 
the Court erred in its view in saying. ^ 

“An agreement was made, in which the defend- 
ant joined, by which Clark was to receive certain 
royalties, or an amount in extinguishment pf royal¬ 
ties on all products manufactured umler 
Cla^k invention to be pai.l from the royalties which 
the defendant had previously agreed to pay For 

syth.” 

All sums paid were clearly on account of ForsyA 
because of the contract, as appears by the written instru- 
me,ns which show the contractual relations, ‘here being 
no other contract in this behalf, as 

monv of the witness Johnson. It appears that the sum ot 
six t^usand dollars thus paid was “to be consnlered as 
payments made to said Forsyth on account of royalties, 
to use the language of the contract. 

V The court erred in saying that the structure is 
like the structure of the Clark patent application, whereas 
it is nreciselv like the structure of the Forsyth patent appli- 
calirin in^rference, so far as there is any difference 1^- 
tween the two structures. The structure m interference, 
as defined by Count 1 of the interference complainant s 
record p 611, is precisely readable upon the structure o 
the patent in suit. Count 1 being in the following language. 

“An expanded metal made from a single sheet 
having substantially parallel sections of entire metal 
connected at intervals by reticulated metal sections 
which are disconnected |rom each other between 
the entire metal sections. 




Therefore, the claim under which defendant is pro¬ 
ceeding is not to an improved structure, but is to precisely 
the same structure, to use the language of that claim, and 
the Court therefore errs in considering that a distinctly 
improved and patentable invention has been pioduced. 
The complaint is not here litigations as to whether an im¬ 
provement has been made, but is to the precise structure of 
.the patent in suit. 

VI. The Court erred in holding:: 

“If Forsyth, after assigning the patent in suit, 
made an improvement, he had the right, unless pre¬ 
cluded by his agreement, if sued by complainant for 
infringement, to invoke the prior art to limit the 
scope of his assigned patent, to sustain his claim of 
non-infringement." 

Whereas, before the rendition of such opinion it had 
l>een specifically decreed, between complainant and said 
Forsythj that he had no such right, and he had been held 
guilty, of infringement in assisting to produce the de¬ 
fendant’s structure alleged to infringe in this case. 

VII. The Court erred in applying the principle of 
law in the case of Babcock & Wilcox Co. vs. Toledo Boiler 
Co., 170 Fed. Rep. 81. The Court of Appeals for the 
Sixth Circuit in that case, at 170 Fed. Rep. 84, says, con¬ 
sidering the inventor of the patent there in suit: 

“But it is to be observed at the outset that 
Park" (the inventor and assignor) “is not sued." 

whereas, in the case here at bar Forsvth was not onlv 
sued, but the United States District Court at Cleveland, as 
appears by a certified copy of decree on file in this case, 
had held him guilty of infringement by producing the 
structure which he had produced in conjunction with the 
Corrugated Bar Company, the language of the decree 
being as follows: 

“Sixth: That the said William D. Forsvth has 

• ^ 

. . ..infringed the patents herein suit, and particularly 
. ^ . patent No. 862,897 and especially claims 1, 3, 4 
and 6, by assisting the Corrugated Bar Company in 
*. Ahe production of such structures in the capacity of 
consulting engineer, and in designing and super¬ 
vising the construction of material and the machine 
for and methods of producing the same." 
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VIII The Court erred in assuming that this suit 
had to do with Forsyth’s option agreement with tlie com¬ 
plainant company. That ‘ - 

matter litigated with Forsyth m addition to the infringe 

ment matter in the suit before Judge Day at Clevelam . 
Forsyth’s option agreement is no part of tlie suit here un- 

,ler consideration. It is submitted that 
the hired man of the defendant, or 1^ would not have 
been held guilty of infringement. See Boston ^ ^ 

vs Woodward, 82 Fed. Rep. 9/. where it is held that the 
inventor there, because he was a mere employee, was not 
subject to injunction, although he had assigned his patent 

to the complainant. 

IX The Court erred in holding that the subsequent 
arrangement with Clark could ex post facto relieve defend¬ 
ant and Forsyth from the charge of infringement in t iis 
case. The acts had keen completed before Clark had been 
heard of The interference was declared November —. 
1911 two davs after Forsyth had been enjoined by the re- 
suai’ning order, and Clark was not heard o by 
ant untf January. 1912. and after the machinery 
by Forsyth ha.l been installed in the defendant s plant at 

^ \ Yhe Court erred in considering the disclaimer of 

the defendant and in regarding the oath of 
trarv to the written documentary contractual evidentt. 
tint'he received no royalties under the license agreement. 
This holding is contrary to the written documentary con¬ 
tract signed\y all parties, which they bad no right to dis- 
DUte and which they say was the contract in the case, 
there appears that six thousand dollars was paid on ac¬ 
count of rovalties and charged to Forsyth on his contract 
Further, this appears and is supported by the statement o 
Forsvth in his preliminary statement that he did have mu 
a contract. See complainant’s ■’ecord p. 6aa-6.->6. where ic- 
says, on the 30th day of December. 1911. 

“saiil CorrugattMl I’ar Comi>anv. hy virtue of 
the contract of February 24. 1911. bas .soM and, 
a-re’e<l to ilelivcr at least 2.tKX).000 s.,uare feet ol 
said invention, upon which said Corrugated Bar 
Company has agreed to pay to this deponent a speci¬ 
fied royalty per ton when the product of said inven¬ 
tion shall have been delivered- to the purchasers 

thereof.” 

Turning to p. 133 of complainant’s record, to the 
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escrow license contract, we find: 

“This agreement made and entered into this 
24th day of February, 1911, by and between Wil¬ 
liam D. Forsyth of the City of Youngstown, Countv 
of Mahoning, State of Ohio, party of the first part, 
and Corrugated Bar Company, a corporation or¬ 
ganized and existing under the laws of the State of 
Missouri, and having its principal office at St. Louis, 
Missouri, party of the second part, Witnesseth 

It thus appears that Forsyth himself swore on the 
•30th day of December, 1911, that he did have a contract 
with the Corrugated Bar Company, and the execution of 
the undertaking to Clark, already referred to, signed by 
Forsyth and the Corrugated Bar Company, on which six 
thousand dollars was paid, shows that this contract was in 
force. 

That this contract should be -regarded as in force 
appears for a further reason. After the closing of the 
proofs in this case, at a hearing on a petition to intervene 
by the Trussed Concrete Steel Company in the interfer¬ 
ence of Forsyth and Dwight G. Clark, affidavits were filed, 
one by Alexander M. Xee])er which was executed on the 
26th day of January, 1913, and one by William D. For¬ 
syth which was probably executed at about the same time, 
which documents were filed in the Patent Office on the 
29th day of January. 1913. It appears in the affidavit of 
said Neeper, at p. 3 thereof: 


“Then for the first time Mr. Forsyth consented 
that the Corrugated Bar Company be notified so 
that they could protect the expenditures that they 
had made under their contract with him.” 

And the said Neeper, who was acting as attornev for 
Forsvth, said: 




“1 was instructed by the Corrugated Bar Com¬ 
pany to purchase the application in its behalf and 
for its protection, and as its legal re|)resentative.” 


And it appears in the affidavit of said For.syth: 

• ^ • “I notified the officers of the Corrugated Bar 
Company, with whom I had a contract, and who 
upon the faith of my applications for patents had at 
and before the filing of the preliminary statements 


in said interference proceedings expended many 
thousands of doUars in experimenting to Produce 
my inventions of the Clark interference. they 
upon learning the scope of the declaration in 
terference immediately took steps to protect their 
expenditures made in such experiments and em- 
ployed A. M. Keeper as their counsel. 

'Phen Forsvth gratuitously states, contrary to the 

w,i,,e!: ll>ov. ,o, which he had no 

right to dispute: • , 

‘•Said Corrugated Bar Company did not ac¬ 
quire any claim, title, interest or demand, in and to, 
or relating to said application through me. 

Whereas, it appears that the sum P^j;! ^ 

contfact, according, to written 

which it is not competent, proper or legal for the 

-mts or their witnesses to modify by oral statements. Ce 

Sd copies of the said affidavits are hereto attached and 

made part of this petition. ' ^ 

XI The Court erred in giving ex post facto effect to 

,h. p™.!.:.. oI ,hc Cl.,k p...n. cpphCio". '■». 

not yet matured into a patent. 

XII The Court erreil in holding “Self-Sentering" 

rp:x.'’,;~'.i’i.w:.n.c<.hi„.c.uo«. 0 , 

in the answer and as not proven, and it was a later 
ture. 

XIII The Court erred in holding that it was entirely 

been held to amount to patentable invention. 

XIV The Court erred in the view of the objects of 

,|,c p.tcn, ..sell, ""V,*Z,. ,l..l » cl.im to the 


record p. 3/5, and a substitute claim inserted. The claim 
3 was rejected by the Examiner in charge, defendant's rec¬ 
ord p. 3/4, where the Examiner says, in the last paragraph 
on the page: 

‘'applicant’s attention is called to the fact that 
the 3rd claim is not limited to a structure in which 
all the longitudinal ribs are in the same plane, and 
that the reference. White, does show two series of 
longitudinal ribs each series of which has ribs ‘in 
the same plane.’ ” 

Then follows: 

“the said 3rd claim would still be anticipated by 
Kahn, 794412, July 11, 1905, (Lathing), in which all 
the ribs A are in the same longitudinal plane, while 
their connecting members B are in a vertical plane 
at right angles to the ribs A.’’ 

A reference to this Kahn patent, which is in defend¬ 
ant’s Exhibit Book, Vol. II, printed patents, shows the 
right angle feature clearly present, exactly as stated by 
the Examiner, and for this reason the claim with the riglit 
angle feature was cancelled, thus conclusively showing 
that the right angle feature or the stiffening feature was 
not the feature that secured the allowance of the claims. 

XV. The Court erred in referring to patent No. 855,- 
240 as the earlier patent of Forsyth, because the two pat¬ 
ent applications were filed on the same date. 

This petition is based upon the entire record in the 
case, upon the certified copy of decree of Judge Day, al- 
the Examiner, and for this reason the claim with the right 
ready on file, on the certified copy of restraining order of 
Judge Day, and upon the certified copies of the affidavits 
of A. M. Keeper and \\’. D. Forsvth, hereto attached. 
TRUSSED CONCRETE STEEL COMPANY. 

By Julius Kahn, 

President. 

State of Michigan, 

"SS. ^ 

County of Wayne. J ^ 

^ " i 

- % , • I 

Julius Kahn, being duly sworn, deposes and says that 
he is President of the complainant. Trussed Concrete Steel 
Coriipany: that he has read the foregoing petition for re¬ 
hearing* and that the same is true of his knowledge except 
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as to matters therein stated to be on information and be¬ 
lief and as to these matters he believes it to be true. 

JULIUS KAHN. 

Subscribed and sworn to before me 
this 15th day of October, 1913. 

EDWIN M. WOOD, 

Notary Public in and for said County and Statb. 
(Seal) My Commission Expires Feby. 10, 1915. 

I, Fred L. Chappell, counsel for the compiairiant 
herein, do hereby certify that in my judgment the fore¬ 
going petition for a rehearing is well founded and that till‘ 
same is not interposed for delay. 

FRED L. CHAPPELL. • 


THE UNITED STATES OF AMERICA, 

Northern District of Ohio, 

‘Eastern Division, SS:: 

At a stated term of the District Court of the Uh'ited 
States, within and for the Eastern Division of the North¬ 
ern-District of Ohio, begun and held at the City of Cleve¬ 
land, in said District, on the first Tuesday in October being 
the 3rd day of said month, in the year of our Lord one' 
thousand nine hundred and eleven; and of the Indepeitct- 
ence of the United States of America, the one hundred and 
thirty-sixth, to-wit: on Monday, the 20th day of Novem¬ 
ber, A. D. 1911. 

Present: Honorable William L. Day, 

United States District Judge. 
Among the proceedings then and there had were the 
following, to-wit: 

October Term, A. D. 1911, to-wit: November 20th, 1911. 
Present: Honorable William L. Day, U. S. District Judge. 

TRUSSED CONCRETE STEEL \ 

COMPANY, . (No. 123. 

vs. (Equity. 

I WILLIAM D. FORSYTH. > 


Whereas, in the above entitled case, a motion for the 
issuance of a preliminary writ of injunction has been duly 
filed and the hearing thereon fixed for the 23rd day of 
November, 1911, at 4 o'clock in the afternoon, in the court 
room in the Postoffiec Building m the city of Cleveland,.. 
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State of Ohio, and it having been made to appear that 
there is danger of irreparable injury being caused the com¬ 
plainant before the hearing of said application for the writ 
of injunction, unless the said defendant is, pending such 
hearing, restrained as herein set forth: 

.Now, therefore, take notice that you, the said William 
D. Forsyth, your agents, servants, attorneys, and each of 
you, are hereby especially restrained and enjoined from 
transferring any interest or inventions or patents to others 
on any invention or device pertaining to trussed concrete 
structures, or metallic lath or concrete structures gener¬ 
ally, and that you are particularly enjoined from transfer¬ 
ring or engaging to transfer any interest you may have in 
United States Letters Patent No. 1,007,027, of October 
24, 1911: and that you are further enjoined from assisting 
others in the manufacture of such metal lath or supporting 
members for concrete or concrete structures generally, or 
in assisting to device new methods or processes, or new 
machines for use in that j)ehalf, until the further order of 
this court in the premises. The present order is to re- 
strain you, the said \\ illiam D. Forsyth, from in anv wav 
assisting others in the production of any new and useful 
improvements relating to metal lath or concrete supports 
or methods or processes or machinery relating thereto: or 
transferring any patent or rights to any invention relating 
thereto. Complainant .to give bond in sum of $1000.00. 


THE UNITED STATES OF AMERICA, 

Northern District of Ohio, 

Eastern Division, SS:: 

I 

I, B. C. MILLER, Clerk of the District Court of the 
Unitecl States within and for, said District, do hereby cer¬ 
tify that I have compared the within and foregoing tran¬ 
script with the original Restraining Order entered upon 
the Journal of the proceedings of said Court in the therein 
entitled cause, at the term, and on the day. therein named: 
and do further certify that the same is a true, full and com¬ 
plete transcript and copy thereof. 

WITNESS, my official signature, and 
the seal of said Court, at Cleveland, in 
op AT said District, this 4th day of October, 

. - • *. .. .A. D. 1913, and in the 138th year of 

the Independence of the United States 
r .of America. 

B. C. MILLER, Clerk. 

By Anna H, Elliott, Deputy Clerk. 



UNITED STATES OF AMERICA, 
DEPARTMENT OF THE INTERIOR, 

UNITED STATES PATENT OFFICE. ' 

# 

To all to whom these presents shall come, Greeting: 

THIS IS TO CERTIFY that the annexed is a true 
copy from the Record of this office of the Affidavit of Wil¬ 
liam D. Forsyth, filed January 29, 1913, in the matter of 

Interference Number 34,061, 

Clark 

vs. 

Forsyth, 

Subject-Matter:— 

Expanded Metal. 

IN TESTIMONY WHEREOF I have 
hereunto set my hand and caused 
the seal of the Patent Office to be 
affixed at the City of Washington, 
this 6th day of October, in the year 
SEAL. of our Lord one thousand nine hun¬ 

dred and thirteen and of the Inde¬ 
pendence of the United States of 
America the one hundred and 
thirty-eighth. 

R. T. FRAZIER. 

Acting Commissioner of Patents. 

Assistant Commissioner, 
Jan. 29, 1913 

• ' U. S. Patent Office 

UNITED STATES PATENT OFFICE 
WASHINGTON, D. C. 

PETITION TO THE COMMISSIONER 
OF PATENTS, By the Trussed Concrete 
Steel Company, to Intervene in Interference 
No. 34,061, between the Applications of 
William D. Forsyth, Ser. No. 605,625, and 
Dwight G. Clark, Ser. No. 433,958. 

Affidavit of William D. Forsyth to be used 
at Hearing on Wednesday, January 29th, 
1913, before the Commissioner of Patents 
in the above matter. 
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STATE OF PENNSYLVANIA, 1 

►ss. 

COUNTY OF ALLEGHENY. 

. ^ 

W illiam D. Forsyth ])eing duly sworn according to 
law, deposes and says: 

, I am the \\ illiam D. Forsyth mentioned in the peti¬ 
tion in this matter. I deny that the Trussed Concrete 
Steel Company acquired any interest in any inventions of 
mine, except those shown and described in United States 
Letters Patent issued to me and assigned to said Trussed 
Conjrrete Steel Company, Nos. 855,240, dated May 28th. 
1907, and 862,897, dated August 13th, 1907, and notwith¬ 
standing the contracts, options, injunction of the District 
Court of the United States for the Northern District of 
Ohio, Eastern Division, of the 17th of April, 1912. and the 
opinion of Judge Day of March 30th, 1912: said injunction 
and opinion were granted by Judge Day on ex parte and 
reply affidavits, without the testimony of the parties to said 
suit in which the Trussed Concrete Steel Company, the 
petitioner herein, is plaintiff, and I am the defendant: said 
suit is still pending and testimony and exhibits and argu¬ 
ment and final hearing not having, up to this time, been 
presented or had. 

Whether or not the Trussed Concrete Steel Company, 
as stated in the petition in this matter. 

Acquired all of the right, title and interest of 
. said \\ illiam D. Forsyth to all inventions and pat¬ 
ents relating to expanded metal lath and the ma¬ 
chinery and dies for the manufacture of the same.” 

is disputed and contested at every point by me in the pro¬ 
gress of that case. 

^be Trussed Concrete Steel Companv were reiving 
upon the options and contracts, etc., attached to this peti¬ 
tion. being in writing in its case in chief, and offered said 
documents without any oral testimony to support them, 
assuming that the written contracts, constituted the entire 
contract between the parties and that no oral testimony 
was necessary. 

... Notwithstanding this. I was present in the City of 

Detroit, Michigan, on the.day of December, 

1912, when Julius Kahn, the President of the Trussed Con¬ 
crete Steel Company, plaintiff herein, was on the stand 
giving testimony m rebuttal in the case of the Trussed* 
Concrete Steel Company, vs. Corrugated Bar Company, 
pending in the District Court of the United States for tlie 
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Western District of New York, and heard said Julius Kahn 
testify as follows on cross examination by James A. Larr, 
Esq.,' Solicitor for the said Corrugated Bar Company, 

to-wit:— 




XQ. 133. your answer to question 29 re¬ 
ferring to your purchase of the Forsyth Patents Nos. 
855,240, and 862,897, you say, ‘It was understood at 
the time of the purchase, that in due time, when for¬ 
eign patents were issued, Forsyth would assi^ 
them to the Trussed Concrete Company. 

A. It was both oral and in writing.” 


H 


Under these circumstances and m the case of t e 
Trussed Concrete Steel Company pending m t^ 

Court of the United States for the Northern ^'strict of 
Ohio, I testified, in substance, that on November 14 , 

1908, that the option of August 6th, 1908, was ac¬ 

cepted but that a new contract was made covering different 
subject matters and that at the time it was agreed betweer 
the Trussed Concrete Steel Company, through its presi 
dent, Julius Kahn, and myself, that said Trussed Concre « 

Steel Company acquired none of my 
those dc; crdied and claimed in the two United States Let 
ters Patent Nos. 855,240 and 862,897, and that I was fre, 
to make improvements thereon and any improvemen s si 

made would be my exclusive property. 

I now affirm that the contract was as just stated, tha 

the Trussed Concrete Steel Company 

thine from me. except the inventions described in Unite 
Ss Patents Nos. 855.240 and 862.897. and except an 
inventions that might he embodied in tools, machines an 
devices then under experimentation and m ' 

manufacture in the shops of the Trussed Concrete 
Company at Youngstown. Ohio: and now aver and affiri 
that all the inventions in expandeil metal machinery, die 
etc etc for the manufacture of the same, invented by ir 
since November 14. 1908. were my exclusive property an 
that said Trussed Concrete Steel Company, the pet't'O" 
herein, has no claim or interest therein, either leg 
equitable, and especially in the invention described a 
chiimed in my application for patent m 
of the United States, filed January 30, 1911, b 

605,ffl^5. staternem 

34061 declared in the Patent Office November 28th. 191 
utffwo dates. ‘•21st day of July. 1911.” 

drawings and models of the invention, and August 1 



1911/* the (late on which I first explained the invention to 
others, are in error, they should be respectively “Julv 
21st, 1910,** and “August 1st, 1910.** 

I further aver and affirm that I conceived the inven¬ 
tion described and claimed in my pending application in the 
Patent Office No. 605,625, filed January 30, 1911, on or 
about the 20th day of July, 1910, and disclosed it orally in 
August of that year, and when I ascertained from the pre¬ 
liminary statement of Dwight G. Clark, filed in the Inter¬ 
ference, No. 34,061, I knew that he had made the inven¬ 
tion described in his application. Serial No. 433,958, more 
than two years before I had ever thought of it and that 
therefore I could not successfully proceed with the inter¬ 
ference proceedings and obtain judgment therein in my 
favor. For this reason, and this reason alone, Idid not 
proceed further in the interference proceedings and did not 
take an appeal when notified that judgment would be ren¬ 
dered against me on the record. 

When the facts appeared that Mr. Clark had invented 
the device shown in this application. Serial No. 433,958, 
more than two years before I thought of it, I notified the 
officers of the Corrugated Bar Company, with whom I had 
a contract, and who upon the faith of my applications for 
patents had at and before the filing of the preliminary 
statements in said interference proceedings expended 
many thousand of dollars in experimenting to produce my 
* inventions of the Clark interference, and they upon learn¬ 
ing the scope of the declaration in the interference, imme¬ 
diately took steps to protect their expenditures made in 
such experiments and. employed A. M. Neeper as their 
counsel, and through him, as I am informed and believe, 
had him take title to Dwight G. Clark’s application. Serial 
No. 433,958, filed in the Patent Office, May 20th, 1908. 
Said Corrugated Bar Company did not acquire any claim, 
title, interest or demand, in and to, or relating to said appli¬ 
cation through me. 

Further deponent saith not. 

WILLIAM D. FORSYTH. 
Sworn to and subscribed before me, this 
.day of January, A. D. 1913. 


Notary Public. 



UNITED STATES OF AMERICA, 

department of the interior, 

UNITED STATES PATENT OFFICE. 


To all whom these presents shall come. Greeting. 

THIS IS TO certify that the annexed is a true 
copy from the Records of tliis Office of the Affidavit of 
AleLnder M. Ndeper, filed January 29, 1913, u, the matter 

Number 34,061, 

Clark 
vs. 

Forsyth, 


Interference 


Subject-Matter:— 

Expanded Metal. 

IN TESTIMONY WHEREOF I have 
hereunto set my hand and caused 
the seal of the Patent Office to be 
affixed at the City of XVashington. 
this 6th day of October, in the year 
of our Lord one thousand nine hun¬ 
dred and thirteen and of the Inde 
pendence of the United States of 
America the hundred and thirty- 
eighth. 

R. T. FRAZIER, 

Acting Commissioner of Patents. 

Assistant Commissioner. 

Jan. 29, 1913 
U .S. Patent Office 
UNITED STATES PATENT OFFICE 
WASHINGTON. D. C. 


PiriTTION TO THE COM MISSIONED 
OF PA'PEN'rS. By the Trussed ‘Concreu 
Steel Companv. to Intervene in Interfer 
ence No. 34.061. between the Apphcatiom 
of William D. Forsyth. Ser. So. 60.->.62a 
and Dwight G. Clark, Ser. No. 433.9.S8. 

affidavit of ALEXANDER M 
NEEPER, to be used at Hearing on Wed 
nesdav, lamtary 29th, 1913, before tlr 

Commissioner of Patents in the above mat 



STATE OF PENNSYLVANIA, 

■ j-ss. 

COUNTY OF ALLEGHENY, 

ALEXANDER M. KEEPER being duly sworn ac¬ 
cording to law, deposes and sayS: 

I was the solicitor for William D. Forsyth mentioned 
in the petition in this matter in his application for letters 
patent for Improvements in Expanded Metal, Serial Nuhir 
ber 605,625, filed January 30, 1911, and was also his legal 
representative in the suit of the Trussed Concrete Steel 
Company against said Forsyth now pending in the United 
States District Court for the Northern District of Ohio, 
Eastern Division, wherein' the Trussed Concrete Steel 
Company, the petitioner in this case, is the plaintiff. 

I never knew Dwight G. Clark nor his patent solicitor, 
Robert S. Allyn, Esq., of New York, prior to meeting 
them on January 27, 1912. My first communication about 
.Mr. Clark disposing of his application Ser. No. 433,958, 
filed May 20, 1908, was received from Mr. Allyn on Janu¬ 
ary 13, 1912, and it read as follows, being addrsesed to me 
at Pittsburgh, Pa.: 

‘‘Re Clark vs. Forsyth Interference No. 34,061. 
“I have received notice that judgment is to be ’ 

^ rendered on record against Forsyth and it has oc¬ 
curred to me that your clients would be interested 
in purchasing the Clark application. If .so, kindly 
let me know at once. 

Yours very truly, 

• R. S. ALLYN.’* ' 

After corresponding with him, I met Mr. Allyn on 
January 27, 1912, and the contracts and options attached 
to the petition in this case were formulated and signed and 
subsequently the legal title to the entire interest in that 
application was vested in me. 

I knew of the contractual relations between Mr. For¬ 
syth and the Corrugated Bar Company and knew that the 
Corrugated t‘.ar Company had expende<l .some thon.sands 
of dollars during the spring and .summer of 1911 in umler- 
taking to perfect a machine to manufacture expanded 
metal invented by Mr. Forsyth, and upon the negotiations 
initiated by Mr. Allyn on behalf of Mr. Clark for the sale 
of Mr. Clark’s application above noted, I notified the Cor¬ 
rugated Bar Company of the opix)rtunity to purchase an 
application which might consummate in patent which 
would cover the invention of Mr. Forsyth shown in his 




w^s^iSt^ructed W’uie Corrugated far Company to 
nurchase the application in its behalf and for its protect on. 
Ld as its legal reptesentative, P^chased 
with funds derived exclusively from the Corruga eO Bar 
Company, this with the full knowledge and consent of Mr 
Forljth.' who had not the funds nor the means nor the 

credit to purchase the application in his own '’^^a . 

It wL apparent that Mr. Clark had conceived the . - 

vention described and claimed by Mr. *PP ; 

cation Ser. No. 605,625, over two years before Mr. Forsyth 

In S'* and August, of 1910. Mr. Forsyth came to my 
office almost daily and I remember distinctly his ^scrffi- 
iii^ the invention described in Application Ser. N®-• 
nhoiit the last of July, and his producing manila paper 
J .h. .h. 6r.. of Aug.,.. ». .J.. ye.r. 

At that time he told me on the day he conceived the in 
vention of his having made it and 

words and said he would make a f f’’’p;„„, 

made some davs later at my office m Pittsburgh. 

what he said and did at the time I 

never thought of the invention before that tiine^ 

Und’r Ithese circumstances iand for these re 
alone being utterly without hope to overcome the prior 
JaUoHnvention of Mr. Clark the interference proceed- 

iiie's at No 34 061 were not further proceeded with. The 
reouest Tor a postponement on my part in that matter was 
for the purpose of drawing out some proposition frciin \ . 
Clark which would enable something to « 

Porsvth's behalf to get some rights under the Clar j l 

bin when the proposition to sell the same took its 
ffiJeption from Mr. Clark’s counsel and a price was named 

which was beyond the means of Mr. rsy* to I«y^ 

r 4.1 <;e.cf ti*nip Mr Forsyth consented that the s^ottu 

’"'.'f Bfr Company lie „olifie,l «> iha. they eouW proleel 

£ .I..y "a.' m.<l. .mte tliei. eon.™. 

1,1, him. Such no,i«ea.io„ being given I acquired 

intere.. i" .be M. NEEPEE. 

Sworn to and subscribed before me this 
27th day of January. 1913. 


Mv Commission expires Jan. 16, 1915. 
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^09 Defendant’s Exhibit F. 

In the Supreme Court of the District of Columbia, Holding Special 

Term as Circuit Court. 

At Law. No. 56222. 

United States ex Rel. Trussed Concrete Steed Company, 

Relator, 

vs. > 

Thomas Ewing, Commissioner of Patents. ( 

The United States of America, 

Northern District of Ohw, 

Eastern Dividon 

At a stated term of the District Court of the Unit^ St^, 

and for the Eastern Division of the Northern Distnct of Oluo, 
begun and held at the City of Cleveland, in said Distort, on the 
fimt Tuesday in April being the 1st day ofjaid mont^m ^e 
year of our Lord one thousand nine hundred Md thirteen, and 
of the Independence of the United St^ of Amtoc^ the one 
hundred and thirty-seventh, to-wit, on Thursday, the 4th day of 

September, A. D. 1913. 

Present: Honorable William L. Day, United States District Jud^ 

Among the proceedings then and there had were the following, 
to-wit: 


170 


No. 123. Equity. 


Trussed Concrete Steel Company 

vs. 

William D. Forsyih. 

Upon motion of A. M. Keeper, Esq., counsel for defendant, and on 
filing petition of William D. Forsyth for »rder allowing ap^, ^ 
eether with an assignment of errors, it is ordered that^ appeal he 
Ld is hereby allowed to the United States Circuit Court of App^ 
for the Sixth Circuit from the interlocutory I 

1913, granting injunction pendente lite a^inst defendant 
that the amount of the bond on said appeal be, and Imreby w 
^ the sum of Five Hundred ($500.(W) Dollam, ® 

transcript of the record and proceeding herein te forthwith trans¬ 
mitted to the said United States Circuit Court of Appeals. 


6—2638a 





144 U. 8. BX REL. TRUSSED CONCRETE STEEL COMPANY V8. 

« 

The United States of America, 

Northern DiMrict of Ohio, 

Eastern Division, ss: 

I, B. C. Miller, Clerk of the District Court of the United States 
within and for said District, do hereby certify that I have compsired 
the within and foregoing transcript with the original Order allow¬ 
ing Appeal, etc. entered upon the Journal of the proceedings of said 
Court in the therein entitled cause, at the term, and on the day 
therein named; and do further certify that the same is a true, full 
and complete transcript and copy thereof. d 

171 • Witness, my official signature and the seal of said Court, at" 

Cleveland, in said District, this 9th day of October A. D. 
1913 and in the 138th year of the Independence of the United States 
of America. 

[seal.] B. C. miller. Clerk, 

By ANNA H. ELLIOTT, 

Depaty Clerk. 

172 Motion for Judgment of Relator. 

Filed October 23, 1913. 

♦ . ♦ ♦ ♦ ♦ ♦ ♦ 

And now comes the relator, by William S. Hodges, his attorney, 
and moves the Court for judgment for a peremptory writ of man¬ 
damus against the respondents, notwithstanding the return of the 
respondent herein. 

WM. S. HODGES, 
Attorney for RelcUor. 

Service of the above motion for Judgment and receipt of a copy 
thereof is hereby acknowledged this 23rd day of October 1913. 

W. S. RUCKMAN, 
Attorney for Respondent. 

173 Exhibit —. 

Transcript of Minutes Dist. Ct. Northern District of Ohio. 

Filed November 3, 1913. 

In the Suprefne Court of the District of Columbia. 

At Law. No. 56222. 

United States ex Rel. Trussed Concrete Steel Oo., Relator, 

vs. 

Thomas Ewing, Commissioner of Patents. 

United States of America, 

Northern District of Ohio, ss: 

I, B. C. Miller, Clerk of the District Court of the United States, 
within and for said District, do hereby certify that in the case of the 
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Trussed Concrete Steel Company v. D. Forsyth, 

123 an interlocutory decree was entered in this court on o, 

1913, and in injunction issued on the same day; on September % 
1913, a petition for appeal and assignment of errors were fil^^ ana 
an order entered allowing an appeal to the Uni^ States Circmt 
Court of Appeals for the Sixth Circuit and a ^nd for coste m toe 
sum of $500.00 was filed and approved; a citation was i^ed on to# 
same day, i. e.,. September 4, 1913, returnable in the UmtM 8^ 




and 

174 I do further certify, that no additional time for 

transcript has been granted; that no precipe for tran^pt 
has been filed as required by Rule 75 of the Equity Rules of th# 
United States Supreme Court and the rul^ of this Court, and toe 
evidence in narrative form has not been filed as required by Rule 
75 of the Supreme Court of the United States aforesmd, and toe t^ 
script of record has not been prepared and has not been tranraiitted 

to the United States Circuit Court of Ap^s. ., ^ 

Witness, my official signature and the Seal of iAey^ 

land in said District, this 27th day of ^ J). md m 

the 138th year of the Independence of the United States of America. 

Fsbal.! 

^ Clerk U. S. District Cov/rt, Northern District of Ohio, 

Unitejd States of America, 

Northern District of Ohio, ssi 

I William L. Day, judge of the District Court of the Uni^ 
States, within and for the Northern District of O^o, ^ 
certify that B. C. Miller, whose genume signature is subscnbod to 
the foregoing attestation was at the time of signing the same md 
now*is Clerk of said District Court of the United States, and that 

“S.nd 1. .ud (hi. mth 

175 d., .1 Cwbr, A. D. ms. 

Judge V. S. District Court, NoHhem. District of Ohio. 

Unite® States of America, 

Northern District of Ohio, ss: 

I B. C. Miller, Clerk of the District Court of the Unit^ 8t^ 
within and for the District aforesaid, do hereby certify t^ ^ 
Honorable William L. Day, whose ^nuine signore is 
to the foregoing attestation was at the tame of sub^nbrng the sam 
^nd nowToi^rict Judge of the Unit^.St^, ** 

iNorthem District of Ohio, duly commissioned mi quali^, and is 
•now^ng as such, and that full fai* and credit are and ought to 

be given to fill his officifll sets 8S such. 




144 U. 8. EX BEL. TRUSSED CONCRETE STEEL COMPANY VS. 

% 

The United States of America, 

Northern DiHrict of Oh/io, 

Eastern Division, ss: 

I, B. C. Miller, Clerk of the District Court of the United States 
within and for said District, do hereby certify that I have compared 
the within and foregoing transcript with the original Order allow¬ 
ing Appeal, etc. entered upon the Journal of the proceedings of said 
Court in the therein entitled cause, at the term, and on the day 
therein named; and do further certify that the same is a true, full 
and complete transcript and copy thereof. | 

171 Witness, my official signature and the seal of said Court, at" 
Cleveland, in said District, this 9th day of October A. D. 

1913 and in the 138th year of the Independence of the United States 
of America. 

fsEAL.l B. C. MILLER, Clerk, 

By ANNA H. ELLIOTT, 

Deputy Clerk. 

172 Motion for Judgment of Relator. 

Filed October 23,1913. 

♦ . ♦ ♦ ♦ ♦ ♦ * 

And now comes the relator, by William S. Hodges, his attorney, 
and moves the Court for judgment for a peremptory writ of man¬ 
damus against the respondents, notwithstanding the return of the 
respondent herein. 

WM. S. HODGES, 
Attorney for Relator. 

Service of the above motion for Judgment and receipt of a copy 
thereof is hereby acknowledged this 23rd day of October 1913. 

W. S. RUCKMAN, 
Attorney for ResponderU. 

173 Exhibit —. 

Tramaript of Minutes Dist. Ct. Northern District of Ohio. 

Filed November 3, 1913. 

In the Supretne Court of the District of Columbia. 

At Law. No. 56222. 

United States ex Rel. Trussed Concrete Steel Co., Relator, 

vs. 

Thomas Ewing, Commissioner of Patents. 

United States of America, 

Northern District of Ohio, ss: 

I, B. C. Miller, Clerk of the District Court of the United States, 
within and for said District, do hereby certify that in the case of the 
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Trussed Concrete Steel Company v. D. Forsyth, 

123 an interlocutory decree was entered in this court on o, 

1913, and in injunction issued on the same day; on Septemter % 
1913, a petition for appeal and assignment of errors ^re nl^^ and 
an order entered allowing an appeal to the Unit^ States C^mt 
Court of Appeals for the Sixth Circuit and a ^nd for coste m the 
sum of $500.00 was filed and approved; a citation was i^ed on toe 
same day, i. e., September 4, 1913, returnable in the I^it^ Ste^ 
Circuit Court of Appeals oh October 3, 1913 ; on (^tober 3, 191o, 
an order was entered extending defendant’s time ^ tranwnt^ m 

# he United States Circuit Court of Appeals to October ZO, 1M16, 

and. 

174 I do further certify, that no additional time for 5^^ 
transcript has been granted; that no preci^ for tranwsnw 
has been filed as required by Rule 75 of the Equity Rules of the 
United States Supreme Court and the rul^ of this Court, and toe 
evidence in narrative form has not been filed as required by Rule 
75 of the Supreme Court of the United States aforesmd, and the 
script of record has not been prepared and has not been transmitted 
to the United States Circuit Court of Appeals. ^ ^ 

Witness, my official signature and the Sed of f 
land in said District, this 27th day of October AD. 1913, and m 
the 138th year of the Independence of the United States of Amenca. 

r SBAli 1 , 

^ Clerk U, 8. District Cowrt, Northern District of Ohio. 

United States of America, 

Northern District of Oluo, ss: 

T William L. Day, judge of the District Court of the Unit^ 
States, within and for the Northern District of 
certify that B. C. Miller, whose genuine signature is subscribed to 
the foregoing attestation was at the tune of signing the same Md 
now is. Clerk of said District Court of the United States, and that 

said attestation is in due form of law. 

Witness my hand at Cleveland in said District, this 27th 

175 day of October, A. D. 1913. L. DAY, 

Judge V. S. District Court, Northern, Dirtriet of Ohio. 

United States of America, 

Northern District of OMo, ss: 

I, B. C. Miller, Clerk of the District Court 
within and for the District aforesaid, do hereby cer^y tlM ^ 
Honorable William L. Day, whose ^nmne signore is 
to the foregoing attestation was at the time of subrenbing the same 
^d nowTsfDLlrict-Judge of the Unit^.St^, ^thin ^ 

• Northern District of Ohio, duly commissioned and qualified, and is 
now ^ng as such, and that f^l failh and credit are and ought to 
be given to all his official acts as such. 
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Witness, my hand and the seal of said Court, at Cleveland, Ohio, 
this 27th day of October, A. D. 1913. 

FSSALr 3 

Clerk U, S. District Cowrt, Northern District of OUo. 
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Opinion of . Court. 
Filed November 14, 1913. 


In this case a petition is filed by the relator, the Tmssed Concrete 
Steel Company, a corporation, in which it is prayed, among o er 
things that a writ of mandamus be issued against the Commissioner 
of Patents, requiring him to declare an interference between the 
claims of a certain patent No. 862,897, taken out in the name 
William B. Forsyth, and now owned by the relate^ 
in a certain application of Dwight G. Qark, Serial No. 433,958, now 

pending in the Patent Office. ^ . , 

^The Commissioner in his answer to this petition, denies that the 

invention in the Forsyth patent, No. 862,897, the 
scribed in the application of said Clark, are»sub^antially the same, 
as the relator claims them to be; and he denies the allegation m the 
netition that petitioner is without remedy except by the wnt of 
mandamus; a^ he claims that the petitioner has an adequate 
remedy by suit in equity, under Section 4918 of the Revi^d Statute^ 
to have tL Clark patent declared void in ca^ a patent shall is^e 
upon said application, and it should appear that it would cover the 
invention 8s the said Forsyth patent. • 

He also states, as a matter of law, that there can be 
interference declared in respect of a subjert matter that is ' 

entaible, and that the relator avers that the invention as de^bed in 
the Clark application, is not one that is patentable, and therefore, 
that upon the relator’s own showing, it is not entitled to the relie 

177 ^ Without considering the merite of the said 

for patent, or undertaking to distinguish the claims 
from the claims included in the said Forsyth patent, now own^hy 
the relator, it seems appropnate to examnje the law which authonzes 
the Commissioner of Patents to declare an interference. 

“Whenever an application is made for a patent which, in the 
opinion of the Commissioner, would interfere with ^y pending ap- 
Xcation, or with any unexpired patent, he 

“and shall direct the Primary Examiner to proceed to determine the 

'*'*Me*93^ oAhe ilules of Practice in the Patent Office, “ 

interference and says that it is a proceeding instituted for ffie pur¬ 
pose of determining the question of priority of invention betw^( 
^or more parties claiming substantially the same patentable in- 

94 specifies the cases in which interferences will be declared. 
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when all the parties claim substantially the same patentable inven- 

**”Rule 95 p^o^^des that the invention which is to form 

of the controversy, must be decided to be patentable, Md that before 

the delation of interference, all preliminary questions must be 

settled by the Primary Examiner. nrsctice in in- 

A number of the succeeding rules provide for ‘n® ^ 

terference cases, and for appeals to the Commissioner, and to the 

Examiners-in-Chief, in certain cases. « /loniaiAn of the 

178 These rules do not seem to be matenal t^. ^ fhe 

> point in this case, which must nec^nly ^ ^ 

nuARtion of declaring an interference ; and under the section of ^ 

Se abl referoe'd to, the opinion of the <>-Xouir^ d^aS 
termine whether an interference m a given c^ should be aecl^ 
Assuming that the relator is entitled to receive the 
ion ofthe (fommissioner on that subject, and notwithstmding which 
Z ammliioner refuses to declare interferenre ^se « 
opinion no interference is proper, can the court '’y. ^ 

dLus, compel the Commissioner to change his opinion, and to de- 

clflT© til© iiit©rf©r©iic©? ^ ^ 4 - 1 - 10 + on 

It appears from the allegations m *^6 petition, that an inteire 

ence w^^ declared between the said application of said Clark, MG 

patents issued to said Forsyth, and that the same was known as Inter- 

^Tis Saimtd by the petitioner that there was collusion betw^n 
said Forsyth after he had parted with his interest m 
and the said’Clark, a« to the said controversy ; and that *^® . 

Office re^hed the conclusion that said Oark’s appheatmn had pn- 
Sftoorr the lims in the said Forsyth patents. Nos. 856,240 and _ 

^^It^abo appears that there was litiga.tion ^et^®®” ^® ??? 

said FoWdh, in t^Unit^^^^^^ Mr. Justice Day. 

ntha S'sT h Ac dedXt t^^^ title to the said For^th j^tente 

IJnitcu ‘ Qfto RQ7 on tb© ground thflt th.6 Cor- 

^^Tsar ^iTha"d SS LtoTsidd patent, and 
to whteh^suifthe defLdant claimed under the 
Dwi^it G. Clark; and that, on the heanng of said cause, the judge 

®”rtdltim totlrey?r*for''mandamus, requiring the^mmi^ 

• ISSiS’S 
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move to dissolve the interference, and to contest the interference in 
a proper manner, on a full showing of the facts. 

Can the court, by mandamus, compel the Commissioner of Patr 
ents, to reopen a proceeding before him, and to permit the petitioner 
to intervene therein to make such motion? 

No express authority has been pointed out, which would authori^ 
the court to set aside the judgment of the Commissioner ; and this 
court has no appellate jurisdiction; and if it had, the writ of man¬ 
damus is never available for the purpose of taking the place of an 
appeal or writ of error. 

U. S. ex rel. Henderson v. Edmunds, 3 Mackey, 142. 

Therefore, no review can be had here, as to the merits 
180 of the decision already made in the Patent Office, and those 
prayers must be denied. 

The main relief sought is that asked for by the fourth prayer, 
namely, the writ of mandamus to require the Commissioner to de¬ 
clare the interference between the said Clark claims and the said 

Forsyth patent. _ ^ . i. t 

It is stated in argument, that this is the first time such an appli- 
c&tion has ©ver b©en mad© to th© court j and it is insisted that the 
court ought to require the Commissioner to declare the interference, 
90 that the question of priority can be regularly tried out by the ma¬ 
chinery provided in the Patent Office ; and that the granting of the 
writ of mandamus, does not require a decision by this court as to the 

merits of the case. / . 

This argument, it is claimed by the respondent, is not sound, for 
the reason that the merits of the case must necessarily be considered 
by the Commissioner, to some extent, before he can form an opinion 
as to the propriety of declaring an interference. He must examine 
the application and the patent, to determine whether the one would 
interfere with the other, if the patent should be issued on the appli¬ 
cation ; or if two applications were pending, whether they would in¬ 
terfere or not; that is, he must consider and determine the identity 
of the invention, as described in each application; and it is not the 
province of the court to assume to determine these preliminary ques¬ 
tions, but it is expressly made the duty of the Commissioner. 

The record discloses the fact that the Commissioner has already 
decided against the interference in this ca^, and such decis- 
181 ion must be held to be within his jurisdiction, and to be of a 
judicial character; and whether he is right or wrong in that 
decision, this court has no authority to review the same or to en¬ 
tertain an appeal therefrom. 

Tn the recent case, U. S. ex rel. Ness v. Fisher, 223 U. p,, 

Mr. Justice Van Devanter, in delivering the unanimous opinion of 
the court, used this language: 

'*So, at the outset, we are confronted with the question, not 
whether the decision of the Secretary was right or wrong, 
whether a decision of that officer, made in the discharge of a duty 
imposed by law, and involving the exercise of judgment and discre¬ 
tion, may be reviewed by mandamus, and he be compelled to retract 
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it and to give effect to another not hjs own, and not having his ^ 
proval? The question is not now, but has been often considered by 
this court, and uniformly answered in the negative. 

Decatur v. Paulding, 14 Peters, 497-515, 

U. S. ex rel. Tucker v. Seaman, 17 Howard, 225-230, 
Graines v. Thompson, 7 Wallace, 347, 

Litchfield v. Register and Receiver, 9 Wallace, 675, 

U. S. ex rel. McBride v. Schurz, 102 U. S., 378, 

U. S. ex rel. Dunlap v. Black, 128 U. S., 40-48, 

Riverside Oil Co. v. Hitchcock, 190 U. S., 316-324. 

This uniform rule applies in the present case, in my judgment, 
and precludes the granting of a writ of mandamus j and ^erefore, 
the prayers of the petition must be denied, and the petition dis- 
misscQ 

JOB BARJSTARD, Justice. 


182 Supreme Court of the District of Columbia. 

Friday, November 14, 1913. 

Session resumed pursuant to adjournment, Mr. Justice Barnard 
presiding. 

* ♦ ♦ 3(c 3(e ♦ 

Upon consideration of the motion of relator filed herein, for judg¬ 
ment for a peremptory writ of mandamus against the respondent, 
notwithstanding the return of the respondent herein, it is considered 
that said motion be, and hereby is overruled. 

Therefore it is considered that the rule to show cause herein be, 
and the same is hereby discharged, the petition dismissed, and that 
the respondent recover against the relator, the costs of his defense, 
to be taxed by the Gerk, and have execution thereof. 

From the foregoing the relator by his Attorneys in open Court, 
notes an appeal to the Court of Appeals of the District of Columbia, 
and the penalty of the bond for costs on said appeal is hereby fixed 
in the sum of one hundred dollars ($100). * 

Memorandum. 

November 29, 1913.—Appeal bond approved and filed. 

183 Assignment of Errors. 

Filed November 29,1913. 

s "S * * * * 


And now comes the relator and assigns the following errors in 
the action and proceeding of the Supreme Court of the District of 
Columbia in the above entitled cause. 

The Court erred: 


I. In refusing to grant relatoFs petition. 

II. In holding that it had no ri^t to control the Commiadoner’s 
action on the petition to intervene. 
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IJLI. In not directing the Commissioner of Patents to enter and 

consider relator’s petition to intervene. . . , r i 

IV In holding that there was matter of discretion in the refusal 
of the Commissioner of Patents to grant the provisions of the decree 
in the United States District Court, Northern Distnct of (miOy East¬ 
ern Division, in the suit of the relator against William B. Forsyth. 

V. In holding that the Commissioner of Patents had passed upon 
the matter notwithstanding the statement of the said Commissioner 

that he had not considered the same. . - n 

VI In not giving full faith and credit to the decree of the Court 
in the suit of the Relator against William B. Forsyth entered in th^ 
United States District Court, Northern Distnct of Ohio, Eastern 

Division referred to in Relator’s petition. 

VII In holding that relator had an adequate remedy in equity 
under section 4918 of the revised statutes of the United States. 

'^11 In holding that there had been an interference de- 
184 dared between the patent of William B. Foi^th 862 897 and 
the application of Dwight G. Clark, Serial No. 433,968. 
holding that the Commissioner of Patents had decided 

any interference whatever in favor of relator. A^^a^ra 

X. In refusing to direct the Commissioner of Patents to declare 

an interference and to decide the same on its mente. 

XI. In assuming that the Commissioner of Patents had already 

decid^ that no interference existed. ^ o . , , 

XII In refusing to direct the Commissioner of Patents to take 
some Mtion from which the relator will have the right of appeal. 

Xm In holding that mandamus should not issue to compel 
the Commissioner of Patents to reopen a case before him. 

XIV In refusing a writ of mandamus after holding that the 
relator had no appeal from the Commissioner’s action refusing to 

r6l&tor to iiit6rv6n6. • , • 

^XV. In holding that the declaration of an interference is a 

ju^ml Commissioner of Patents could not be • 

oompelied to examine into and determine whether an interference 

pr^in^^should patents has already 

decided against the Interference in this case. , ^ 

v'yqjj refusing to direct that relator be allowed to intervene, 

'‘in view of the fact that it has now been decr^d to have the equi- 
table title to the Forsyth patent application in interference and hw 
the right, and had the right at the time of the dec Wion of said in- 
terfSfn<4, to control the same, so far as the said Forsyth is con- 

iftn **XTX In refusing to direct “that the interference pro^- 

inj and the decision awarding priority of invention to Clark 

refusing to dirert “that the interference proceedings be 

r!o mSTa ^ion^to dissolve the interference on the 
that there is no invention recited or pointed out in the issues thereof, 
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and in view of the said Forsyth earlier patents, and in view of the 
state of the art generally, that Uiere is no invention involved, pai> 
ticularly in the application of said Dwight G. Clark, and for s^oh 
other reason's as your petitioner may be advised are good and vahd; 

and m 11 

“(6) To cont^t the interference in a proper manner on a full 

showing of the facts, showing the error of the date of conception of 

the said invention by said Forsyth, said Forsyth not being interested 

to show the full facts.” , , . e 

XXI. In refusing to direct “that as the claims, one or more of 

Ahem of said Forsyth patent are readable \i^n the structure of 
Clark as now decreed by the United States District Court for the 
Northern District of Ohio, Eastern Division, an i^i^rf^renw ^ de¬ 
clared between the claims of the said Forsyth patent No. oo2,oW, 
and the application of said Dwight G. Clark, so that the title to the 
said invention as l)etween this petitioner and the said Dwight G. 
Clark can be tried out in an orderly way in an interference pr^ 
ceeding according to the statute in such case made and provided. 

and not upon a concession of priority by said Fors^, whose 
186 interests had become adverse to those of your petitioner. 

Wherefore the relator prays that the judgment of the Su¬ 
preme Court of the District of Columbia be reversed with co^, ^d 
that the cause be remanded with directions to vacate the order dis¬ 
missing the petition for a writ of mandamus, and to issue in lieu 
thereof an order sustaining the prayers of the petition and directing 
the issue of a wnt of mandamus as prayed. 

WM. S. HODGES, 

FRED L. CHAPPELL, 

Attorneys for RehJtor. 


Designation for Transcript of Record. 

Piled December 1, 1913. 

♦ ♦♦♦♦♦♦ 

Petition for writ of mandamus and attached exhibits. 
Ride to Show Cause. 

Answer to the Rule to Show Cause, and attached exhibits. 
Stipulations with attached exhibits filed after answer. 

Motion for Judgment. 

Stipulation and Exhibits filed Octol^r 2^ 1913. 

Exhibit Transcript of Minutes, etc. filed November 3, 1913. 
Opinion of Judge Barnard. 

187 Order November 14, 1913, overruling motion, etc. 


♦ ♦ 

WM. S. HODGES. 


W. 8. H. 


7—2638a 


/ 
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188 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, John R. Young, Clerk of the Supreme Court of the District of 
Columbia, hereby certify the foregoing pages numbered from 1 to 
187, both inclusive, to be a true and correct transcript of the record, 
according to directions of counsel herein filed, copy of which is 
made part of this transcript, in cause No. 56222 At Law, wherein^ 
United States ex Rel., Trussed Concrete Steel Co., is Relator, ano^ 
Thomas Ewing, Commissioner of Patents, is RespK)ndent, as the same 
remains upon the files and of record in ^id Court. 

In testimony whereof, I hereunto subscribe my name and affix the 
seal of said Court, at the City of Washington, in said District, this 
19th day of December, 1913. 

[Seal Supreme Court of the District of Columbia.] 

JOHN R. YOUNG, Clerk. 


Endorsed on cover: District of Columbia Supreme Court No. 
2638. United States ex Rel. Trussed Concrete Steel Company, 
appellant, vs. Thomas Ewing, Commissioner of Patents. Court of 
Appeals, District of Columbia. Filed Dec. 30, 1913. Henry W. 
Hodges, clerk. 



addition to record per stipulation of counsel 

C(MHt of Appeals of the District of Cotamhia. 

JANUARY TERM, 1914. 

No. 2638. 

UNITED STATES EX REL. TRUSSED CONCRETE STEEL 

COMPANY, APPELLANT, 

VB* 

THOMAS EWING, COMMISSIONER OF PATENTS. 

appeal from the supreme court of the district of 

COLUMBIA. 


FIli£D MARCH 5, 1914. 

Court of Appeals of the District of Columbia, January Term, 1914. 

No. 2638. 

United States ex Rel. Trussed Concrete Steel Company, 

Appellant, 

vs. 

Thomas Ewing, Commissioner of Patents. 

Tf is stipulated by and between counsel for the ^Pective jwrties 
in the e^itled cause that Patent No. 1,080,418, granted De- 

wmter M913, to Dwight G. Clark, be made a part of the record in 

this cause. CHAPPELL, 

Counsel for Appellant, 

W. S. RUCKMAN, 

Cov/nsel for Appellee. 

2-^90. 

United States of America, 

. Department of the Interior, 

United States Patent Office. 

To all to whom these presents shall come, Greeting: . „ , 

This is to certify that the annexed is a true wpy from the R«<»^ 
of of the Letters Patent of Dwight G. Oark, Assignor, by 




mesne assignments, to Corrugated Bar Company, Number 1,080,418, 
Granted December 2, 1913, for Improvement in Expanded Metal. 

In testimony whereof I have hereunto set my hand and caused 
the seal of the Patent Office to be affixed at the City of Washington, 
this 4th day of March, in the year of our Lord one thousand nine 
hundred and fourteen and of the Independence of the United States 
of America the one hundred and thirty-eighth. 

[Seal Patent Office, United States of America.] 

R.T. FRAZIER, 

Acting Commimoner of PatenU, 

2-362. 

No. 1,080,418. 

[Vignette.] 

The United States of America. 

To all to whom these presents shall come: 

Whereas Dwight G. Clark, of Plainville, Connecticut, has pre¬ 
sented to the Commissioner of Patents a petition praying for the 
grant of Letters Patent for an alleged new and useful improvement 
in Expanded Metal, He having assigned his right, title, and interest 
in said improvement, by mesne assignments, to Corrugated Bar 
Company, of St. Louis, Missouri, a corporation of Missouri, a de¬ 
scription of which invention is contained in the specification of 
which a copy is hereunto annexed and made a part hereof, and has 
complied with the various requirements of Law in such cases made 
and provided, and 

Whereas upon due examination made the said Claimant is ad¬ 
judged to be justly entitled to a patent under the Law. 

Now therefore these Letters Patent are to ^ant unto the said 
Corrugated Bar Company, its successors or assigns for the term of 
Seventeen years from the second day of December, one thousand 
nine hundred and thirteen, the exclusive right to make, use and vend 
the said invention throughout the United States and the Territories 
thereof. 

In testimony whereof, I have hereunto set my hand and caused 
the seal of the Patent Office to be affixed at the City of Washington 
this second day of December, in the year of our Lord one thousand 
nine hundred and thirteen, and of the Independence of the United 
States of America the one hundred and thirty-eighth. 

[seal.] J. T. NEWTON, 

Acting Commissioner of Patents, 

[Endorsed:] No. 2638. United States ex Rel. Trussed'Concrete 
Steel Company, Appellant, vs. Thomas Ewing, Commissioner of 
Patents. Addition to Record per Stipulation of Counsel. Court of 
Appeals, District of Columbia. Filed Mar. 6, 1914. Henry W. 
Hodges, Clerk. 
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• ToaUichomUii^eone^ . 

Be it known that I, Dwioht G. Cuano, a 
citiaen of the United SUte^ 

PUinviui in the county of 
5 State ofConnecticut, have 
new and useful Improvemmta in E^ai^w 
Metal, of which the following v a apecifica- 

A* 

My invention rela^ to improvements in 

10 expanded fabrics. * *. 1 ^- 

The main object is to produce a fabric 
having special adaptability to use as ex¬ 
crete reinforcement For 
fabric consists of bars or ro^ 
l» wnnected by frames. 

as tenfflon members while the fri^ are 
preferably diamond shap^. 

Cave any cross-sectional shape Jeaire^ 

to Figure 1, is a plan view of a sheet stowi^ 

onc^ngement of slittiim pr^tm to 
expansionf Fig. 2, shows the sheet of Fig. 1. 

view of the ditted she^ of 
ti a sectional view of t^ expanded 

Fig 2. Fig. 5, is a ftagmenta^ atonal 

view taken at a 

a rod and frames and showing the framre 
turned at right angles to the rod. Fig. 6^ is 
BO an end yiew similar to Fig. 8. the 

Fig. T, » . Tiew »a^.r to 
but of the material shown m Fig. 6. « 

■ panded. Fig. 8, is a plan view iio^ t^ 

StMk slitted so that when 
Bi frames wiU be reUtiv^ 
of in line as in Fig.> 
of stock slitted as m Fig. 8, tlm 
round. Fm. 10, is 
stock slittedin a 

40 Fig. 11, shows a fre^ment of the ““y" 
»mtA as shown in F% 10. snd 
The fabric oonsisU of a plurdity of par- 
slid rods or bars such as 1 a^ 2 conn^rf 
by a series of intopal frames havi^ in^es 
4» SchasSandA^fyi^oonsis^^ 
strands such as 6, 8, J ai^ 8 nreferaore 
turned <m edge or r^Uve to ^ 

general planed the fabric 
Sa^i. ^ The fabric may be of m width and 

•0 contain any number of bare I 

only three. Bar 2 is conn^ to bar 9 Jy 
frames having meshes such as 10 i^lU 

Each mesh of to r<m is 

the first row, that is merii 10 is opposite 


One of the great advantage of to inven¬ 
tion is the ease and simplicity of man^ac- 

ture. The slitting of the stock IS as shown 

in Fig. 1. Thedits 12, 18 dc. o®f r®^ 
are stoggered relatively to to a***®J.4, 15 
etc. of to next row etc. This makre the 
problem of slitting comparatively mmple. 
The bonds between the slits 14 and 15 etc, 
which form the meshes of the framro are cut 
transversely 48 at 16. Similarly to wto 
between the slits 17 and 18 are cut at 12. 
After slitting, to opposite sides or e^ of 
the sheet are drawn apart to expand it to 

to desired ex^t . 

Preferably the bars are inclined u shown 
in Figs. 2 imd A In some cases howw, 

the b^ may be left flat m to general plans 

of to fabric as sho^ in Fig. 5. ^ _ 

If desired the fabric may be njade from 
stock having enlarged cr^ 
tions to form the bars such as 1,2 and w 
in Figs. 6 and 7. . 

If instead of locating the corresponding 
glits of each row opposite ^ “ , 

sUt 17 is opposite sht 14 m 
stagsered as shown at 17 and lo, ing. ^ 
toshes of the product wiU be toggerwi 
The bars or rods l'% 2" a^2f, orSlg. 2 • 
are round instead of flat. The slupe and 
sise of the rods may be reried to smt to r^ 
quir^Miits of tho woA for which the febric 

“ mSoA in Fig. 10 M slito so » gfom 
the tobric shown in F^. 11 » ^ 

frEincs fonniiic the inesheB S mxm 10 
recU, coDMcia, 

l»r corresponding with bar 2 ®* 

Othef changes may be nto without dr 
parting from to spirit of to mvention. 
WhatT claim is: 

1. An expanded metal fabric co nsis ti n g ot 
a plurality of poralld memto oonnec^ ^ 
a*^plurality of integral diamond shmped 
frai^ each comiwising strands arram^. <m 
edge, adjacent frames beiim spei^ apart 

^ iisconnected between laSi paralld mem- 

An expanded metal falndc oonsuAang of 
a plurality of parallel members errangrt on 
edm and a plurality of integra^cpnnectii^ 
frSnes of diamond shape betw^ each pw 
of adjacent members, adjscent 
gpgoed apart endudiscionnected between said 

<iM. 0<>»>.Ca« <>( 


n 


IM 


112 



a 1,000,418 

4 plmlky of subsiftndtllT pardM m^bors from «u^ oth^ be^Ooi'^^w^eOtire. 

mtegrallj connected by a plurahty of frames metal sections. ’ 20 

•Mb consist^ of two p^ of opppsitrfy «. An expanded metal made lOomamagle * 
dJTerraog etrands all sofaetantially in the sheet having sobetantiaHT parallal M^ns 
5 graeral plane of the members, adjacent of entire metal connected lAiiltevnhF by te-’ 
Mmes bciM spac^ apart and disconnected ticnlated metal sections which are discon- 
t)etween oaid paraUel members. nected from each other between the entire *• 

** iT? fabrip consiMing of metal sections; said reticulated'-inHi^'Cbd* 

pataU€l meinbers and a senes of intea^al siat ing of meshes, the indiyidusl meshes be- 
10 connecting ftam^ each comprising four ihg joined together in direction of exWLn- 
srranged in oppositely disposed gion of said metal and disconpected in du^ 
j frames heme ^aced tion at rig^it angles to the'expansion ofsaid >0 

a ^tf tod disconnected between said parallel metal * M ' 

M expanded metal made from a single DWIGHT 0t>CLASKj’f 

having substantially parallel sections Witnesses: ; ’ " ' ^ 

^ metal connoted at mterrals by re- Maacua M. Schxmk, ' • ‘ ’ 

Mllkfed metal sections which are discon- 1 Boar. S. Alltw. ' ' ^ 

•*** * ' ’• . ./IfU 

\l 's ' — -• u f * yj[/ 
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COURT OF APPEALS OF THE DISTRICT OF 

COLUMBIA, COURT or APPEAL^? 

January Term, 1914. DISTRICT OF COLUMBIA 
No. 2638. filed 

TRUSSED CONCRETE STEEL 9 . 1914 

I Calendar. 

THOMAS EWING, Comtnisisoner I 

Patents, ' 

brief on behalf of appellant. 

This is an appeal from the decision and judgment of 
the Supreme Court of the District of Columbia, 
inp- the petition for writ of mandamus to be directed t 
Thomas Ewing, Commissioner of Patents. The opinum 
If the coS is^at R. pp. 146-149, and the assignments of 

There win^be found two branches to this case growing 
out J the circumstances. One branch of the case relates 
to the right of the petitioner to intervene in an 'nterfer- 
Sce proceeding in the Patent Office. The other branch 
relates to the right insisted upon to have 
declared between the patent No. 

13, 1907, to the relator assignee William D. Fors^ 
and the patent application of Dwight G Clark Ser. N 
433,958, which was in interference with y P 

ent application Ser. No. 605,625. 

STATEMENT OF FACTS. 

The petitioner is a Michigan cor^poration, and William 
D Forsyth is a citizen of United States, residing at the 

No ■»2,W' i.>ood Aug„„ 13, 1W. >o « ■>' 

William D. Forsyth, R. pp. 66 and 72. 

Forsyth Transferred Patents Nos. 855,240 and 862.897 and 
^Future Improvements Thereon to Relator. 
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William D. Forsyth also entered into a contract 
whereby it was agreed that he should transfer to the com¬ 
plainant all future improvements relating to this subject. 
After the said Forsyth had quit the employ of the com¬ 
plainant company, he devised alleged improvements for 
which he made various applications for patent, as pointed 
out on R. p. 5, amongst others being the patent application 
Ser. No. 605,625. Forsyth also entered the employ of the 
Corrugated Bar Company, a St. Louis corporation, having 
a plant at Buffalo, New York, and aided the said Corru¬ 
gated Bar Company in every way in his power as consult¬ 
ing engineer in the production of an infringing material. 

Forsyth was Sued by Relator in United States Circuit 
Court, Northern District of Ohio, Eastern 

Division. 

Suit was brought against Forsyth by the relator, in 
the United States Circuit Court (now District Court) for 
the Northern District of Ohio, Eastern Division, on No¬ 
vember 20, 1911, in which suit Forsyth was restrained 
from alienating any interest he might have in pending ap¬ 
plications and also particularly any interest he might have 
in patent No. 1,007,027, of October 24, 1911, which had 
already been issued. 

Interference Declared between Fors5^*s Application and 

Clark Application. 

It appears that two days after the bringing of this suit, 
on November 22, 1911, an interference was declared be¬ 
tween the application of W^illiam D. Forsyth Ser. No. 
605,625 and an application for patent of Dwight G. Clark 
Ser. No. 433,958, the same being Interference No. 34,061. 

Relator thereafter brought suit against the Corru¬ 
gated Bar Company for its alleged trespass, and in the 
progress of taking proofs in that case discovered the fur¬ 
ther fact as to the number and details of Forsyth patent 
applications on file in the United States Patent Office, and 
served notice on defendant’s counsel in the suit against 
Forsyth in Cleveland to produce copies of or to permit in¬ 
spection of such applications. As a result of such maneu¬ 
ver, an order was given by Alexander M. Neeper, the at- 




torney, permitting access to the files ^“November 18, 
1912 ^ Immediately after inspection of the files ^ 

lyth application the matter was taken up P" 

deration to the rights of filed 

netition to intervene in Interference No 34,061 was niea 
iTrZor because of the right that had been decreed to .t 
ffi the temporary order by the Court at Cleveland. 

Petition of Relator to Inte^ene in said Interference 

Denied. 

The Assistant Commissioner, Mr. Pennant coi^der^ 
the petition, which was opposed by 

D Forsyth and ruled, disregarding the fact that ‘be inter 
Srence wJ; declared after the suit was brought m Clei^e- 
and th^t relator had not been diligent when Jt <11^1 'ts 
bill not to bring this matter up, and further riiled t 
ffid not appear that relator had such title or such equitable 

fule a woffid warrant its controlling the Forsyth end of 
title as wuuiu netition to ntervene m the 

the said interference. 1 he Pe«r'on ... xhe 

Patent Office appears at R. PP- 12 to 15 inclusive. i 

eontracts in that behalf were attached, as was sdso the 

memorandum opinion of Judge Day granting an interlocu- 
memoranaum p , of the Assistant Commis- 

“V:." S Jd 1. ■9.3, R. p. 23, and .. R. p. 

29 the Honorable Assistant Commissioner said. 

“It is not believed that petitioner has estab¬ 
lished such an equitable title to the Forsyth appli¬ 
cation as would justify permitting him 
in the prosecution of that application, and certainly 
that no such showing has been made as would jus- 
Sy the reopening of the Forsyth-Clark interfer¬ 
ence, which was finally decided last April. 

The petition to intervene was denied. 

It was brought to the attention of the Assistant Com¬ 
missioner in an affidavit filed by Fred L. Chappell,; counsel, 
that there was due diligence exercised m ascertaining the 
rights of complainant, and the 

plained in such affidavit. The Assistant Commissioner re 
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fused the petition for rehearing, disregarded the affidavit, 
and said “The motion for rehearing is denied.” 

It appears by the record that the interference here in 
question was not declared until two days after the suit had 
been brought, and it is therefore earnestly submitted that 
as it was something later in date, no diligence possible on 
behalf of relator could have discovered the fact that this 
thing was in existence. 

In view of the fact that the litigation was pending, it 
was thought this matter might have been suspended, but 
it was refused. Petitioner, however, urged forward its 
suit against the said party Forsyth at Cleveland, and a 
memorandum opinion was rendered by Judge Day long 
after this decision of the Assistant Commissioner, viz., on 
June 12, 1913. This memorandum opinion of Judge Day 
appears at R. pp. 35 and 36, and in this opinion Judge Day 
said; 


“The complainant is entitled to the relief 
prayed for in the bill and the order may specify such 
terms as will afford the complainant protection in 
reference to the transactions entered into by Wil¬ 
liam Forsyth as to the issuance of the temporary re¬ 
straining order and also in reference to the transac¬ 
tions of Forsyth in the interference in the patent 
office with one Dwight G. Clark.” 

The Patent Office was at once communicated with 
because this opinion showed absolutely, not merely the 
equitable, but the legal, title to be in the petitioner. The 
matter was brought to the attention of the Honorable 
Commisisoner, and he said in an order made by him June 
20th, 1913: 


“It does not appear from the decision of the 
District Court that Clark or his assignee were either 
a party to the suit.” 

and further. 


“It is not apparent from the decision itself what 
bearing any decree rendered against Forsyth with 
reference to his transactions in the Forsyth-Clark 
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interference would have upon the question of reop¬ 
ening that interference.” 

This was stated after the decision by the Court. Peti¬ 
tioner urged the settlement of decree at 
had secured a stipulation for delay of the issue of the Clark 

patent. A telegram was sent to 
by Alexander M. Neeper and agreed to by 
pell on June 30, 1913, R. p. 38, and the issue of the Clark 
patent was suspended by the Honorable Commissioner.— 
L; WsTelegram of July 23rd, 1913, R. p. 39. A proof of 
service of the notice was then made, the case was dock- 
7eTiov hearing at 10 A. M. July 22. 1913 (see the said 
telegram). Thereafter the matter was postponed to suit 
the convenience of the Commissioner to September 4 
1913 and the then Commissioner Moore was succeeded by 
Thomas Ewing, the present Commissioner. 

On Petition to Rehear the Comi^oner 

Consider Decree in Cleveland Suit Affirming Right 
of Relator to Control Interferwice. 

There was at that time, September 4, 1913, fil^ 4n the 
Patent Office the opinion of Judge Day the find ^cree. 
copies of the option contract of Forsyth with the Corru¬ 
gated Bar Company, the escrow license contract of ^•’syt 
with the Corrugated Bar Company, the option ° ^ 

G Clark to Alexander M. Neeper, the contract between 
Dwight G. Clark and Alexander M. Neeper, and the un¬ 
dertaking of the CorrugaUd Bar 

ters are regarded as having been filed at that time, se 
R. p. 56. . 

The Commissioner then said: . ’' 

j 

“It is ordered: . j j • 

First, That the petition to set aside the decis¬ 
ion awarding priority to Clark and permit the peti- 

to move to dissolve the interference on the 
eround that there is no invention recited or pointed 
out in the issues ther^f and there is no invention 
involved particularly in the application of said 
Dwight G. Clark or for any other reason; 
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(b) to contest the interference as to the date of 
conception of the invention by the said Forsyth, is 
denied. 

Second, That the petition to place the applica¬ 
tion of Dwight G. Clark in interference with either 
of the said Forsyth patents 855,240 and 862,897 is 
denied, and 

Third, That the motion for a rehearing on the 
merits on all matters set up in such petition in view 
of the rulings of my predecessor in this behalf, is 
denied.” 

It will thus be seen that the Commissioner did not 
rehear the matter, yet he presumptiously passed upon mat¬ 
ters which he has refused to rehear, although the rehear¬ 
ing had been granted by his predecessor and the date set 
for the re-hearing. He declined to consider the various 
matters and did not consider them. The Commissioner 
also entered an order on September 4th which further 
shows this to be the fact. He says, R. p. 55: 

“On motion of petitioner, its petition and the 
affidavits herein are allowed to stand and are re¬ 
ceived as an application and showing to the Com¬ 
missioner of Patents preliminary to any application 
to any court having jurisdiction for the relief sought 
by way of intervention or otherwise.” 

showing that the documents were received simply as lay¬ 
ing the foundation for this application to this court. They 
were not considered by the Commissioner in any way. He 
would not look at them, he would not hear a word about 
it, and he did not consider the merits of the case. He did 
not even know what it was about. 

The Honorable Commissioner, in answering the peti¬ 
tion herein, specifically says, R. p. 99, 

“that while the matter has never been considered 
upon its merits by him, he is informed that the 
primary examiner held the differences to be a mat¬ 
ter of substance and to be patentable.” 

It further appears in the answer that the Commis- 


sioner did not consider the merits of the case,—see para¬ 
graph XXVII where he says, R. p. 98: 

“Answering the last allegation of this para¬ 
graph of the petition respondent states that a 
hearing on September 4, 1913, he denied relator 
JiTion ,nd . 1,0 donM '.h, motion lor 

on .11 nrorit, sot np in .och pot.tton m v.™ ol tho 

rulings of my predecessor in this behalt. 

It appears that his predecessor had llv 

rule upon the merits of the matter as they had been finally 
decreed by the United States District Court at Cleveland. 

It therefore appears that, notwithstanding t e ” ® 

federal court pointing out the rights of appellant-relator, 
the Commissioner declined to give any consideration or 
any faith or credit to the decree of that court, saying t 
his^ predecessor had passed upon it, whereas all ‘hat h 
predecessor had done were matters that occurred before 
the said decree and suggesting the lack of such decree. 

Judge Day in his decree held: 

“Sixth: That the said William D. Forsyth has 

infringed the patents here f P ®''4 *75 

patent No. 862,897 and especially claims 1, 3, 4 and 
6 by assisting the Corrugated Bar Company in the 
production of such structures in the capacity of 
Lsulting engineer, and in ^ ^emS' 

ing the construction of material and the machine 
for and methods of producing the same. 

thus showing the identity of material in question with the 

Thl mmtcS.Tof ..M dec, i. ol p.,.icul.r lo,« 
here and shows absolutely the right of petitioner to con¬ 
trol the Forsyth end of the said interference. It is in the 

following language: 

“Tenth • That the said William D. Forsyth, de¬ 
fendant herein, was not. at ‘he ‘ime of the declara¬ 
tion of the Interference in 

Office known as Interference No. 34,061, the right¬ 
ful owner of the said patent apphcation there m- 
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volved in interference, and that he had no authority 
or right to control the said interference, and that 
the complainant” (relator-appellant) “being entitled 
to an assignment of the said Forsyth patent appli¬ 
cation in such interference, is entitled to control the 
said interference and had the authority and right at 
the time of the declaration of said interference and 
now has the authority to contest the same on ac¬ 
count of its interests therein.” 

Two Questions to Consider. 

It therefore appears that there are two distinct ques¬ 
tions raised by the pleadings herein: 

I. The right of the relator-appellant to intervene in 
the said interference 34,061 because that right has been de¬ 
creed to it by a court of competent jurisdiction in which 
the relator and the said William D. Forsyth were parties, 
such parties being within the jurisdiction of the court as 
must necessarily appear by the decree thereof. 

II. The right to have an interference declared be¬ 
tween the patent No. 862,897 and the Clark patent appli¬ 
cation Ser. No. 433,958, because the Court has held the 
structures in question to be the same as the structure of 
the patent No. 862,897. It was requested that that patent 
be put into interference with the application of Dwight G. 
Clark, so that Dwight G. Clark, before he could issue his 
patent, would have to show his superior right to the inven¬ 
tion by establishing priority. 

The appellant had the absolute right to intervene in the 

interference, 

In this matter there is therefore first to be consid¬ 
ered the absolute right of the appellant-relator to inter¬ 
vene in the interference proceeding, because Forsyth had 
no right to control the Forsyth end of that interference, 
and, second, the right to have an interference declared and 
avoid the issuing of an interfering patent. 

It appears in this behalf that so far from contesting 
this matter, Forsyth consented to the purchase of the 
Dwight G. Clark interests and thereby extinguished the 
interference. This document resulting in this matter ap- 
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T> ^4 and 55 known as the Undertaking of the 
Bar Company, and Dwight G. Clark assi^ed 
?o AkxaSer M Keeper; and Keeper was an assignee of 

an interest in the said Forsyth application in 

A rWk oatent has since the filing of this » 

S ntuStrSo...g...d B., COW jr 

of the appellant-relator’s right to control the Forsyth ena 

of the interference. 

The Commissioner disregarded the decree of the court. 

The Commissioner has said that he finds no fraud in 
Matter but it will be noted that Forsyth had assigned 
and transferred his right to improvement to the re¬ 

lator and had then transferred the same to others, but it 
was decreed by the court at Cleveland that he had "o r 6 
to do that, and it was particularly 

ritrht to control the Forsyth end or side of the tntett«r 
eiKC and that the appellant herein (complainant t*'®*’®^ 
did have the right at the to® *® 

and still has that right. The Honorable Commissions 
looses to disregard the decree of the court, <iefi««ng 
lutely the rights of the 7P®»^f®‘f Sh er^ ^ 

fhat interTerence was concerned 

._the Court that Forsyth had no right in that behait 

and never did have and the relator is entitled to the s^™®- 
The respondent refers all through his answer to tte 

decision and^^decree of the United ^ 

at Buffalo. The United States District Court at ““haw 

had no jurisdiction of Forsyth, had no jurisdiction of 

Clark had no jurisdiction of the complainant, to pass upon 
Clark, naa no ] Honorable Com- 

i^Lioner is disregarding the finding and absolute decree 
of the Court at Cleveland which had authority and juris- 
luon tHass on the matter, he presumed to lug in the 
tcision of the Court at Buffalo as some justification. If 
he eutUled to refer to a decision of a court for justifica- 
Zn it would seem to be a confession that ‘he decision of 
a Court covering the matter should be controlling upo 

him. 
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ARGUMENT. 

It is most respectfully and earnestly urged that the 
Government of The United States is comprised of three 
great departments, the executive, the legislative, and the 
judicial. The judicial department has for its duties to 
apply the law and determine the rights of litigants sub¬ 
mitted to it, so far as it is legal for them t odo so under the 
Constitution. Congress has provided the courts called for 
by this division of authority in the United States by the 
Constitution, and has organized the United States Courts 
for the purpose of determining the rights and has indi¬ 
cated the jurisdiction of such courts. 

The Government must enforce the decree of the judicial 

department. 

The courts comprise the Supreme Court of The 
United States, various United States Circuit Courts of 
Appeals, various District Courts, and various other courts 
like the Court of Claims, like this Court, and the Supreme 
Court of the District of Columbia, for the determining of 
the rights of parties over whom they have certain specified 
jurisdiction. The authority of the courts thus constituted 
is absolute and complete where they have jurisdiction of 
the parties and the subject matter. This is the function or 
duty of such courts. Each has its own prescribed jurisdic¬ 
tion and duty. Whoever submits his cause to any such 
court and secures a decree defining his rights has the sanc¬ 
tion of the entire Government back of it and as a citizen 
has the right to expect that such decree will be enforced 
by the full power of the Government. The U. S. Army 
was brought out to enforce a decree for a temporary in¬ 
junction at Chicago,—see In re Debs, 158 U. S. 564, 39 
L. Ed. 1092. 

A Federal Court has decreed the right of applicant to 

interfere. 

In this case we have the finding of one of these courts 
which under the law had jurisdiction of the relator-appel¬ 
lant as complainant, and had jurisdiction of William D. 
Forsyth, defendant, because he was a resident of that dis- 
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trict That court, having thus jurisdiction of the two par¬ 
ties,* and being the only Federal Court having such jurts- 
diction, has proceeded to determine their ri^ts and mdi- 
cate both the rights of the complainant, the Tossed Con¬ 
crete Steel Company, who is the relator and appellant 
herein, and of Forsyth m that behalf saying 
Trussed Concrete Steel Company has absolutely the ng 
to control the Forsyth end of the Forsyth-Clark interfer¬ 
ence, and definitely and absolutely stating that the 
Trussed Concrete Steel Company had acquired all of For¬ 
syth’s rights and that Forsyth’s interests wre adverse 
the interests of the Trussed Concrete Steel Company. 

Forsyth fraudulently conspired with others to sec^ the 

issue of the Clark patent, and thus extinguish ms 
own application which belonged to relator. 

It appears in this record that Forsyth and those asso¬ 
ciated with him paid money to Clark, acquired his righ ^ 
have caused a patent to be issued to him, so that they 
might very well say, and profit by their fraud “* 
the invention was not Forsyths after all, it was Clark s. 
But it is earnestly submitted that the District Court 
United States at Cleveland knew what it was about when 
it said that the Trussed Concrete Steel Company should 
have the right to contest that matter ^d protect the prop¬ 
erty it had acquired from Forsyth. Forsyth knew of the 
claim, he was sued before this interference was declared, 
he made no move for any defense whatsoever so far as he 
Clark patent application was concerned. He has violated 
the ri^ts of the Trussed Concrete Steel Company, those 
associated with him have taken part in that violation of 
right, and all that is sought m this proceeding and at th s 
time is that the Trussed Concrete Steel Company shall 
have its right to intervene recognized so that it «n make a 
showing of its rights as opposed to Dwight G. Clark. As 
Forsyth and those associated with him have controlle 
Dwight G. Clark, they have avoided any contest, they 
have done this because their interests were adverse to 
those of the Trussed Concrete Steel Company, and they 
have by perpetrating this fraud secured the issue "fa pat¬ 
ent on a finding based upon fraud, because Forsyth had no 
right to control the Forsyth end of this interference. 
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The Commissioner Refused to Consider the Decree of a 
Federal Court, Affirming the Right of Appellant to 
Intervene in the Interference. 

This has been decreed by a court having jurisdiction 
of the complainant, the Trussed Concrete Steel Company, 
and William D. Forsyth, after a hearing and after a hot 
contest. Therefore it appears absolutely and beyond ques¬ 
tion that a fraud was perpetrated upon the relator, that the 
party Forsyth claiming a right to control this interference 
litigation had no right in the matter, and that another 
party, the Trussed Concrete Steel Company, did have the 
right, and that the interference was controlled adversely 
to that party. It is simply sought by the relator to inter¬ 
vene and try out these questions. It has been decreed by 
the only court having jurisdiction of both the relator and 
Forsyth that the relator had .that right. This decree 
should be given “full faith and credit” by the Honorable 
Commissioner of Patents. It is the decree of the only 
court that could decide this matter. The Commissioner 
himself could not decree it. His predecessor said that it 
had not been decreed and therefore there was nothing 
definite to control him, and he would not suspend the 
matter so that it could be threshed out. But it was 
threshed out before the Clark patent issued, and therefore 
the fraud was brought to the attention of the Commis¬ 
sioner and he should have set aside the proceedings so 
that the party entitled to control in the contest could be 
heard and not be deprived of its rights without a hearing. 

Thus much is said on the right to intervene in the 
interference between the applications of William D. For¬ 
syth and Dwight G. Clark. We are simply asking that 
the head of a bureau in the executive department, viz., 
the Commissioner of Patents, recognize the rights decreed 
to the relator by the judicial branch of the Government. 
It is clearly the function of the judicial department to de¬ 
termine such rights. The executive department has no 
discretion when that right has been determined. It should 
give full effect to the same and do all in its power to se¬ 
cure the right to the party to whom it is decreed. 
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Second Branch of the Case. Interferena be De¬ 

clared between Forsyth patent 862,897 and 
niark aoolication. 


The other branch of this case 
of the District Court of United States at Cleveland that the 
structure there involved, which is the structure that is m 
interference here, is the same as the structure of the p 
ent 862,897 there in suit, by holding infringement thereof. 
This appears by the finding in the decree m paragraph 

Sixt^ the Commissioner of Patents declined to consider 

this decree or pay any attention thereto, 
ted it to be filed to lay the foundation for bringing this 
suit These matters are all before the Commissioner only 
to lav the foundation for this proceeding here as appears 
distinctly by his order in this case, at R. p. 55, t e ocu- 
m^nts filed appearing in the order at p. 56. 

The Count of the Issue of the Interference is in General 

Lanfifuaffe. 


The first count of the interference is in very general 
language. See R. p. 77 where it is recited: 

**An expanded metal made from a single sheet 
having substantially parallel sections of entire metal 
connected at intervals by reticulated metal sections 
which are disconnected from each other between 
the entire metal sections.” 


Absolutely general terms are made use of. At R. p. 
59 the structures are generally compared and a pair of red 
lines separate out the absolutely comparable sections in 
each instance, showing that there was absolutely noting 
new developed by Clark. There is not even a verbal differ¬ 
ence because the claim of Clark is readable upon the 
structure of Forsyth patent No. 855,240 and also upon the 
structure of patent No. 862.897. The parts, however, in 
Forsyth patent 855,240 are disposed precisely similar to 
the parts of the Clark patent application and more closely 
resemble the same than does the structure of Forsyth pat¬ 
ent application Ser. No. 605.625 of the interference. 


The Federa’ Court decreed the identity of structures in 
Forsyth Patent No. 862,897 and Clark application. 


The United States District Court at Cleveland de¬ 
creed that the structure in interference between Clark and 
Forsyth is an infringement of the claims of patent to For¬ 
syth No. 862,897, the terms of which are general. It is 
therefore clear that it was entirely possible for Clark to 
adopt the general phrase made use of by Forsyth, and that 
an interference should be tried out between the parties, 
because Forsyth’s claims recite the structure of Clark ap¬ 
plication. Claim 4, for instance, recites: 

“An expanded metal comprising a series of lon¬ 
gitudinal members and a series of ties connecting 
the same, each tie formed of two parts connected at 
a line midway between the main tension members, 
all the tension members being integral.” 

• 

Or claim 6: 

“An expanded metal comprising longitudinal 
members, and a series of ties between adjacent lon¬ 
gitudinal members, each tie formed of two parts 
united at their ends.” 

which claims clearly read on the Clark structure. 

The structure of Clark was held to infringe these 
claims. As he was applying for a patent, making use of 
general phrase, he should have been called upon to contest 
the matter, particularly as the language relates precisely 
to the same structure, and there are consequently only ver¬ 
bal differences but no differences in the structures. The 
structures should be considered. For Judge Severens, 
speaking for the Circuit Court of Appeals for the Sixth 
Circuit, has very well said, see 

Palmer vs. Lozier, 90 Fed. 732, at p. 735: 

“The circumstance that, as in the present case, 
the claims of the two patents were in identical lan¬ 
guage, does not settle the question of the identity 
of the invention covered by those claims. The 
construction of the claims may be affected by the 




specifications, respectively, and they 
to modification and construrtion by 
proceedings in the Patent ce. 

The court, preceding this, had said, at the bottom o 
p. 734: 

iLrbu”'' Ii.T.he Vicularito-P-y to 

which the patent was 17n TI S 537 42 L- 

(See Westinghouse vs. Boyden, 170 U. S. SJ/, <*4 

Th« 1. what should b, dona In th. oas. hero at b«. 

and whin tho p.rticul.t ..ruct.-.s cons.darod, .hoy 

u i^ submitted *that there should be^an 

daclated batwean tha^Forsyrtj^^^^^ ^an 

“h'af “rad into a do 

raally in.aalaaa, it . r.nt 

gr^sKS."' S f tio. whf a, that. 

lU“Lt“'tnd ...hoai,.,i«^^^^^^^^ 

not taqnirad ol tha Comousstonar of Patants 
and pass on the question. 

Improper to Urge Abandonment of Forsyth Patent 

Application. 

It has been urged by respondent-appellee that the 

ther prosecution f j^e Forsyth-Clark in¬ 
decree or judgment - ^Led at set- 

terference These proce whfn that is set aside the obsta- 

ireVothVL^r,^orsyth application 

application is impossible, be- 
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cause it appears of record as anticipated by the Clark ap¬ 
plication, priority having been awarded to him. These 
proceedings are to eliminate Clark as a reference, and 
therefore constitute the only prosecution of that case 
possible under the circumstances. 

CONCLUSION. 

In this behalf a consideration of the opinion of the 
Court below will show that the said Court very materially 
misapprehended all questions that were submitted. He 
seemed to have fallen into the error that an interference 
was declared between Forsyth patent No. 862,897 and the 
Clark application, and he seemed not to have appreciated 
that the judicial department of the Government had ruled 
on all the matters that were submitted to him, and that 
such judicial findings of a court having jurisdiction of the 
parties had been teetotally and wholly disregarded by the 
head of a bureau, viz., the Commissioner of Patents, in an 
executive department of the Government, the Interior 
Department. 

The government should enforce the decrees of its courts. 

It is submitted that such error is very grievous be¬ 
cause citizens of the United States are entitled to invoke 
the jurisdiction of the federal courts to pass upon their 
rights. It is submitted that when such courts determine 
the rights of a citizen, that being the function thereof, 
every department of the Government should give it full 
faith and credit and do all things necessary to give it 
effect. The citizen has the right to call upon the Govern¬ 
ment to enforce his decreed rights, because otherwise the 
decrees of its courts become idle talk and of no conse¬ 
quence, merely words, not deeds. The Court below 
seems wholly to fail to appreciate this important phase of 
this case. 

♦ 

The Federal Court has decreed to appellant the rights the 
recognition of which is now requested. 

The Court at Cleveland decreed that the Trussed 
Concrete Steel Company had the right to control the For- 




syth end of the Forsyth-Clark interference, and that F(>r- 
^fVi VinH no rie’ht to control :the same, and tna 
Trussed Concrete Steel Company had the right to control 
the same at the present and at all times. 

The Commissioner decUned to look at this decree. 

This is a matter that the Assistant Commissioner 

Tennant declined to pass upon, but ® 

nassed Upon by a court of competent jurisdiction. See . 
p 29 first paragraph. When the matter was t us 
upon bv the Court at Cleveland and decree entered, the 
successor of the then Commissioner said Jhejnatter had 
been determined by his predecessor and refused t p 
ear or heed to it. The Commissioner s failure in his duty 
ts likelj d« to the fact that he declined even to look at 
what was before him, because he simply declined gi 
any attention to it. 

The decision in the interference was «cured ^ fraud 
since Forsyth had been decreed to have no 

right to control 

It is clear that the relator-appellant had the nght to 

,on.;VIuch .nd >h.. ol For.y.h 

were adverse to those of appellant. To permit the niatte 
to be passed upon when not in the hands or control of the 
nartv having the right to control, is clearly illegal. All 
tha/was done under such control was certainly secured by 
tL fraudulent acts of Forsyth, acting where he had no 
r?ght to act and securing an order which he had "o "ght 
to secure. Fraud vitiates any decree. This fraud should 
have been considered by the Honorable Commissioner o^ 
Patents and he should have set aside the finding based 
thereon He had no discretion in the matter, because 
SZs decreed by Judge Day who had the parties before 

him. 

Judge Day decreed the identity of 

ence and that of Forsyth Patent No. 862 , 897 . J^e 
Commisisoner refused to consider this decree. 

The second contention herein relating to the declara- 
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tion of an interference between the Clark application and 
the Forsyth patent No. 862,897 should follow because 
Judge Day decreed the structure here in question in the 
interference to be the same as the structure of the said 
patent. He was obliged to do that in order to determine 
infringement. Having so decided, it was not competent 
for an examiner in the Patent Office to say that “he did not 
agree with Judge Day in that particular,” and the Honor¬ 
able Commissioner of Patents should have relied upon the 
finding of the Court rather than upon the opinion of the 
examiner in charge, which opinion concedes the presence 
of the structure of the Clark patent application in For- 
syth patent No. 855,240, but says that it is only an acci¬ 
dent. Yet in the litigation before Judge Day nothing was 
urged about the accidental presence of any such device. 
Why should the examiner consider accident and urge it 
when it is not even dreamed of by the parties in a hotly 
contested litigation. Such position, we submit, is an ab¬ 
surdity and ought not to have been regarded by the Hon¬ 
orable Commissioner. He should have considered the 
formal finding of the Court where the matter had been 
fully litigated. 

With these statements, it will not be necessary to 
enumerate in detail the assignments of error, because a 
glance at the same will show that they are entirely cor¬ 
rect and maintainable. 

The writ of Mandamus should be ordered to issue. 

It is respectfully submitted that the judgment of the 
Court below should be reversed and the writ of mandamus 
should be ordered to issue, directing, first, the setting aside 
of the illegal finding in the Forsyth-Clark interference and 
permitting the relator-appellant to intervene; and, second, 
ordering a declaration of interference between the For- 
syth patent No. 862,897 and the said Clark patent applica¬ 
tion. The fact that the Clark patent has illegally issued 
should not be material in this consideration. 

Respectfully submitted. 

FRED L. CHAPPELL, 

' WM. S. HODGES, 

W. MERLE SMITH, 

; Counsel for Relator-Appellant. 
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STATEMEOT. - 

R,toto,'s Wet omite to stole a m.n>W ol t»« 

toat are of importonce in the consideration ot tl.« 

t 

""Viator claims to be the equitable owner of an m- 
tores, in Fotoyth application torial No. -l..^ 

»as Bled January 30,1911.! (Transcript, p. 77 Jl^ 
November 22, 1911, an intorterence was found _ 
exist between Ibis Forsyth 

cation of Dwight G. Clark, filed May M, ^1^ 
an intorferenee was tormrfly declared November 28, 
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1911. (Transcript, p. 77.) At that time there was 
nothing of record to show that relator claimed any 
interest in the Forsyth application, and it w^as not 
notified of the interference. On January 2, 1912, 
Forsyth filed his preliminary statement in said inter¬ 
ference and therein fixed his date of conception of 
the invention on or about the 20th day of July, 1910 
(transcript, p. 81), which date of conception was 
nearly two years subsequent to the date of filing of 
the Clark application. On January 5, 1912, a judg¬ 
ment nisi was entered against Forsyth in said inter¬ 
ference, as it was perfectly evident that Forsyth 
could not possibly be the prior inventor. (Trans¬ 
cript, p. 84.) In this judgment nisi Forsyth was 
allowed thirty days to show cause why the judgment 
should not be made final; and no cause having been 
shown, final judgment against Forsyth was rendered 
March 11, 1912, awarding priority of invention to 
Clark, and fixing April 1, 1912, as the limit of appeal. 
(Transcript, p. 89.)' No appeal was ever taken. 

Upon the facts thus stated, it is seen that the judg¬ 
ment of priority against Forsyth was in strict ac¬ 
cordance with the rules and practice of the Patent 
Office and with the law. From that time to this 
there has never been any suggestion that the reopen¬ 
ing of the interference would result in a judgment in 
favor of Forsvth. 

As a legal proposition, it is clear that as relator 
claims under and through Forsyth, it is necessarily 
in privity with Forsyth and is bound by anything 
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that binds Forsyth. Until after the 3 ;;dgment 
in the interference proceedings, Forsyth and ^ 
were strangers to each other (transcript, pp. 21 24) 
and as a judgment against Clark would have bound 
him in favor of Forsyth’s assignee, it is equally cle 
that a judgment in his favor is binding ^ai 
Forsyth’s assignee. It is a clear case o es op 

’^Thte has never been any suggestion that the r^ 
opening of the interference proceedings would resu 
in a judgment of priority in favor of Forsyth On 
the contrary, one distinct ground of relator s petiUo 
is that the issue of the interference is not patenta , 
and the prayer of the petition is “that the interfer¬ 
ence proceedings be reopened to perrnit your 
tioner (a) to make a motion to d^olve the inter¬ 
ference on the ground that there is 
etc. (Transcript, p. 9.) In short, the relators 

effort is simply to render all past 

tory; and relator makes no pretense of being entitled 

to a patent on the Forsyth application. 

As stated above, the limit of appeals from the final 
judgment in the interference of Forsyth v. Clark ex- 
phii April 1, 1912, and on April 10, 1912, said appl - 

cation was rejected by the Patent Office 
p 100); and since April 10, 1912, no effort h^ b^n 
made to prosecute said Forsyth application to^er 

(transcript, p. 100). It is 

that the Forsyth application became abandon^ 
under section 4894 of the Revised Statutes for failure 
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to prosecute the same within one year from the date 
of the last official action (transcript, p. 100); and it 
is insisted that the petition to ''intervene'’ in the 
interference of Forsijth v. Cldvk can not have the 
effect of saving the Forsyth application from aban¬ 
donment, expecially in view of relator's contention 
that the subject matter of the Forsyth application is 
not patentable. 

On November 10, 1911, relator filed suit against 
William D. Forsyth in the United States District 
Court at Cleveland. Forsyth had previously assigned 
to relator his patents Nos. 855240 and 862897, and 
the primary object of the suit at Cleveland was to 
compel the specific performance of an alleged con¬ 
tract relating to improvements on said patents Nos. 
855240 and 862897. The bill also alleged infringe¬ 
ment of said patents; and the only "improvement" 
originally claimed in the bill was the one repre¬ 
sented by patent No. 1007027. (Transcript, p. 4.) 
Throughout the litigation. Judge Day consistently 
held that Forsyth was estopped to deny the validity 
of the patents assigned by him and declined to con¬ 
sider evidence of the prior state of the art offered 
in aid of the interpretation of the patent claims. 
On August 6, 1913, Judge Day entered an interloc¬ 
utory decree against Fomyth (transcript, p. 41), 
and it is this interlocutory decree upon vrhich relator 
now relies. It is well to note the following facts 
concerning this interlocutory decree: First, it recog¬ 
nizes the outstanding undivided one-half interest of 
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A. M. Neeper in the Forsyth application; second, 
instead 'of declaring the relator entitled to the 
entire right, title, and interest in the invention, it 
simply directs Forsyth to transfer ^^any interest that 
he may now hold;^^ third, it does not pretend to 
vacate the proceedings in the Forsyth-Clark inter¬ 
ference, but is simply declaratory of the right of 
control thereof as between Forsyth and relator, and 
not as between relator and Clark or anyone else; 
fourth, in so far as the decree relates to the interfer¬ 
ence, it treats it as a pending proceeding, in igno¬ 
rance or disregard of the fact that the interference 
proceeding had gone to final judgment upward of a 
year before; and, fifth, neither Clark nor Clark's 
assignee nor the Commissioner of Patents was a 
party to or bound by the proceedings before Judge 
Day. It is therefore submitted that Judge Day's 
decision does not affect the validity and regularity 
of the interference proceedings, nor does it furnish 
any warrant or justification for the reopening of 
such proceedings. 

Subsequent to the filing of the suit against For¬ 
syth at Cleveland relator filed suit in the Unitod 
States District Court at Buffalo against the Corru¬ 
gated BsiC Company, which had acquired the rights 
of Dwight G. Clark, and set up the same in its 
answer. This suit alleged infringement by the 
Corrugated Bar Company of* Forsyth patent No. 
862897, and a final decree dismissing the bill was 
entered therein September 19, 1913. (Transcript, 
p. 101.) Judge Hazel's opinion is printed in full 






on pages 102-108 of the tianscript. The essence 
of Judge HazePs opinion lies in the recognition of 
two broad groups of expanded metal, namely,’ the 
string-tie gj'oup and the mesh-work group, whose 
characteristic differences are fully illustrated by ref¬ 
erences to the prior art. In recognition of the prior 
art and in full harmony therewith. Judge Hazel ar¬ 
rived at the conclusion that Forsyth patent No. 
862897 related to the string-tie type, whereas the 
Dwight G. Clark application related to the mesh- 
work type and was not an infringement of the 
Forsyth patent No. 862897. Among the most im¬ 
portant facts connected with Judge HazePs decree 
is the fact that relator was a party, and the owner 
of the Dwight G. Clark application was a party; 
and as the case went to final decr^ee adverse to 
relator, relator is bound therebv. 

It thus appears that Judge Day and Judge Hazel 
arrived at different conclusions; but Judge Day^s 
case was primarily one of specific performance, 
wherein the state of the art was excluded by his ap¬ 
plication of the doctrine of estoppel and the question 
was one of improvement;^^ whereas the case before 
Judge Hazel was one of infringement. Aside from 
the fact that Clarkes assignee was a party to the case 
before Judge Hazel, and that Judge HazePs decree is 
therefore res adjudicata as between relator and 
Clarkes assignee, the disagreement between the two 
judges demonstrates that even the question of in¬ 
fringement of patent No. 862897 by the Clark con¬ 
struction is not clear. In other words, both of these 
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judges considered the question of infringement of 
patent No. 862897 by the use of the Clark invention, 
and arrived at different conclusions; and as it is per¬ 
fectly apparent that there can be no interference 
where there is no infringement, it is apparent that the 
right to an interference was doubtful in the extreme. 

Relator’s petition to “intervene,” so-called, was 
not filed until December 14, 1912 (transcript, p. 95), 
whereas the limit of appeal from the final judgment 
in said interference expired April 1, 1912. That pe¬ 
tition was denied March 1, 1913 (transcript, p. 27), 
rehearing thereof was denied March 17, 1913 (tran¬ 
script, p. 32), another petition was denied June 19, 
1913 (transcript, p. 37), and the final proceeding in 
the Patent Office was the denial, on September 4, 
1913, of another renewal of said petition for rehear¬ 
ing (transcript, p. 56). During the pendency of the 
petition to “intervene” and the proceedings subse¬ 
quent thereto the matter was twice referred to the 
primary examiner to consider Forsyth patents Nos. 
855240 and 862897 in connection with said Clark 
application. The examiner’s opinion (transcript, p. 
109) was earlier than Judge Hazel’s opinion, but 
substantially identical therewith. All of these deci¬ 
sions were clearly judicial in character, and necessi¬ 
tated consideration of the law and the facts bearing 
on the matter in hand. They are, therefore, not sub¬ 
ject to review by the courts by mandamus. The 
judicial character of the decisions is clearly indicated 
by the fact that, although Judge Day’s opinion was 
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submitted to the primary examiner, the primary 
examiner stated that he was unable to agree with 
Judge Day, and accordingly refused to follow such 
decision. (Transcript, p. 6; Par. XXII, transcript, 
p. 95.) Here again the law compelled the examiner 
to take notice of the prior art, whereas Judge Day 
excluded the prior art from consideration on account 
of the estoppel existing against Forsyth individually. 

The interlocutory decree in the Cleveland case was 
entered August 6, 1913 (transcript, p. 41); and as 
the limit of appeal from the final decision in the 
Forsyth-Clark interference had expired April 1, 1912 
(transcript, p. 89), it is submitted that it could not 
and was not intended to have any effect on the 
past proceedings. As relator claims under Forsyth, 
it was necessarily in privity with Forsyth and was 
therefore bound by the proceedings that bound him. 

Relator^s petition to intervene,’^ so called, is 
dated December 14, 1912 (transcript, p. 15), whereas 
the final judgment in the interference had been 
rendered March 11, 1912, and the limit of appeal 
from said final judgment expired April 1, 1912 
(transcript, p. 89). The assistant commissioner 
considered that relator was guilty of laches in pre¬ 
senting its petition nine months after the termina¬ 
tion of the interference; and even then relator 
made absolutely no showing that the judgment of 
priority was not in favor of the right party. That 
the commissioner was right in holding relator guilty 
of laches is clearly shown by the facts recited in 




Paragraph XXIV of relator’s return. (Transcript, 
OP 9&-97-) Th® purpose of fixing a limit o appea 
bom a judgment in the Patent Office is to put an 

end to litigation; and it is contrary to 
to set aside the proceedings on a purely techni 
ground not touching the merits of the case long 
after the expiration of the limit of appea . 

POINTS AND AXTTHOB-lTIBS. 


Whether an "interference" exists or not is a ques- 
tion which can only be determined by a judicial d^ 
cision based upon consideration of the law and the 
facts of each case; and whether the commissioners 
decision is right or wrong, it is not subject to review 

by mandamus. 

Ex parte First National Bank, 228 U. b., 

.lie, p. 518 . 

Ex parte Loring, 94 U. S., 418. 

C<mmissioner v. Whitely, 4 Wall., p. 53 . 

parte Gruetter, 217 IT. S., 586. 

Ex parte American Steel Barrel Co., 23 
TT S 35» 

Ness V. Fisher, 223 U. S., 683, p. 

Riverside Co. v. Hitchcock, 190 U. S., 316. 

In re Key, 189 U. S*) 

Ex parte Tayhr, 14 How., 3. 

United States v. Commissioners, 5 all., OOd. 

In re Clelandy 218 U. S*, 120. 

Matter of RiggSy 214 U. S., 9, 

United States ex rel Knight v. Ballingery 35 

App. H. C., 429. 

31639—14-2 
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II. 

‘^The writ of mandamus will be granted by this 
court only when it is clear and indisputable that 
there is no other legal remedy. (Ex parte Newmany 
14 Wall., 152, 165; Bayard y. United Statesy 127 U. S., 
246; In re Morrisony 147 U. S., 14.) 

Judge Lacombe was clearly called upon to de¬ 
termine, in the exercise of his jurisdiction as the 
senior circuit judge, whether the situation was one 
in which he should designate a judge in the room 
and place of Judge Chatfield. He determined the 
matter adversely to the petitioners. If in this he 
made a mistake, it was one made in the course of the 
exercise of his legitimate jurisdiction under section 
14 of the new Judicial Code, and we can not compel 
him through a writ of mandamus to undo what has 
thus been done. (Ex parte BuHiSy 103 U. S., 238; 
In re ParsonSy 150 U. S., 150.)^' (American Steel 
Barrel Co., 230 U. S., 35; U. S, ex rel. Brown v. Rooty 
18 App. D. C., 239.) 

In the present case relator has a legal remedy by 
an ordinary suit for infringement, and since a patent 
was granted December 2, 1913, on the Clark applica¬ 
tion, relator has a special statutory remedy under 
section 4918 of the Revised Statutes to repeal said 
patent. Relator can also bring about the desired 
interference by applying for the reissue of its patents 
and copying Clarkes claims in such reissue applica¬ 
tions, if it is entitled to make said claims therein, as 
it contends. 
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III. 

Mandamus is a legal action, and the 
claimant is concluded by whatever concludes its 

assignor. ^ 32 ^pp. 

^'Hal^^. DilUr, 178 U. S., 476, pp^485 et seq. 
Thoma v. Perriy 205 Fed. Rep., 632. 
Eimt-Fisiwr Co. V. Uruierwood Typermter 

Co., 176 Fed. Rep., 372. 

In re Pearsall, 31 App. D. C., 265. 

Bayard v. White, 127 U. S., 246. 

IV. 

There is no vested right to » rehearing, 
a reheating hy one conunissi.net of the ,nd,c«.l de- 

cisions of his predecessor. 

Cases which have been deliberately decid^ 
by one commissioner will not be recomde^ 
by his successor except in accordance with the 
pLciples which govern the g^ntmg of mw 
trials. (United States Patent Office rule 1 .) 

V. 

As a patent has already been granted and deUvered 
on the Clark appUcation, the 

less to recaU it; and as relator’s petition reprints 
that the subject matter of the 

ference is not patentable, no patent can be granl^ 
rXtor. Therefore . writ of mnndamn. would 
t Tugurety end should be denied to *at re»on. 















. Dancy v. Clark, 24 App. D. C., 487, pp. 499- 
450. 

United States ex rd. Laws v. Davenport, 34 
App. D. C., 502, p. 506. 

United States ex rd. McManus v. Fidier, 39 
App. D. C., 176, pp. 180-181. 

The United States ex rel. Brown v. Root, 18 
App. D. C., 239, pp. 242-244. 

Garfield v. United States ex rel. Turner, 31 
App. D. C., 332, p. 335. 

United States ex rd. Stevens v. Richards, 33 
App. D. C., 410, p. 419. 

Turner v. Fisher, 222 U. S., 204. 

State ex rel. Snyder v. Newman, 91 Mo., 445. 

VI. 

R*lator is concluded by the final decree dismiss¬ 
ing its bill of complaint against the Corrugated Bar 
Company, assignee of Dwight G. Clark, and user of 
the Clark invention. 

Vll. 

Failure to prosecute the Forsyth application for 
more than one year after the official rejection of 
April 12, 1912 worked an abandonment thereof. 

All applications for patents shall be com¬ 
pleted and prepared for examination within 
one year after the filing of the application, 
and in default thereof, or upon failure of the 
applicant to prosecute the same within one 
year after any action therein, of which notice 
shall have been given to the applicant, they 
shall be regarded as abandoned by the parties 




thereto, unless it be ^own to the satisfaction 
of the Commissioner of Patents that such 
delay was unavoidable. (Sec. 4894, U. S. 

R. S.) 

Relator's petition to ^‘intervene" in the interfer¬ 
ence was not a prosecution of the application. {Ex 

parte Cviting, 94 U. S., 14.) 

Besides, relator not only never requested leave to 
prosecute said application but shows in his petition 
that he considered the same unpatentable. 

argument. 

As respondent views this case, it does not call for 
extended argument. There are two phases to the 
case, that pertaining to the Forsyth application and 
that pertaining to the Forsyth patents. 

INTERFERENCE OF FORSYTH APPLICATION. 

In so far as Forsyth application serial No. 605625 
is concerned, there was an interference, and that 
interference proceeded in strict accordance with the 
law and the rules of the Patent Office. It is perfectly 
apparent that Forsyth was not entitled to a judgment 
of priority, Irecause his application was not filed untfi 
nearly three years after the filing of Clark’s applica¬ 
tion and because the earliest date of conception 
claimed by Forsyth was nearly two years subse¬ 
quent to Clark’s filing date. Upon Forsyth’s own 
showing a judgment nisi was rendered against him, 
and that judgment was made final in due course. 
In the interval between the judgment nisi and the 




final judgment, the Clark application was bought by 
the Corrugated Bar Company through Forsythes 
attorney, but in its own interest. Until after the 
judgment nisi, the parties were absolute strangers; 
and the purchase of Clark's interest by the Corru¬ 
gated Bar Company was conunendable and affords 
no ground whatsoever for suspecting fraud or collu¬ 
sion. From that day to this, there has not been a 
single fact brought out to give any other color to 
that transaction than simply that of a bona fide pur¬ 
chase of the interest of the successful litigant. 

So long as the Forsyth-Clark interference con¬ 
tinued, there was nothing of record anywhere to 
indicate any claim by the relator to the Forsyth 
application. As shown by the transcript, the pre¬ 
liminary injunction against Forsyth granted March 
30, 1912, was restricted to the alienation of Forsyth 
Patent No. 1007027. (Transcript, pp. 17-19.) This 
was only two days before expiration of the limit of 
appeal from the final judgment in the interference, 
and as shown in Paragraph XXIV of respondent's 
return, relator was very slow thereafter in setting up 
claim to the Forsyth application. Under these cir¬ 
cumstances Forsyth was clearly the sole and only 
proper person to represent the Forsyth side of the 
interference. Whatever may have been relator's 
interest, the record title was in Forsyth; and the 
doctrine of estoppel by record would amount to 
naught if an equitable owner could lie by, and after 
his legal trustee was defeated in a litigation insist 




that the iudgmeet «aa not ^ 

equitable owner. In the pre^nt ^ 

relator ta not the legal owner, and ita ^uit 
ship is at most limited to a part 

it has been deeided that the Comm, sstoner j Patenta 

is not bound to recognita an assignee o an un 
patented invention, and certainly a eta legal title 

is required to support an action of ■“"'J*'””'. 

It is difficult to see how on apphcatio 
become abandoned by lailnre to prorecute wiffimito 
year allowed by law can be made the ba- 
at law Upon relator's own showmg, the subj^ 
matter of the Forsyth application is not e, 

and this fact tuUy explains relator s ' 

attempting to prosecute the Wbcation « ^ 6 
leave to be recognised in connection with P'» 
tion of said Forsyth application. I 1 

matter is not patentable, there should be no inter- 
ference, but that does not imply that the 
in a concluded interference should be set 
only purpose of an interference is to determ 
primity of invention; whereas relator’s complaiM 
not bear on priority, but simply upon a 
posed Mchnical irregularity in entermg up M 
judgment against a defeated contestant against whom 
a juSnent nisi had been rendered in strict accordance 

'"'it k ttas Len that relator’s claim k 
an abandoned application ; that ® ^ 

is that the subject matter of that application is 
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patentable; that relator's title is not legal at all but 
merely equitable and extends only to a part interest; 
that relator was privy to Forsyth during the inter¬ 
ference and is precluded by the judgment against 
Forsyth; and that, in so far as priority of invention is 
concerned, the judgment in the interference is clearly 
right. In other words, it is submitted that; in so 
far as the Forsyth application is concerned, relator 
has had its day in court, has been accorded every 
right to which an interfering party is entitled; that 
it has had the benefit of numerous judicial decisions, 
and that it is not proper for this court to attempt to 
control the judicial decisions of the Patent Office. 
Relator is not seeking to compel decision, but to 
reverse decisions; and that is not the function of a 
writ of mandamus. 

INTERFERENCE WITH FORSYTH PATENTS. 

The second phase of this litigation deals with 
Forsyth patents Nos. 855240 and 862897. Both of 
these patents were issued before the Clark application 
was filed, and at least one of them was cited by the 
examiner against the Clark application in the ex 
parte prosecution thereof and was recognized as a 
prior patent and the Clark invention discriminated 
therefrom. In the later proceedings, these patents 
were called to the attention of the primary examiner 
by relator's counsel in connection with the opinion 
of Judge Day; but the primary examiner adhered to 
his decision that the Clark invention was a different 





invention from those shown in the Forsyth patente 
and was patentable over them. Later on, 
natents were twice referred by the commissioner to 

Tplary 

Hon with the Clark application; and the 
ermine, atill adhered to his deciaion and wrote a 
3.randnni ot his opinion which appear, on pi«es 

109 and 110 of the transcript. 

In the meanwhile, Judge Hazel decided, n the 

case of this relator against Clark’s assignee that a 

structure embodying the Clark invention does no 

inlrinne Forsyth patent No. 8d28F7. ^ . o. 

Upon this simple statement of facte, w y s ou 
this court undertake to coerce the Patent Office into 
deciaring an interference where it has «i frequent 

Sded^that no —"^0 
that a mere comparison of the Clark claims 
claim, of the Forsyth patent, is suffietent to Hiw 
that there is no interference m fact, but that the 
"late to different devices. An jn— 
exists only when the two claims cover the same 
vention; and it is the law and the practice of 
Patent Office that an improvement is patentab 

notwithstanding the fact that such ^ 

be dominated, by an earlier patent for the generic 

invention. ^ • 

still another answer to relator’s con n ions 

obvious, namely, the Clark application has gone to 

patent and there is no provision of law whereby th 

can be an interference proceeding m the Patent O 
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in respect of patent against patent. It is no answer to 
this proposition that the Clark patent has issued since 
the beginning of these proceedings; for mandamus is 
a legal remedy and the commissioner has lost juris¬ 
diction. This condition is not an unusual one; for 
mandamus cases frequently fail by reason of the 
respondent having died, resigned or been otherwise 
superseded in his office. 

United States ex rel. Bemardin v. Butterworth, 
169 U. S., 600. 

United States v. Boutwelly 17 Wall., 604. 

Florida v. Croom, 226 U. S., 309. 

Barkley v. Levee Commissionersy 93 U. S., 258. 

French v. SenatCy 69 L. R. A., 556. 

Ex parte Milwaukee & Minnesota R. R. Co., 
154, U. S., 554. 

Still another answer is apparent, namely, that 
relator has adequate remedies in respect Of patents 
already issued to it. It can sue the owner of the 
Clark patent for the repeal thereof under section 
4918 of the Revised Statutes. It can bring an 
ordinary suit for infringement against any one who 
makes, uses or sells the Clark invention. And, if it 
is as anxious for an interference as it pretends, it can 
surrender its patents, apply for the reissue thereof, 
adopt Clark's claims into the reissue application if 
they could be made therein, as it contends, and 
• thereby bring on the very interference that is now 
denied it. 

In view of such plain answers to relator's con¬ 
tentions, w’^e do not believe that there is any occasion 
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for US to prolong this discussion. It is submitted 
• that Judge Barnard’s opinion is clearly correct an 
his judgment ought to be affirmed. 

Respectfully submitted. 

W. S. Ruckman, 

James A. Carr, 

For Respondent. 
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